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PLACITA. 


1 Pleas in the Cirenit Court of the United States for the North- 
ern Division of the Northern District of Illinols, begun du 
held in the United States Court Room, in the City of Chicago, in 
raid Distriot before the Honorable Christian Q, Kobnsaat, J udge of 
the United States District Court, for the Northern District of I}li- 
nois, on Saturday, the third day of June in the year of our Lord 

1899, being one of the days of the May adjourned term of said 
Court, 1899, and of our In dependence the 128rd year, 


5, W. BURNAM, 
Clerk, 
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Beit remembered thaten this day, towit, the 2th day of May, 

Po, there was tiled in the ofiee of the Clerk of said Court, the 

Bill of Complaint of The American Graphophone Company, a 

Corporation, ete; Motion for Injunction of Complainant; and the 

Allidayits of Dezera 2. Cartier, George W. Lyle, Anthony 8. 

True, Archie Gibson, Edward D. Easton, Charles A. L, Massie, 

, and Frank Paul Moore, which are in the words and figures fol- 

, lowing, to-wit: 


ai Soi eal 


— “BIN of Complaint, 2 BILL OF COM PLAINT, 


. tiled May 74, 1890. 


( 
Sie dele Se 


To the Honorable the Judges of the Circuit Court of the United 
States for the Northern Division of the Northern District of Ili- 
nos: 

The American Gra Me hone Conipany, a corporation organized 
and existing under the live of the State of West Virginia, and 
having its principal office at Washington City, in the District of 
Columbia, feinics this, its bill of complaint, against The Talking 
Machine Company and the Polyphone Company, each a corpora- 
tion organized and existing under the laws of the State of Illinois, 
and having, each, its une pat place of business in Chicago, 
Cook County, State of Illinois; Leon F. Douglass, a resident of 
k | Chicago, Cook County, Illinois, individually and as Vice-Presi- 
if . dent of said Polyphone ai iat and Henry B. Babson, a resi- 
} : dent of Chicago, Cook County, llinois, individually and as Presi- 
ee ; dent of said Talking Machine Company, all of whom are citizens 
ee : of the State of Illinois and inhabitants of the Northern District of 
arti toe Illinois. 

And thereupon your orator complains and says: F 

| “ 1, That Chichester A. Bell and Sumner Tainter, then of 

Washington aforesaid, were the original, first and joint inventors 

‘Toten of certain new and useful improvements in rene ii and renro- 


ee et! known or used by others in this counrtry before their invention 

" ) “ae thereof, and were not patented or described in any printed publi- 

Bare cation in this or any foreign country hefore their invention 

Balers 3 thereof, and were not in public use or on sale in the United 

c ’ States for more than two years prior to their application for 
Ae a patent therefor, and which had not been abandoned. 

; 2. That thereafter the said Chichester A, Bell and Sumner 

- Tainter made application in due form of law to the Commissioner 

: of Patents for the grant of letters patent of the United States for 
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ducing speech and other sounds, which improvements were not | 
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Bill af Complaint, 3 


the said invention, and then and there fully complied in all respects Bu ff Lomplaias, 


with the provisions and requirements of the laws of the United 
States in such case made and provided; that thereupon, due pro- 
ceedings being had upon said application, Letters Patent of the 
United States, in due aiid of law were issued and delivered to the 


said Chichester A, Bell and. Sumner Tainter in the name of the. 


Inited States of America, under the seal of the Patent Office, and 
signed and cou nieraigned respetivel y by the proper officers of the 
United States, numbered 341,214, and dated May 4, 1886; and 
that the said Letters Patent did grant to the said Chichester A. 
Bell and Sumner Tainter, their heirs and assigns, for a term of 
seventeen years from the said 4th day of May, 1886, the exclusive 
right to make, use, and vend the said invention throughout the 
United States and the Territories thereof, as by reference to the 


said Letters Patent or a duly authenticated copy thereof, here in 


Court to be produced, will mere fully and at large appear. 


3. And your orator further shows that on the 29th day of 


March, 1887, said Chichester A, Bell and Sumner Tainter, by an 
instrument in writing duly signed and delivered, and recorded in 
the United States Patent Office the 22nd day of September, 1887, 
(lid give, grant and convey to'the Volta Graphaphens Com- 
4 pany, a corporation organized and existing under the laws of 
| the State of Virginia, its successors and assigns, the entire 
right, title and interest in and to said Letters Patent No, 341,214 
granted to them as aforesaid, and in and to the invention secured 
thereby, as by reference to said instrument or a duly authenticated 


copy thereof, here in Court to be produced, will more fully and at 


large appear, 
4, That on the 24th day of January, 18938, the said Volta 


_Graphophone Company, by an instrument in writing, duly signed, 


sealed, and delivered, and recorded in the United States Patent 


Office the 25th day of January, 1898, did give, grant, assign, and 


convey to your orator, its successors and assigns, the entire right 
title, and interest in and to said Letters Patent No. 841,214, and 
in and to the invention secured thereby, as by reference to said 
instrument or a duly authenticated Copy thereof, here in Court to 
be produced, will more fully and at large appear. 

5.. That your orator has heen ever Since the date of the assign- 
ment last mentioned, and was at the time ef the commission of 
the acts hereinafter complained of, and is now, the sole and ex- 

1 Letters Patent and of all claims for in- 
fringement thereof; and has been and is, save for the doings of 
these defendants and others acting in concert with them in the ex- 
clusive possession of said rights and privileges; and is entitled to 
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Boag : thereof. | them, well k 
rk 6. And your orator further shows that it has expended large = Z Patent and 
Beat. sums of money in practicing said invention and introducing as hereinbef 
RT: 5 thesame into public use, and the same is of great commercial 'y Northern Di 
~ a8 pF value and practical utility; that a great public interest has _ wrongfully 
t ay f been manifested therein, and a large demand created for apparatus ’ orator, and 
Bt constructed in accordanee with or embodying the same, which vention wh 
4 % demand your orator is ready and able to supply; that the public tice of said 
ae gencrally in all parts of the United States have recognized and orator, havi 
ek acquiesced in the facts that the said Bell and Tainter were the sound-recor 
bn original, first, and joint inyentors of the said invention, and that No. 341.214 
a the patent above named (particularly with respect to claims 7, 8, numbered 7 
a 10, 17, and 18 thereof) is a good and yalid patent, and that the so todo: ap 
et public have also acknowledged the claims of your orator to the ex- unlawful ar 
reaey clusive right to said invention under said patent; and that, but for to your 
ee the infringement and wrongs hereinafter complained of, your | 7 loss an 
rite orator would now be in the peaceful possession and enjoyment of bein t 
i the anid Letters Patent and invention, and of the income derivable wise ‘ly 
aid therefrom. defendant: 
by, ¥ 7. Your orator further shows that on or about-February 7, neice 
a, 1897, it filed its bill of complaint in the Cireuit Court of the United or Pe \ great gain 
‘i i ) States for the Southern District of New York, against Cleveland Biante 
[5 Waleutt and dward F, Leeds, doing business under the firm it prays a‘ 
Dt name and style of Walecutt & Leeds, at No. 63 East Eleventh bili 5 a And 
pf Street, in the City of New York, both said Walcutt and said Leeds a aed duplicatin | 
t #: being citizens of the State of New York and inhabitants of the . An  aolindaiae 
rea Bonthern District of New York, the said bill aleging infringement of use suel 
: iy of Letters Patent No. 841,214, above mentioned, and particularly to th . Nat 
‘y mS of claims 7, 8, 10, 17, and 18 thereof; that the said defendants duly fe ‘single sho 
u ‘f appeared and answered; that replication was filed, proofs taken, > been sold 1 
Bee. and the cause brought on for final hearing before Hon. Hoyt ‘possession 
} f 6 H, Wheeler, District Nidge, andthat onthe 19thdayofdanu-,  ° -*! nor under 
Miche ary, 1898, a decree was duly entered establishing the validity Meee eden : 
yo % of said Letters Patent No. 341,214, as to claims Nos. 7, 8, 9, 10, 17, 0S recor “* 
by and 18, and the title of your orator thereto, and the fact of the in- Bee tentar 
$2 ; fringement thereof by the said defendants therein by the manu- h | 18 thereof 
em facture of “duplicate sound-records,” and awarding a perpetual transport 
eae injunction, which said decree now remains in full force and effect, and that, 
te as by a duly authenticated copy of said decree, in Court to he pro- as could 6 
ea duced, will more fully and at large appear; and that a writ of in- factute oy: 
ye junction in accordance with said decree of said Circuit Court duly nas) eae 
/ a 
ite). | 
; . atta Wile 
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Bill of Complaint. 5 


issued against said Waleutt and said Leeds, was served, and now Bin 


remains in full foree and effect. | | 

8. And your orator further shows, upon information and be- 
lief, that the defendants, and others acting in connection with 
them, well knowing the premises, since the grant of said Letters 
Patent, and since the acquiring by your orator of its title thereto, 
as hereinbefore set forth, within the said Northern Division of the 
Northern District of Illinois and elsewhere in the United States, 
wrongfully and unlawfully, and with the intent to injure your 


orator, and to deprive it of the just’ profits leat from said in- 


‘ great gains and profits from such unlawful acts, but to what — 


vention, which profits otherwise would accrue to it from the prac- 
tice of said invention, and without the license or consent of your 
orator, have both jointly and severally, made, used and vended 
sound-records substantially as described in said Letters Patent 
No. 341,214, and particularly such as are pointed out in claims 
numbered 7, 8, 10, 17, and 18 thereof, and that they still continue 
so to do, and that they are threatening to continue the aforesaid 
unlawful acts to a large extent, all in defiance of the rights secured 

to your orator as aforesaid, and to its Rreat and irreparable 
7 loss and injury, by which your orator has been and still is 

being deprived of great gains and profits that it would other- 
wise have obtained but for the aforesaid unlawful doings of the 
defendant; and your orator further shows Wee the said defendants 
have derived and received, and still are deriving and receiving, 


extent your orator is ignorant and cannot set forth, and, therefore, 
it prays a discovery thereof, 
9. And, further, your orator shows that it has never sold any 
duplicating machines or apparatus for making copies of original 
sound-records, or authorized any person or persons to manufacture 
or use such machines, with the exception of a shop-right granted 
to the National Phonograph Company, and lanited to use at a 
single shop, and that no such machines or apparatus have ever 


- heen sold under its patents; that the Bupa machines now in 


possession of the said defendants were not sold by complainant, 
nor under its patents, nor made by its authority; that such ma- 
chines are not capable of any use except to manufacture sound- 


- records, such as described in said Letters Patent No. 341,214, and 


particularly pointed out in said claims numbered 7, 8, 10, 17, and 


_18 thereof; that the said machines dre of small size, can be readily 


transported from place to place, and used and operated in secrecy, 
and that, with a relatively small number of said machines, such’ 
as could operate in a room of moderate size, it is possible to manu- 
facture over a thousand sound-records a day. 

' a | 


of Complaint, 
ed May 24, 189. 
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Bill of Complaint, =o 1), = An your orator further shows unto your Honors that the Maa | 
mega manufacture, use, and sale by the said defendants, of sound ree: the Lidge 
its ords embodying, employing, or containing the invention set forth each of them deli: 
ae in said letters patent No, 311,201, and their preparation for af the tause 4 
§ continuing, and their avowed determination to continue, the records and. al 

w fe same and their other aforesaid unlawful acts, in disregard and session or under 
a D8 : defiance of the rights of your orator, have the effeet to, and do, them; or, in the » 
6. encourage and induce others to yenture to infringe said Letters orator the further 
i Patent. | | : and under the sea] 
ae 11, And your orator further shows, upon information and be- ing and restrainin 
{ lief, that your orator and all persons making under authority of associates, attorne 

7 your orator apparatus for recording and reproducing sounds and them or of any of 
removing from its 


sound-records, employing, embodying and operating or made in 
accordance with, the invention described and claimed in the 
Letters Patent aforesaid, have given notice to the public that the 
peat same are patented, and have aflixed thereto the word “patented,” 
together with the day and year the said patent was granted; and 
your orator further shows that the said defendants were duly noti- 
fied of their infringement herein complained of, but refused to 


in whole or in part 
ratus for making 
Whole or in part, | 
_ possession or 
10 (5) That t! 
this Honorath 

as have acerued 0) 
of any of them, an 
erued to your orat; 
this Honorable Co 
orator has incurre; 
fendants! infringe 
may increase the d 
amount thereof; ay 
Over to your orator 


? 

i. 

; desist therefrom and still continue so to do, 

And, therefore, your orator prays as follows; 
(1) That thedefendants and each of them, and the associates, 
attorneys, servants, clerks, agents, and workmen of them and of 

i each of them, may be perpetually enjoined and restrained by a 
et writ of injunction, issuing out of and under the seal of this Hon- 
ae orable Court, frem niverty or indirectly making or causing to be 
asp mide, using or causing to be used, selling or causing to he sold, 

} any apparatus or sound-record embodying or constructed or 

t 

‘4 

i 


ae operated in accordance with, the invention or improvement set defendants, the day 
er ‘forth in the Letters Patent aforesaid, or from in any wise counter- assessed by this Hr 
aa feiting or imitating the said invention or any sound-record made or ") That’ the & 
: operated in accordance therewith, or like or similar to those which Suit;and, 

the said defendants have heretofore made, used, or sold. (7) That your; 

he f) (2) That the defendants and each of them may be com- as the equity of th, 
LOM pelled, by the order of this Honorable Court, to deliver up to To the end, the: 
a the judicial custody for destruction, in manner to be provided for can, show why y, 
Reiki in said order, all apparatus for making duplicate sound-records, tayed, and may fy 
ise and all duplicate sound-records in the possession or under the con- ath, answer unde 
gee TOs trol of said defendants or of any of them, either in whole or in part. the best and utm 

vee | _ (3) That your Honors will grant unto your orator a preliminary rance, and belief 
gS | injunction, issuing out of and under the seal of this Tonorable ‘and set forth, asful 
US fam Court, enjoining and restraining the said defendants and thet Mragraph by para 
5 ee ‘ associates, servants, clerks, agents, and workmen, to the sane and specificall 
J t rant lo your. 


purpose, tenor and effect, as hereinbefore prayed for with reyat 


to said perpemial injunetion, Issuing out of 
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Bil at Complaint, 7 


tf) That your Honors will grant unto your orator a rule upon Bilt of Compl 
He said defendants and each of them, commanding that they and Med May4 
each of them deliver up to the judicial custody to abide the result, 
of the cause, all apparatus for making iia i sound- 
records and all duplicate sound-records in the  pos- 
session or under the control of said defendants or of any of. 
them; or, in the alternative, that your Honors grant unto you 
orator the further writ of injunction pendente lite issuing out of 
and under the seal of this Honorable Court, commanding, enjoin- 
ing and restraining the said defendants and each of them and the 
associates, attorneys, servants, clerks, agents, and workmen of’ 
them or of any of them, against selling, leasing, encumbering, 
removing from its present location, or in anywise parting, either 
in whole or in part, with the title to and possession of any appa- 
ratus for making duplicate sound-records, now owned, either in 
whole or in part, by said defendants or any of them or in. their 
possession or under their control. | 
10 (5) That the defendants may be required by a decree of 
this Honorable Court to account for all such gains and profits 
as have accrued or arisen, or been earned or received by them or 
of any of them, and all such gains and profits as would have ac- | 
erued to your orator but for their unlawful doings; and also that 4 
this Tlonorable Court may assess all the damages which your ° 
orator has incurred, or shall have incurred, on account of the de- 
fendants’ infringement of said Letters Patent No, 311,214, and 
inay increase the damages to a sum not exceeding three times the 
amount thereof; and that the said defendants be required to pay 
over to your orator, in addition to the profits accounted for by the 
defendants, the damages incurred by vour orator, so as aforesaid — 
assessed by this Honorable Court. 
(4) That the defendants be decreed to pay the costs of this 
suit; and, 
(7) That your orator may have such other and further relief 
as the equity of the case may require. 
To the end, therefore, that the said defendants may, if they - 
ean, show why your orator should not have the relief hereby 
praved, and may full, true, and direct answer make—but not under 
oath, answer under oath being expressly waived--according to 
the best and utmost of their knowledge, information, remem- 
brance, and belief, to the several matters hereinbefore averred 
and set forth, as fully and particularly as if the same were repeated 
jiragraph by paragraph, and said defendants thereto severally 
and specifically interrogated, may it please your Honors to 
rant to your orator a writ of subpa@na ad respondendum 
‘issuing out of and under the seal of this Honorable Court, 
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8 Andi af Ciunpihrent, 


Bil of Complaint, directed to said defendants, the ‘Talking Machine Company, 

Ned Maras om Polyphone Company, Leon FP. srratieelamar ladle ulantly ant eee 
officer of said Polyphone Company, and Henry 2B. Babson, 
individually and as an officer of said Talking Machine Company, 
and each of them, commanding them to appear and make an- 
swer to this bill of complaint, and to , erform and abide by such 
order and decree herein as to this Court may seem just, 


And your orator will ever Brey. 
| AMERICAN GRAPHOPHONE CO., 


3 INTHE 


American | 


By E. D, EASTON, . 
(Corporate Seal.) President, Talking M: 
| POOLE & BROWN. 
Solicitors for Complainant. 
PHILIP MAURO, 
Of Counsel for Complainant. And tawes 


ors, and muyes 
and under the , 


12 State of New York and eae 
County of New York, sik bhlB: Fie 
meal tiit Kali * Chicago, Ili 
Edward D. Easton, being duly sworn, deposes and says that he | 
is president of the American Graphophone Company named as | 
complainant in the foregoing bill; that he has read the same and ( Endorsed 
knows the contents thereof, and that the same is true of his own i Fnoreed) 
knowledge, save of the matters therein stated, to be alleged upon | 
information and belief, and that as to those matters he believes 
it to be true; and that the seal affixed to said bill is the ceorporate 
seal of said complainant, and was by him aflixed to the bill by a 
authority of said corporation, ere ca | 4¢ INT 
, EDWARD D. EASTON, iste 
Subscribed and sworn to before me, this 18th day of May, 1899. 
Seal.) Notary Public, N.Y. C seals 
a * J 0 iT r u Ic, * * 0. pas 
’ . Affidavit of | 


in said Court b 
Douglass and ot 
State of linois 
County of Cook 

Dezera E. Ca 
follows: | Biv 3 
On Thnrsday 
lo be F. Morton 
and was told by 
*gainst certain | 


(indorsed) Filed May 24, 1899. | , 
5S. W. BURNHAM, 
Clerk. 
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Motion fur Injunetion, 9 


13 IN THE CIRCUIT COURT OF THE UNITED STATES, Mion for tne 
ay 24, 1899, 


For the Nerthern District of Hlinois, 
Northern Division. 


American Graphophone Company, 


Complainant, 'n Chancery 
nf . ? 


vs. N 
Talking Machine Company, et al, fy 


Defendants. 


Motion for Injunction, 


And now comes the Complainant, by Poole & Brown, its Solicit- 
ors, and moyes that a writ of injunction pendente lite issne-out of 
and under the seal of this Honorable Court against the Defendants, 
and exch of them, in accordance with thé prayer of the Bill of 
Complaint, | 

Chicago, Illinois, May 24th, 1899. a 
POOLE & BROWN, 

Complainant's Solicitors, 
(Endorsed) Filed May 24, 1899. © 
S..W, BURNHAM, 
Clerk, 


14 IN THE UNITED STATES CIRCUIT COURT. 


Northern District of Illinois, ' 
Northern Division, » 


Affidavit of D. E. Cartier for nse in a suit about to be brought gmaavitorp. z. 
in said Court by the American Graphophone Company, Leon F, | gary is 
Douglass and others. Heh | a ti 
State of Illinois, 

County of Cook, ; 
pernrn EK. Cartier, of lawful age, being duly sworn, states as 
OMOWS | 

On Thursday, May 11th, I met a man whose name I understood 
fo be F. Morton Lester, in his room at No. 5! Ann Street, Chicago, 
and was told by said Lester that he was obtaining some evidence 
’gainst certain parties in regard to the talking machine business, 
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Affidavit of D. E. 
Cartier, fil 
May 24, 1869. 


10 Aad of /?, -' (itelheer, 


umd | was asked hy Laster to geoneertain errands and oda other 
things nnder his directions na might be necessary for petting the 
required evidence, 

When Tfiret met Mr. Lester be tad inohis room a number ef 
graphophones, duplicating apparatus and records, and he showed 
me how duplicating records were made from original records, 
After he had explained those different matters to me and we under- 
stood each other, he gaye me a letter to My. Rupp, who is ranning 
asmall place called a Phonograph Parlor on Clark Street in the 
Ashland Block, introdacing me to him as his brother-in-law, I 
went to the place indicated and took the letter there and delivered 

itto Mr, Rupp. From there Mr. Rupp and myself went to 
15 107 Madison St., where we went to the rooms of the Talking 

Machine Company on the third floor at that number, and there 
we listened toa Grand Machine, or what they called a ‘+ Concert 
Grand Polyphene,’’ with a nickel inthe slot attachment, After we 
had listened to that machine, we went to Mr, Rupp's place and 
from there we went to see Mr, Lester. There Mr, Lester tried 
snine records that Rupp brought with him from his place, There 
was one in particular that I noticed; it was the song called ‘*My 
Old New Aldea Home.'’? Mr. Lester said to Mr. Rupp: 
‘This is a good copy,’’and Rupp says ‘* Yes, it is,’ and then 
there was another one that was a good one, and Lester says ‘* That 
isa good eopy ? and Rupp said ** Yes,’ This wae also one of 
the records that Rupp bronght with him from his place. After 


we had tried several of them Lester said ‘*‘ How much are these? '? ° 


and Rupp said ‘Twenty cents apiece,’? and Lester says ‘* Then 
for five of them it would be a dollar,’’ and Rupp said ‘* Yes,’’ and 
Lester handed him a dollar and said to him ** Here is your dollar 
for five.’’ Mr, Lester said to him that he, Rupp, probably would 
not want to buy one of the duplicating machines because he could 
get the records from Donglass, and he said ** No, not as long as he 


conld get the records duplicated for twenty cents apiece it would: 


not be policy for him te buy one of these machines,’ or words to 
that effect. He said‘+ buy ny master records of Noreross,’’and then 
he said **I tuke them over to Donglass and he furnishes me with a 

blank, the eotton and the cardboard and sometimes the lahel, and 
16 itonly eosts me twenty cents apiece, and I would he foolish to 

buy a duplicating machine.” Then Mr. Lester spoke to him 
about getting seme more duplicates from Donglass and he 
said + Yes’’ that he could get bim some more and Lester said, 
‘© All right, Il will seal down some records to-morrow,"’ After 
that he showed Mr. Rupp the different duplicating machines; the 
Bettini and two wther machines that he had there, ‘Thero were 
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tify them, to be «el 
over to Mr, Douglas 
with cotton by sticki 
ant also by cutting o 
told me to take the p 
have him go over ta 
ferent prices on the 
Rupp’s place and ha) 
records and a packny 
Douglass’ place and 
desk in the office of { 
cupied hy a man whx 
is, 1 should judge, al 
and somewhat — tall 
Pred Babson, who is 
which iscalled the Ty 
buck into 2 back 
17 and we heard it: 
machine awhile ; 
ching, indicating that 
told by Lester that t) 
the note were sent ty 
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Ajgidavit af BD. Fe Cartier, 11 
i threo of them. ‘Then Mr. Rupp left to go back down town, The AMdavit of D. B. ! 
} next morning Mr, Lester gave me another letter to Mr, Rupp and May 24 1800. 
vf also two records which he liad marked so that we could iden- | | 
del lify them, to be delivered to Mr. Rapp who wonld take them | 
we over to Mr, Douglass to be duplicated, My, Lester marked them ord 
lore with cotton by sticking some of the cotton inside with liquid glue i i 
ing and also by cutting one or both with his knife. Then Mr, Lester My Ht 
the told me to take the note and those two records to Mr, Rupp and ' | i 
I have him go over to Douglass’ place and if possible to get the dif- : | te oe 
red ferent prices on the Ooncert Grand Polyphones. I went to Mr, i ie | } 
. to Rupp’s place and hunded him the letter and he took the package of ~ : i i J 
ing records and a packuge of his own and together we went to Mr, HY WPL Papal 
ere Douglass’ place and chere he laid the two packages on the top of a . | i : | 
vert desk in the office of the Talking Muchine Company, which was oe- | iw | 
we cupied hy a man whom he culled Fred, The young man called Pred 4s ea a 
and is, 1 should judge, about thirty or thirty-two years of age, slender LE aan | ‘ 
ried nud somewhat tall. I afterwards learned that this mun was ni 7 ‘ 
nere Fred Babson, who is one of the concern located in the rooms, and | ho ata 
‘My which iscalled the Talking Machine Company, From there we went i | , 
ppt back into a back room where this Concert Grand Machine is Wea é 
then 17 and we heard it play three or four pieces, We listened to the | co ie a tr 2 
‘Phat machine awhile and then Tasked about the prices on the ma- if dh pales ay a 
9 of © chine, paelieabing that Lester und I wanted to buy it, I bad been ; 4 Nhe ‘ 
fter told by Lester that the two records which I took to Mr. Rupp with 1 tin: 
at! the note were sent to Rupp to be duplicated by Douglass, I myself 1 See - 
Chen wrote the note which I carried to Mr, Rupp, and this note said in | Ve 4 
anil effect that Lester sent two records und he wanted duplicates made Tei Oe { 
ollar from each. In other words, he wanted four records made from fo! | Rs | 
ould those two, Then I told the man called Fred—Rupp was standing : i id sees NR 4 
ould right there—to make out his list of prices on the Concert Grand ; i | " f 
is he Machine and give to Rupp the next day when he was to come after ’ ! | i wy 
ould the records, which he said he would do, Mr, Rapp had left the iy ane 
ls to two records that [ brought down to him and also some of his own. hi ore, 
then . Then when we got into the elevator Rupp said to me, ‘* That was HEN) teats, 
ith a an awful break you made,’ I asked him what and he said, ‘* When ' Wd fh be th beh ; 
, and you told that young man (meaning Fred), to bave the list of prices Wf . Ga 
sh to ready and hand it to Rupp the nextday when he got the records,’ | TU hha eet ease 
phim I snid to Rupp, ** Well, I didn’t mean it in that way; I meant . | i fos 
dhe that you could get the list and hand it to me.’’ He then said ‘I ie 
anisl, don’t want these people to know that Iam getting these duplicates tt ih | {i ¢ 
Afver for anybody else.’?? Then I told him that from the remark I made | is Ne 
: the I didn't think he would know that. Then from here we started ae 
wert back to Rupp’s place and I left bim on Clark St., between Wash- - if! 
ae 
‘a 
| : “t 
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Atfidavitof D. B. 
Cartier, 
Nay 24, 1809. 


12 yidandt of Do EL Cartier, 


ington and Randolph From there Rapp went back to his phice 
and oT owent) Inek to) A100 An St, and) there reported 
to = Lester owhat) = oT had) done, The next) morning 
Lester gave me another letter to | Rupp—that was 
18 Saturday morning, May 12th,—sand told me to take it to Mr, 
Rupp end with him go over to the Talking Machine Company 
and get the records, and tell him that we bave concluded to buy one 
of the Concert Grand machines. I delivered the letter to Rupp, 
and he and I went oyer to the place of the Talking Machine Co, 
and while listening to the Concert Grand machine playing, Fred 
went to the frout room and got a package of records and came out 
aud handed them to Rapp, and Rupp asked him how much they 
were and he ssid two dollars, and Rupp paid him the two dollars 
for the records. Then Rupp said to Fred ‘+ Let’s go out and see 
that Bettini duplicator,’? and he usked Rupp how long it would 
take to go out and the Jatter said about fifteen or twenty minutes 
each way, and then he asked me if Lester was there and I said 
** Yes,’’ as he was there when | left bim. So then all three of us 
got on the car and started out to Lester’s, Rupp took with him 
the package which Fred had handed to him in the room, When we 
got outto5l Ann St., we found that Lester was not there, A 
lady said that he had gone out about ten minutes before. So Rupp 
left the package there ; he handed it to this lady, I staid there and 
said L would wait until Lester got home, and Rupp and Fred took 
the car and started back toward town. Tne lady set the package 
down at Lester’s door. I wnhited until Lester came back, and 
Lester then picked np the package and took it inside of his room. 
The package was not opened at all, Just before Lester came a man 
by the name of Lambert came, and we were sitting on the front steps 
when Lester came along, The three of us then went into the room 
and there Lambert and Lester began talking about a duplicate ma- 
chine which was all apart which Lester wanted him to take down 
to his shop and repair for him. During this conver- 
19 sation there was one remark in particular that I remember. 
Lester asked Lambert if he had made one of these duplicating 
machines for Donglass, and he suid ‘* Yes,’’ that he made it 
abont three months ago and got two hundred dollars for it, or 
words to that effect. Lester also asked him if he would make one 
for him, and he said yes, he would at any time, Lester asked him 
if he bad patterns for making the machine and he said * Yes,’’ that 
he had all of them. Lambert said that he wanted to get a suit 
paninet the Columbia people for damages. He suidhe had a room 
where he allowed no one to go in excepting himself and whoever 
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Apidavit of DB. EL Curtler, 13 


was helping him. Ele said hedid netdo uny duplicating work there; 
that he wanted to make it look as mysterious as possible, so that the 
Columbian people would think he was doing such work there, and if 
wssible get them to break into the place, and then he would have a 
damage suit against them, [| understood him to say that he had an- 
other room outat his house where he couk do the work on dupli- 
eating devices, Then whevn he left he took the purta of his duplicat- 
ing machine with him, and he was to repair it and fix it up for Mr, 
, Lester, and Mr. Lester told him he would pay bim whatever it was 
worth to fixit. His words were «1 will pay you whatever itis worth 
to get it into running order.’' After Mr, Lambert had gone a man 
by the name of Smith came, and Mr, Lester told me to report to 
Mr, Lyle nt 211 State Street. 1 started over there, taking the pack- 


age of records and duplicates with me that Rupp had left at Lester’s 


house. The package had remained at Lester's room in my sight 
and had not been opened since it was taken from Douglass’ place on 


Madison Street, Before I reached the Madison street cars, Arehie’ 


Gibson came out of the house, and he and I went down to Mr, Lyle’s 
place, where Ideliyered the package to Mr, Lyle, and told him 
what | had learned. During the forenoon of Monday May 
20 15th, I called at the office of Poole & Brown, and there found 
' the package which I had delivered to Mr, Lyle, and which 
bore no evidence of laying been opened. The package was opened 
in my presence and in the same was found the two records which 
had been marked by Mr, Lester with cotton and by cutting with a 
knife, asI before stated, and there two records were in my presence 
unwrapped and found so marked and were then marked by the 
Notary * Complainant’s Exhibit, Lester’s Original Record, No, 1. 
Marie L, Price, Notary Public,’ and '* Complainant’s Exhibit, 
Lester's Original Record, No, 2, Marie L. Price, Notary Public.’’ 
Said packages also contained four duplicate records, one made from 
Lester’s Oviginul Record No, 1 and the other from Lester’s Origi- 
nal Record No, 2 and two of said ilptiontes were marked by the 
Notary Public in my presence as ‘Complainant's Exhibit, Dupli- 
cate of Lester's Original Record, No. 1, Marie L. Price, Notary 
Public,’? and the other two,’ ** Complainant’s Exhibit, Duplicate 
of Lester’s Original Record No, 2, Marie L, Price, Notary Public,” 
These four duplicate records were packed in strawboard tubes or 
boxes in the usual way, bnt were withont any labels enclosed, and 
the boxes had no writing or other marks thereon. 
This package contained also a number ef other records in boxes, 
of which I have no personal knowledge. 
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14 Apidavit of Gearge W. Lyle, 
And further affiant saith not, 

DEZERA EK, CARTIER, 

‘ Subscribed and sworn to before me this 16th day of May, A, D, 


1890. 
MARIE L. PRICE, 
(Notarial Seal.) Notary Public, 
(Endorsed) Filed May 24, 1899, 
5. W, BURNHAM, 
_ Clerk, 
21 IN THE UNITED STATES CIROUIT COURT, 


Northern District of Illinois, 
Northern Division. 


Affidavit of George W, Lyle for use in a snit about te he brought 
in said court by the American Araphonhane Company against the 
Talking Machine Company, Leon F, Douglass and others, 

Stute of Illinois, ) _: 
County of Ceok, S: 
George W. Lyle of lawful age, being duly sworn, states as fol- 
‘lows; That he is the manager of the Chicago office of the Colum- 
bia Phonograph Company ; that on Saturday, May 18th, 1899, one 
Dezera KE, Cartier brought to affiant’s office a package which affiunt 
understood te contain a number of graphophone records; that said 
package remained unopened in affiant’s office and was locked up in 
iffiant’s desk from the time it was received until the forenoon of 
Monday, May 15th; that affiant then took said package, still un 


opened, to the office of Poole & Brown, attorneys for the American — 


Phonograph Company, and at said office of Poole & Brown, in the 
presence of said Cartier, Archie Gibson, C, C. Poole, Frank P. 
Moore and Marie L, Price, notary public, said package was opened, 
and to affiant’s knowledge had not before been opened. 


And further affiant saith not. 
GEORGE W. LYLE. 


Subscribed and sworn to before me this 17th day of May, A, D. 


1899. 


(Notarial Seal.) 
(Endorsed) Filed May 24, Isto, 


MARIE L. PRICE, _ 
| Notary Pattie 


8, W, BURNIEAM, 
i et 
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Agidavit of Anthony 8, True. 1h 


29 IN THE UNITED STATES CIRCUIT COURT, . 
Northern District of Illinois, 
Northern Division. 


Affidavit of Anthony 5, True for use in a suit to be brought in 


suid Court hy the American Graphopbone Company against the 
Talking Machine Company, Leon F, Douglass and others. 


Stute of Illinois, 
County of Cook, | ~~" 


Anthony 8. True, of lawful age, being duly sworn, on oath 
states as follows: | 

On May Sth, 1899, at '7 o'clock in the evening, I met by 
appointment Mr, F, Morton Lester at his room, 51 South Ann 
Street. While! was sitting talking with him a Mr, Reimers came 
with a duplicating machine and some records. Mr, Lester intro- 


' duced me to Mr. Reimers, Mr, Lester first set up a duplicatin 


machine, or device for duplicating graphophone records, whic 

he had in his possession when I met him, and operated it before 
Mr, Reimers and myself. Mr, Reimers pronounced it a ‘+ swell. 
daplicator ?? 5 after which said Reimers set up a machine or device 
for the same purpose which he bad brought with him, and with 
it made records from master records. He first used a record 
he brought with him and afterwards 4 record that Mr, Lester 


pe ———— os ee 


paar A 
' | 


had, Said Reimers also made by the use of the duplicating . 


machine a record from the duplicate which he had made, 
which was not very good, but he said that the machine was new 
and did not work just right, but could be easily fixed. Keimers 
also stated that the duplicating machine he had with him was 
so simple that any one conld work it; that he himself had 
ron four at one time. Upon being asked what he would sell 

three for, Reimers said that he could furnish three at. $25 
28 apiece without a motor, and he thought he could get the 

motors for $10 each. He commented on the stock Mr. Lester 
hal in his room and said he bad enough to start quite a labratory 
of his own,—Mr. Lester having in his room at the time a number 
of phonographs, duplicators, graphophones, records, blanks and 
other things Ss otkainti to the talking machine business. He said 
* You onght to see Douglass’ labratory; itis the worst looking 
place you ever suw,'? Mr, Lester usked him if he could furnish 
hin aGraphophone Grand duplicator, He said‘ Certainly,’ 
Upon being asked the price he said he could furnish him one for 
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Apidavit of Avchic Gibson, 


16 
8200, Mr, Lester asked him if he would give him 8100, would 
he have it ready so that he could take it home within bis limit of 


ten days to California, and he said that he could. He warned 


Lester to he yery careful how he worked it, as the firm) he worked 
for had had an injunction served upon them, and he related the 
manner in which it was done, Later in the conversation Mr. Lester 
asked Reimers if Douglass ‘‘ stood in,’? and his answer was, ‘I 
think he gloes, as he can get anything he wants out of the Columbia 
Graphophone Company,” - Mr. Lester asked him if Douglass had 
four or tive duplicating machines and he said **Ob,—ten,’? He 
asked him if he hud been up there Intely and he told him he had 
not for a short time. He also stated that Mr, Leachman, who was 
an employe of Douglass had a duplicating machine at his honse, 


And further affiant saith not, | 
‘ANTHONY §, TRUE, 
Subseribed and sworp to before me this 17th day of May, A, D. 


1899 
' MARIE L, PRICK, 
Notary Public, 


(Notorial Seal.) 
(Endorsed) Filed May 24, 1899, aa 
8, W, Ab iatl i bda a 


IN THE UNITED STATES CIRCUIT COURT, 
Northern District of Illinois, 
Northern Division. ' | 


24 


Affidavit of Archie Gibson, for nse in a snit about to he brought 
in said court by the American Graphophone Company against the 


Talking Machine Company, Leon F. Donglass and others, 


State of Illinois, 
County of Cook. | © 
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Archie Gibson, of lawful age, being duly sworn, states as ful- 
Citemaie lows : ais F . 
: Mayu. is, = On Friday, May 12th Iast, 1 was at the reome of Mr, F. M 
a Lester at 51 Ann Street, and said Lester showed mea number of. 
graphophone duplicating devices aml records which he had in bie 
room at that place, While Lwasat seid Lester's reom a man bY 


. Affant furthe 
May 15th, be W 
Ir. Kopp for sai 
lor of ue Rnpp, 





ae 
Raymond R. Wile 
Reseatch Library 


* whl) Te Be ee ee Pe ‘reese eee ee eee 





Apidavit of Avehie Gibson, 17 
ht the name of D, EB, Curtier vnme in, and it was arranged to have 
hf vertain master records duplicated, and that said master records were 
‘A to be sent to the Talking Machine Company throngh Mr, Rupp, for 
19 this purpose, Mr, Lester selected two original or master records 
the from a number in his possession and marked them by sticking some 
ter’ cotton inside of the same by the use of liquid glue, and also by 
“41 chipping the edges with his knife, The records were pluced on the 
bia graphophone and | heard them reproduce different things, one being 
had ‘Cotton Blossoms’) by the Metropolitan Band, and the other 
He ** Mr, Johnson Turn Me Loose,’ a vocal solo by Mr. Browning of 
had the Brownies, These two original records I wrapped up myself 
was and handed them to Mr, Cartier, and he left Mr, Lester's place 

with the understanding that he was going to meet Mr, Rupp, 

The next day, Saturday, May 18th, | went to Mr, Lester's 
house, Mr. Lester was not there bunt Mr, Cartier was there waiting 
for him, He called my attention to a package at the door of Mr, 

_D, Lester’s room which he saul re the records that he had 
tuken the day before, and alsy duplicates thereof, A short time 
: afterwards Mr, Cartier started from Mr, Lester's honse, with the 
blic, ackage referred to, and we went together to the office of the ‘Co- 
iimbia Phonograph Compuny, where Mr. Cartier left the package 
with Mr, Lyle. ° 
On Monday morning, May 15th, I came to the office of Poole 
lk, & Brown, and there saw the same package which Mr, Cartier had | 
| left with Mr. Lyle on the Saturday preceding. The package was 
opened in my presence und found to contain the two original rec- 
ords which were marked by Mr, Lester, as I have before stated, 
and also two duplicates of each of said records, The two originals 
and four duplicutes | examined and tested on a graphophone, and 
the originals were marked in my presence ‘' Complainant's Exhibit 
| Lester’s Originul Record No, 1, Marie L, Price, Notary Public,” 
ought und §*Complainant’s Exhibit Lester’s Original Record No, 2, 
st Wi Marie L, Price, Notary Public.’? The duplicates were simi- 
| 25 larly marked in my presence ‘*Complainant’s Exhibit Dupli-: 
cate of Lester’s Original Reeard No. 1, Marie L, Price, No- 
oe tary Public,’? and  Complainant’s Exhibit, Duplicate of Lester's 
if: Original Record No, 2, Marie L. Price, Notary Public,’’ The 
Le pickige referred to also contained a numbor of other records con- 
ag ful: cerning which I have no personal knowledge. 
: Afliant further states that on the same duy, namely, Monday 
FM. May 15th, he was asked by F. M. Lester to see W, F. Rupp and 
inher of *y him the sam of two dollars ‘for duplicate records obtained hy 
iin bi ‘Ir, Rupp for said Lester; that affiant went to the Phonogrph Par- 
moe W lor of Mr, Rupp, in the Ashland Block on Clark Street that day, 
bya 
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18 | Apidavit of EoD. Euston. 


and handed the sum of two dollars to Mr, Rupp, asking him for a 
receipt, and that Mr. Rupp then gaye him a written memorandum 
or receipt which bears the words ‘'* Reeeived fiom Mr, Lester 
$2.00, W. FB, Rupp’? and that the receipt marked by the Notary, 
‘Complainant's Exhibit, Rupp Receipt, Marie L Price, Notary 
Public,’’ is the same receipt that was given to affiant by the said 
Rupp. ! | 


And further affiant saith not. 
ARCHIE GIBSON, 


Subscribed and sworn to before me this 17th day of May, A. D, 


1899. 
(Notarial Seal ) MARIE L, PRICE, 
Notary Public, 


$, W. BURNHAM, 


(Endorsed) Filed May 24, 1899, 
| Clerk. 
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in the Cireuit Court of the United States for the Northern Di- 
vision of the Northern District of Illinois hy the American Graph- 
ophone Co., against the Talking Machine Co., et al. 


American Graphophone Co,, 
vs. In Equity. 
The Talking Machine Co. 


State and County of New York, ss. : 

Edward D, Easton, heing duly sworn, deposes and says ; 

I reside at Arcola, New Jersey, and am President and General 
Manager of the American Graphophone Company, complainant herein. 
Lam also President of the Columbia Phonograph Company, sole 
selling agent of complainant. I have giyen my attention to the 
talking machine business sinte the beginning thereof, and am 
familiar with both the past history, the course of development, and 
the present conditions of that business in all its details, 

The art of recording and reproducing sounds for practical pur- 

ses is based npon Patent No, 341,214, granted May ¢, 1586 tn 

Yhichester A, Bell and Sumner ‘Tainter, and now owned by the 

American Graphophone Company, 

other inventions) af sonnd-revord,’? having certain features et 

characteristics, Claims 7,5. 10, 17 and Ps are for thin treutel 
recor" asa shietinet articlo of manufacture, Att sonml meet! 


Affidayit of E, D. Easton, for use in suit about to be brought | 


This patent describes (among | 
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i 
pon i asian article of mannfacture may he briefly defined asa solid body, AMdavit of B.D, 
wn preferably of wax or wax-like composition, having narrow Sine at’ dees! | 
gle 28 lines ent therein in the form of n groove or chunnel with slop- i 
WY? 4 ing walls and irregular bottom, the irregularities ov nndula- i 
ary tions of the bottem corresponding to the sound-waves. The chan- , 
sail , nel itself is minute and the variations in its hottom are microscopic, oq 
therefore nppearance alone does not determine absolutely whether ‘ ete 
or not a given article is a *fsound-record’’; the test lies in the re- tio 
sult produced by using the article in connection with the ‘'repro- vf i 
D ducing instrument,”’ 7? We 
Br. ** Sound-records’’ ave of two kinds: first, originals, made di- ! 
rectly, in the usual way, by the operation pf a graphophone upon 
hlic, a hlank tablet (or cylinder) by means of sounds uttered into the 4 
| funnel of the machine as they come from their ordinary source; ia 
and, second, duplicates, which are copies or counterparts of the oa 
original sound-records, transferred to the surface of bhlank-tablets, eee 
ork. and not made thereon hy the original sound-waves at all. These | ; 
| two kinds of sound-records are substantially identical and their WO g 
operation is practically the same, the only real difference being in Bs eee) 
ught , the manner of the production. : | a ee : 
1 Di- All practical duplicating machines are constructed on the same ° ee ioe ose 
aph- general plan, and operate on the same principle, They comprise | Bei ea 
two parallel revoluble supports for the tablets (generally man- : Ea ; 
drels), means for revolving them at the same speed, and the trans- Pie fe eR 
ferring device proper, which latter consists of a transyerse arm ie , 
mounted to travel bodily from one end of the mandrels to the other Ya eeoen Ts 
and carrying a lever or system of lever free to vibrate in any di- ! és 
rection relatively to its mounting. This lever has at one end sae 
20 a blont rubbing-style or § follower ”” (practically the same as Pe ee 
the style of a ‘* reproducer '’), and at the other end a sharp z 
neral culting- style. The bodily side-wise moyement of the arm and its ‘Tee 
erein. connected parts is generally imparted by a feed-screw mechanism, , : 
, Bole geared with the mechanism for revolving the man«trels. a ae 
o the The operation is as follows: A sound record is placed on the ARR 
d am mandrel or support that is next to the rubbing-style, and a blank : 
t, and tuhlet is ial on the other thandrel (next, of course, to the cut- ei 
ting style). When the machinery is started the rotation of the ee 
j pur: mandrel presents to the rubbing style each portion ef the groove wey 
386 tn Around the sound-record while at the same time the bodily forward i 
w the movement of the styleitself (with the parts that carry it) causes the 
oie ‘tyle to be guided through the whole length of the groove, In the “. 
res meantine the cutting-style at the other end of the arm is cutting : 
mer, ‘it in the surface of the blank tnblet another and corresponding 
—o'u: i é 
A, Pi i 
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cbunnel. The irregularities or Chills and valleys’? at the bottom 
of the groove of thesound-record, by allernately lifting the follower 
and allowing it to fall back, cuuse vibrations in’ the style, which 
vibrations are communicated through the transmitter to the cutting- 
style. Of course these ‘fups and downs’? of the cutting-style 
cunse it to imbed itself to a greater or less depth into the tablet, 
the result being to produce undnlations or irregularities in the bot- 
tom of the grooye being ent, These undulations ave the counter. 
part of those in the groove of the original or ‘* master,'’ and cor- 
respond to the sound-waves, | 

It is obvious that such a machine as I buve just deseribed can have. 

nonseexcept tn produce copies or counterparts of a '* master’? record 
—in other words, to mude ‘' duplicates,’’ It is expressly con- 

80 trived and adapted to that purpose, and from the very nature 
of ifs construction is ntierly incapable of any other nse, 

These duplicating machines are small and compact, It is easy to 
conceal them and they ean be readily boxed up and shipped from - 
one infringer to another or sent out of this jurisdiction. Sucha 
table or stand as accommodates a typewriting machine is sufficient 
for a duplicating machine. From this it can be estimated how 
many duplicating machines can he crowded into one room, and it 
can readily he seen with what ease they can be sent out of the jur- 
isdiction of the Court hy those engaged in making counterfeit or 
duplicate sound-records, 

Tam personally sequainted with Leon F, Donglass, one of the 
defendants, and the principal organizer and Mannger of the defend- 
ant companies. Snid Douglass was the Manager of the Chicago 
Talking Machine Company, which formerly did a general talking- 
machine business in Chieago, and which sold ont to the Complainant 
Company in August 1897. He was then made the Manager of 
Complainant's Chiexgo Office which position he beld until February 
1898 when he was relieyed of the management in order to deyote 
himself te experimental work for the benefit of complainant. For 
this work he received a salary, in addition to his expenses, and his 
employment continued notil the Fall of 1898, at which time he ex- 
pressed a desire to go into business for himself. The defendant 

companies, organized by him have had trade relations with 
81 complainant, and have enjoyed its most favorable terms, Mr. 
Donglass having repeatedly promised, for himself and his a> 
sociates, to conduct the hnsiness in strict conformity to the rules 


established by the complainant, Mr, Douglass is well aware of the 


efforts of the complainant to suppress the ninnafacture of hajgrins whe 
reoords, and while in complainant’s employ, bas actively peaieter! 
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in discovering surreptitious infringements, in procuring evidence 


and establishing complainant's rights against infringers in Chicago, 
EDWARD D, EASTON, 


Subscribed and swern to before me this 18th day of May, 1599, 


ELISHA X, CAMP, 


( Seal.) | Notary Public, N, ¥, Co, 


(Endorsed) Filed May 24, 1899, 
5. W., BURNHAM, a 


. 


32 Affidavit of C. A, L. Massie for use in suit ahout to he 
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Easton, tiled 
May 24, 1800). 


brought in the United States Circuit Court for the Northenr | 


Division of the Northern District of Illinois by the American 
Graphophone Co,, against the Tulking Machine Co,, et ‘al. 


American Graphophone Co. 
V5 


aR In Equity. 
Talking Machine Oo., et al. 


State of New York 
County of New York, | ~ 


Charles A. L, Massie, being first duly sworn, deposes and says; 
1 am an attorney-at-law and reside in the City and State of New 
York. During the last year and « half I huye been associated with 


Philip Mauro, Esq,, General Counsel for complainant herein, and . 


during that period have been engaged in complainant’s patent liti- 
gation, particularly on U, S,: Letters-patent No, 841,214, here in 
suit, Tam familiar with the Waleutt & Leeds suit referred to in 
paragraph 7 of the bill of complaint. A writ of injunction having 
heen served on those defendants, and they continuing the acts com- 
plained of, contempt proceedings were instituted ngainst thém., On 
March 28, 1898, Judge Wheeler filed an opinion adjudging said 
Walcutt & Leeds guilty of contempt. The defendants had been 
charged with making duplicates of sound-records; their conten- 
tion was that they had a right.to do this, because they had made 

their duplicates on licensed phonographe with an additional 
43 ** mechanical contrivance ’?; but the learned. Judge held that 

while the owner of a licensed graphophone (or phonograph) 
had the right to make records thereon by’ the ordinary normal use 
'f such graphophone, yet he did not have the right to make dupli- 
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Qn orabout April l, TS98, complainant instituted) twa suits in 
the Novthern Division of the Northern Distriet of Tlinois, one 
against Auron Jd. Jones, and the other against W.C Backof and 
the Western Phonograph Co., charging infringment of this same 
patent (No, 841,214), by the manufacture of duplicates, On April 
14, 1898, Judge Grossenp granted an order directing the defend- 
ants to deliver their duplicating apparatus and duplicates cf sound- 
records to the United States Marshal pending the determination of 
the cause, On April 25, 1898, his Honor granted an injunction 
after hearing both parties; saying } 

‘© T concur, both through comity and upon reason, with the con- 
clusion of Judge Wheeler in the contempt proceedings of American 
Graphobone Co, ys, Waleutt, et al. The sound-records in that cuse 
were, in effect, counterfeited by means of intervening mechanism 
from the original records, The license implied ina sale can, by no 
implication, be made to include a license to counterfeit what other- 
wise would not be permissible, ’’ 

On February 1, 1899, complainant filed its blll in the Eastern 
District of Pennsylvania against Hawthorne & Sheble, et al,, charg- 
ing infringement of the patent here in suit by the mannfacture and 
sale of duplicates of sound-records and of apparatus for muking the 
same, and noticing its motion for injunction. Judge Dallas granted 

an ex parte restraining order, and after hearing the argument 
34 on the motion (which was strenuously opposed) handed down 
nn opinion saying (inter alia) that the evidence 
+ head n sale by defendants of a machine which cannot be used 
for any purpose except to make duplicates of sound-recerds de- 
scribed and claimed in the patent in suit; and, the validity of the 
patent and that the nnlicensed making of such sound-records would 
violate it, being conceded, there is no room for question that this 
suleofaimachine . . . . , . vonstituted an infringement.’’ 

He therefore (lirected a preliminary injunction, which has since 


been made perpetual, 


On January 30, 1899, Complainant bronght suit in the Southern 
District of New York against F. H. Preseott et al. On February 
1, 1899, it brought snit in the District of Rhode Island, against 
Williams & Rankin, On March 17, 1899, it brought snits in the 
Southern District of New York, one against George W, Merrill, 
Jr., et al., and the other against the Multiplex Phonograph Co., et 
al, The infringement charged in all these suits was the manufact- 
ure, uve and sale of duplicating apparatus. And in all cases the 
Judge granted an ef parte restraining order; and the defenfants, 
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atier consulting able counsel, surrendered their duplicating appa: 
pattie, pail damages and costs, and allowed final deerees to he en- 
terest ngainet them, | 
CHARLES A, L. MASSIE, 
Subseribed and sworn to beforo we this 18th day of Muy, 1899, 
beets ELISHA K, CAMP, 
Notary Public, 
(Seal) N. ¥, 
(Endorsed) Filed May 24, 1899, 


S, W, BURNHAM, 
: Clk 
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86 IN THE UNITED STATES CIROUIT COURT, 
Northern District of Illinois 
Northern Division. 


Affidavit of Frank Panl Moore for use in a suit about to be 
brought in said court by the American Grapnaphane Company 
peninet the Talking Machine Cempany, Leon F. 
others, 


State of Ilinois, 
County of Cook, iid 


Frank Paul Moore, being duly sworn, on oath states as follows: 

Tam an employe of the Columbia Phonograph Company, with 
headquarters at Liberty Street und Broadway, New York City ; 
and nim an expert machinist and electrician and acquainted with all 
the different types of duplicators, I was sent to Chicago, Illinois, 
to tind who, if anybody, was making and selling duplicating machines 
for reproducing graphophone and phonograph records ; also if any par- 
ties were duplicating records on their own account and what is termed, 


+ scalping”? and selling goods from the dealer to the consumer, 


For the purpose of this inquiry, I assamed the name of F, Morton 
Lester, In Chicago I hecame acquainted with a man by the name 
of George Smith, an expert machinist, whe has stated to me that he 
wis formerly an employe of Mr, Leon F. Douglass, and that he 

made for said Douglass while in the latter’s employ, what is 


86° known and termed the Douglass Duplicating Machine, or what 


_. Was sometimes called the ‘* Chicago’? Duplicating Machine. 
"he said Smith told me that he'not only made and seld such dupli- 
cating machines for Mr, Donglass, but that he was now vuut of that 


Dougtass and: 


AMdavit of Charles 
A. L.. Mas+ie, tiled 


May 24, 1894 
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4 Moore, filed 
May 24, 1800. 
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~me that he had duplicating machines for sole. 
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kind of business, because he has been, in hisawn linguage, f thrown 
down’ hy Mr, Douglass, or had had a quarrel with bim, [asked 
him who was rouning the place now—whe bad his placef He 
sail he did not know exactly, he was not really sure of that, but 
he did know this—that he made four Edison duplicators 
while with suid Donglass; that the latter employed girls to 
run these machines, and they hud aman in there that locked after 
them, kept them in order, He also told me the nume and address 
of the man who would know more about it and how things were 
being conducted now at the present moment, than hecdid. He told me 
that they were duplicuting now in the premises at No, 107 Madison 
street. He said he knew this—that they were making duplicate 
records in numbers all the way from 500 to 800 a day, I asked 
him if he would write down the name of the man who was closely 
connected with suid Douglass, saying.J would like to see bim about 
either buying or selling 1 duplicate; Instead of writing it down he 
gave me the address and I wrote it in my note book, It wus a man 
hy the name of Lambert, on Luke Street, I started down town 
aud went into a phonograph parlor, I asked 4 gentleman where I 
could bave un **M"? phonograph repaired, and he gave me the 
name of Reimers, at the Western Phonograph Company, No, 88 

State Street, Then I went np to No, 88 State Street first, be- 
87 fore [ made any effort to see Mr. Lambert 1 went up to the 

office of the Western Phonogruph Company, and under pre- 
tense of heing from California | got ucquainted with a man who, | 
found out afterwards, to be the head of the firm and whose name is 
W.C. Backof. In conversation with him, said Backof stated to 
I asked hin how 
much he chargeil for them, and he said he had got as high as $150, 


but abent 350 was the right price, and asked me how many | 


wanted, I told him) ubout three, but that I would have to see them 
in operation first, beexuse IL did not care to pay out any more money 
until Psaw what 1 was buying. Then he took ene down from 4 
shelf and told me he would send it out to my house in good order, 
He told me that would be all right and if | would buy three he 
would give them to me at a good price. I offered him 825 
upiece for them. THe said I had hetter see them running. 
asked him if he conld bring one up to the house where | was 
residing, Tle sald he could not do it) himself, as he hel 
heen served with an injunction and had to be ser 
eareful sbont them, but he wonhd ~end the man that re 
vented them and wonkd also send a machine in perfect running or}? 
Dasher! bin if be would let ine see one, andte tewk me pet ft 
bark feom, abereerseral men were at work, aml ebowest wet ti 
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exact machine, of which the regulay nameis the Chicago Duplicator, 
or as itis sometimes termed, the Douglass Duplicating Machine, 
He alsn there introduced me toamnun by the name of Henry T, 
Reimers, asthe man who had invented the machines. Then I made 

an appointment at my house at eight o'clock at night, but I 
88 broke it through no fanlt of my own, Then on Friday, May 

5th, at eight o'clock at night, Lhe man who was introduced to me 
in this back room of the store on this pavteulsy morning as Mr, 
Reimers, arrived with a duplicating machine under hisarm and halfa 
dozen muster records. Atthe tinea gentleman whom I knew, Mr, 
Anthony 5. True, was with me in the house, having arrived a short 
time before. I then showed my duplicating machine, which was 
like the Bettini duplicator, built en that principle, which he immedi- 
ately pronounced as a ‘+ swell’? duplicutor, and wanted me to make 
an uppointment with Mr, Leon F, Douglass, as he knew full well 
Mr, Douglass would be in a burry to buy it or have it. I didn't 
winthim to get it, however, but ashe teld me the next best man to 
go to wonkl be Mr, Silas Leachman, who was an employe of Mr, 
Douglass ; that he had a duplicating machine xt his own home and 
also a §* Graphophone Grand duplicator, T made an appointment 
with Mr. Reimers to meet the latter at three o'clock the next after- 
noon, In the meanwhile, he was tu see Mr, Leachmunon the fol- 
lowing day at noon, 

Kicferring back tothe price of the machine, he tokl me he would 
sell me three of them complete at #65 apiece, I told him that Mr. 
Backof had already given me the prive of $25 apiece for the top or 
body and $15 apiece for the motors, He said he thought he could 
get him down so that he would sell the motors at $10 apiece on con- 
dition that I took three of them. Also, when] asked him if he 
could get mea Grand Duplicator and the price, he said ‘+ Yes, 

certainly *? and the price would be $200. When [told him 
89 I was going back te California in a few days and asked him if 
I shonld give him an extra $100 if he could procure me one 
in time so I could take it along with me, and he said ‘* Yes”? 


Affidavit of Frank 
P Moore, filed 
May 24, 1899. 


The machine that said Henry T, Reimers tested at the interview - 


referred to was in good working order. He not only duplicated 
some Of hisawn records onto my blanks, but he made a few from 
my own master records in sight of both myself and Mr, True, I 
askel him if he coukd make a duplicate from a duplicate and he said 


-terrtniniy,’’ which he did, That, however, was not a saleable 
 etide He toll me that the duplicating machines being so simple 


Sa. ly could ron thom; that he himself had run them four ata 
: ae askin agnel reoonds, After that, referring to the dupli- 
re that Phalshown him, Reimers pronounced it to be the hest 
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duplicating machine he had ever seen in his life, and he was more 
than anxious for me to be introduced to Mr. Donglass so as Lo sell 
him the machine Thad with me, as he knew positively that My, 
Douglass would nuy it, and before we parted for the night he made 
an engagement to introduce me to Mr, Douglass and the man who 
was next to Mr, Douglass, meaning Mr, Leachman, 

1 was not able to keep the appointment with Reimers on the next 
day, which was Saturday, at the time appointed, but did meet him’ 
on Saturday night, and he said be could not go to see Mr, Douglass 
until some time the folluwing Monday or some time early in the 
following week, I did not go to see Donglass with Reimers at all, 

I mentioned the fact again to Mr, Reimers that 1 would like to 

40 get, if L could, to take with me, a Grand dnplicator; that I 
would want to know it would beall right before I paid the money, 

He told me that he had in mind a man who would perhaps make it 
for me, and that he would see me early the following morning, and 
I said I would be very glad to have him see what I could do, He 
said this nan he bad in mind made one for Mr, Douglass, This 
conversation was on Monday, and on Tuesday we met by appoint- 
ment, and he said, 1 have got good news for you, Mr, Lester, 
The man that I told yon abont has promised that he will make youn 
Grand duplicator for two hundred dollars cash,’’ He did not want me 
to mention who he was or his name, because the man did not want 
any one to know that be was making duplicators. Mr, Reimers 
also seid that he woul! make me a first cliss Grand duplicator for 
$200,—850 in advance and the other $150 when the muchine was 
completed; that he had made one for Mr, Douglass and charged 
him S200 for it; that it was running now ont at Mr, Leachman’s 
house. When I| asked him if he could get it done inside of ten 
days, heeanse I had to go back to my home in California, he told 
me he «lid not know as yet, as this man was very very busy, but he 
would let me know that same afternoon, That afternoon'I met 
him ahout three o’clock by appointment, in a phonograph parlor on 
Clark Street. He bad with hima gentleman whom he introduced 
to me as Mr, Lambert the man that bad made so many of those s0- 
called Douglass duplicating machine, 1 treated Lambert two or three 
times in a bar room back of the parlor, and asked him if he was still 
waking his machines, and he said no, that he had gone out of 

41 the business ; he was in an entirely different business now, He 

said he had made several hundred of those machines in the past, 
but that he had given it up, We talked about other things in ee 
eral, At the timo be said that nolidy knew his business, be ob 
hehwlaroom where nolewly cembd enter Tle sant rede fet ' 
have gol tur shifferent places?! Lhe wantest to bmw mtare Phere! 
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of him first, —if 1 had ever heard of him before Reimers introduced May 24, 1499, 
us, and T told him yes, throngh aman by the name of Barber, a 
yhonograph man in Denver, Colorado. Mr, Barber told me that 
fr, Lambert was my man, a man that could do almost anything or 
make any kind of a phonograph machine, Mr, Lambert said that 
he knew Mr. Barber; Mr, Barber had written to him asking bim 
to mike him one, Then he suid ‘*T have never made a duplicating 
machine for any person unless they would put down their money in 
advance, or at least a part of it, so that if 1 made an machine it 
would not be left on my hands.’’ He alse said that he never gave 
a receipt for making them ;-that when he did make them he gave a 
receipt to read ‘*For experimental work.’’? He told me 
that I had greatly interested him by my talk of the 
phonograph businers; that it was a yery fascinating 
subject; that as he had so much work and kept 
so very busy on goods of another kind, that he hud not paid much 
aT OPFIBR to the talking machine business. Then we parted for the, 
night. 

The next morning I met Mr, Reimers in Mr, Rupp’s phonograph 
parlor in the Ashland Block on Clark Street. I said to Mr, Reimers 
‘*T have heen thinking over this proposition that you made about 

the Grand duplicator’; and said that while I was perfectly 
42 willing to pay $50 in advance and the other $150 when it was 
finished, that it was only a matter of business and that I ought 
to knew who was making it for me in order to know whether he | 
would he a responsible man or net; that T would waive the niatter of 
nreceipt; that I cared nothing at all abonta receipt, because when | 
once got the machine into my possession I would take good care that 
I did not have to pay for it twice. Then Mr. Reimers says ‘+ Well, 
you have already met the man,’’ and added that the man he had re- 9 
ferred to was Mr, Lambert. He said ‘* That is the sinartest man in. 
this business,’? meaning in the making of duplicating machines ; that 
he would ask Mr. Lambert whether he would make it under those 
conditions, and then he made an appointment with me to meet Lum- 
hert the next day, Wednesday, _ 

The next day (Wednesday), about half past nine I weit into i 
Mr. Rupp’s Phonograph Parlor, and wus told that Mr, Reimers 
und Mr, Lambert were in back: in the bar roem, and I could see 
them there. I went back into the bar room. Those two men, 
— Mr, Reimers and Mr. Lambert, were waiting for me. Mr, Lam- 
bert said to me Now, Mr, Lester, [ have been thinking it over 

‘rl T will talk on little different now than I did yesterday. 

° seul ‘* 1 first thought that you might have something to do 
ews thre Columbia Company,'and was very careful how I spoke, ies 
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Affidavit of Frank but lave since learned that yon hate the Columbia people; 
errs, eared that they have cheated you ont of money, and that you are 


not, as | first suspicioned, a private detective, and Twill 

tell you this, will make you # Grand daplicuting ma- 
43° chine for 8200 cash,—you to pay me 850 down and the rest 

when the work is completed in good order’? or words to that 
effect. Tusked him abont the limit of time,—if he was sure that 
he could make it within a week ov ten «lays at the furthest, and he 
said ‘* Yes,’ that he conld; that he was well prepared to make it 
inside of that time. He said that he had made one for Mr. Leon 
F. Douglass, for which he was paid $200 in cash; that it was now 
running out at Mr, Leachman’s house. [asked him if he had ever 
had any trouble with it, if it had made good records, if it ever got 
out of order, and he said not inthe lenst, that it was perfect, I 
asked bim what style it was, and he said it was the Douglass style 
of duplicator. I asked him if he coulkl not make me one of the 


style of the Bettini, and he said he could, but it would take longer ° 


and was more expensive work than he proposed to make. He said 
the one he proposed to make me was after his own style —the 
Douglass, as it was called, I would do just as good work, and he 
vould make a duplicate from a duplicate. He told me he had the 
atterns not only of the six inch but also of the four inch and two 
inch, three sets of patterns, and in that way he could make me the 
Grand duplicator very quick, Ll asked him if he was not afraid of 
the Columbia people, because I said, [ was a little afraid ef them 
myself and would not like to have then) know that | had a Grand 
duplicator in my possession, even in California, but be said no, he 
was not afraid, that he bad bis room on Lake street, where it was 
tixed up mysteriously asa blind, thinking that some time perhaps 
the Columbia people wonld break in, get a search warrant, and 

44 finding nothing there, he would have « beautiful suit of dam- 
ages to go for them for, That did not need to worry ime, 
however, for he had a first class room and a first elass set of appli- 
ances, where no one came in, not even his cat, and he did not need 
to be disturbed at his work or be afraid that the Columbia people 
could ever get onto the fact of his making me a duplicating 
machine, I told Mr, Lambert I was perfectly willing to give 
him the money and let him start, but I yught to have 
a little idea of what it would be like and his assur- 
ance that it would he all right; that while 1 believed him to be as he 
represented to me, still it was only a little sensible precaution in 


orn that Ishould not get the worst of itin the deal, or words te - 


that effect. T asked him if he contd not tix itso that DPoonkt see the 
(irand machine running, and he said he wouhd try; that he went 
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tohe oe ont te Mr Leachman’s, aod the nest day Po eould perhaps a 


vet Mr. Leachman to letine see itt running, TP told hime that if he 
dad. aed the niaehine wis as rolrPUAN val I would give him the 
meney at ance and he could start at work, because D had poe time to 
lose. ‘Then we pnirted, 
~The next day, (Tharsday) L met Lambert hy appointment in the 
sume place, in the bar back of the phonograph parlor, Ile told me 
that he had been np tu see Mr, Lenchman and Mr, Leachman told 
him no; that the Talking Machine Company had come and got the 
machine and taken it up into their shop, and that if he did have it 
he would not let him see it ranning or let any stranger see it. We 
must think he wasa fool to do anything like that, Lambert 
45 said he told Leachman that he knew the man, and it was only 
a little accommodation on Leachman’s part; that his customer 
was from California and a perfectly safe nian to deal with; that he 
had investigated him ; but yt merely said ‘* Well, I have not 
got it now.’’ Solasked Mr, Lumbert if he thought I could see the 
machine in the store, and he shook his head and said he did not 
think so, that they were very, close; that they were afraid of the 
Columbian people, and that their own employes could not get into 
that room except the two who were there employed, 1 asked him 
if it was not an easy matter for the Columbia people to send a de- 
tective in there and locate it, and he said no. He then drew mea 
plan of the store showing three rooms filled with talking machines, 
records and accessories. He showed me on the plan where the 
little room in the hack, on the left hand corner, was partitioned 
off, and drew the plan of that room out and said even then, after 
you get into that room, there was another partition with another 
door before you ean get into the real duplicating room. He 
said that Donglass knew his business; that be was having a 
good thing out of the Columbia peuple; that he had Mr, Easton 
‘fon the line,’ and that Mr. Easton would give him anything he 
wanted; that he had him completely hypnotized. Lasked him if 
he thought he could get Mr, Dougliss to buy a Bettini duplicator. 
He said he did not know. I asked him if he would like to come 
out to my house and see it, and he said he certainly woukl. [made 
an appointment with him fo take him out to my house the next 
ay, The next day, which was Friday, | took both Mr. Lambert 
and Mr, Reimers out to my house and showed them the Bettini 
46 duplicator working, Lambert told me that it was a very nice 
machine, and seemed very much pleased with it. He told me 
that Mr, Donglass, if he would once see it, would buy it as quick 
as lightning; that Mr, Douglass was a:very smart man and that he 
knew a gond thing when he saw it.’ I said if he could get Mr. 
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Douglass eut here to look at the machine and that if Mr, Douglass 
would buy it, Dowould give Lambert half the net preety on the du- 
plieator. Te told me he would bave Mr, Douglass out there the 
next afternoon sure. He was also sure that Douglass, the moment 
he saw it make a record, would buy if, it was such a quick action 
duplicator, Itold Mr, Lambert that I had got the address of a 
mun who would make me twenty-five small Douglass duplicators 
for 815 apiece, He figured it oyer a little and said that it would 
be n cleap machine at that price; that he wonld make me twenty- 
five Douglass duplicating machines, all finished op, in per- 
fect first class condition, but it wonld take a little more money to 
doit. Iasked him how much more. He said ho could not give 
ine the exact figures then, but he would let me know in a day ‘or 
two, I told him I had already written au letter to a brother-in-law 
of mine in San Francisco, snd would send a night message the day 
I thought my brother would receive the letter. That seemed sutis- 
factory to him, He seemed anxious to know what made me so bit- 
ter against the Columbia people, which question | did not answer. 

! asked him if he could fix a machine for me; I said [ had a sale 

for an Edison duplicator, but it needed a bolt in it; that if he 
47 would fix it np for me I would pay hin) for his trouble, and 

then I made an appointment to meet me the next day, which 
wis Sulurday, 

The next day [ met him in the same place and took him out to 
iny house and showed him the Edison duplicator and told him I had 
a sale for it; that I wanted to send it by express that night, and 
asked him if he would try to get it done by 7 o'clock, and he said 
‘‘ Snre, 1 will be there at a quarter of seven with the duplicator," 
LT asked him if he had seen Mr, Douglass in regard to the appoint- 
ment, und he said that he had been op there three times and could 
not catch bim in, but that he would go ap again and try and bring 
him up, I kept out some parts of the duplicator and gaye him the 
rest. of it in pieces; LT also gaye him a mandrel to he cut, He said 
he had a lathe and tools to do it with. He took the mandrel and 
the duplicator parts away with him. 1 was at iny house at the ap- 
pointed time, a quarter of seven, but he did not come. 

The next day, Sunday, he came. He brought the «duplicating 
machine back with bim and said he could not get it in order; that 
he had worked over itn long time and he conld not get it so it 

would run, [asked him how much it wonld be and be figured it 
up and said the mandrel was seventy-five cents and that altogether 
the work was 82—the work, together with his car fare, &ec., ewte 
to about $3.50, counting everything, ‘That was what it cost him 
to get the work done. Lonly gave him $2, He said he was sorry 
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fo disappoint me, Tf there was any other work to do be wenld he 
wlad todo it, and he would doit as near right as be could, 
4s On ‘Puesday, May th, Dhad atalk with Mr. Rupp, and f 
naked him if he knew anybody that wanted to get a first class 
duplicating machine ata very low price, IT said **T have several 
different kinds of duplicating machines, but L have one kind of 
which I have two of the sume, and would like to sell one of that 
type.’? He says, ** Well, + haneht one, a cheap one, and had ita 
while and conld not make a good record on it, and finally gave it 
hack.’? 1 told him I bad a very very fine one and would like to 
have him come ont and see it, it would not do any harm. He said 
he wouki as seen us he could get a littletime. I told him if he did 
not want it himself, if he knew of anybody that would like to buy 
it L wonld trade; if he knew anybody who hada cheap duplicating 
niachine that would like to get a first class one and would take it in 
as n part of the trade, | would take it, if they would give me some 
money, and trade with them. He said he wonld come ont and see 
it. In the meantime, he said tt Where do you get your master 
records??? [told him at Noreross’s Phonograph Company, in New 
York. He laughed, and said, *' 1 have just got ina few here this 
morning, | will show them to you,’? He took one ont of a box in 
which there several. One was labelled ‘+ Norcross Phonograph 
Company, New York City, 87th & Broadway,” and the title of 
which was ‘* Whose dat said Chicken in this crowd,’’ I listened to 
it, und then I suid ‘*That is a very very fine master,"’ He 
said it was a comic negro song, and yery popular, I said 
‘If you let me take that I will make you half a dozen on my 
machine, and won't charge you anything for it except the 
49 blanks, He said he would, and he then said that he had his 
duplicating done here in the City any way. I said ‘* Who does 
your duplicating for you?’ and he said ‘that is a little private 
business, and if would not be exactly right to tell who it was.”’ I 
asked him what for, if it was against the law, and he said he 
wonldn’t like to buve it known, I said to him Tf I bring you 
down a couple will you send them in with this and get a few made 
for me; that I would like to compare them with the duplicate rec- 
ords taken from my machine,’’ He said he would be very glad to 
do that, so long as I did not know the place. I then got him to 
come ont to my house and shawed him my duplicator. He said it 
was a very tine machine, but that, as he could get his master rec- 


> orda duplicated on a genuine Edison blank and the firm would far- 


nish the blank, the cotton and the card hoard box for twenty cents, 
Ho wonld be very foolish for him to invest in a duplicating machine. 
I nite agreed with him, I bad before this selected three of my 
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New Hampshire Tome by doe Natus, and Columbia Polka’ a 
cornet solo by William Parris Chambers, These three masters. | 
had previonsly marked by sticking cotton inside of the mandrel with 
liquid glue. On the way dawn we got quite confidential together, 
and he says 1 will tell yon, Mr, Lester, who it is; itis Mr. Leon 
F, Douglass, the Talking Machine Company, at No, 107 Madison 
street.’’ Tsaid I had heard of them, bat I was not personally ac- 
quainted with them, He said ‘¢1 will take you up there and he will 
duplicate them for us,’" We went over to his phonograph parlor on 
Clark street, and he selected a conple of masters from his 

50 own stock, which he wanted duplicated for himself, und we 
sturt for Mr. Douglass’ place. We went up stairs to the room 
where they sold the records, He saifl’ to the young man behind 
the table, ‘can you duplicate these? I want to get two of each,” 
and the young man said ** You will haye to wait until to-morrow 
morning; yon couldn't get them back before to-morrow morning,’’ 
and he said that Mr, Babson had to take them to his house to dupli- 
eate them. I said that would be all right. We startled to go and 
I asked Mr, Rupp if they had a nickel-in-the slot machine of the 
Concert Grand style; thut I was thinking of getting some such 
thing as that for my bar room at Oakland, and he said yes, that 
they had one in a hack ream, He said, ** would you like to see 
it?’’ and I said ** Yes,’’ and he called one of the salemen and the 
sulesman took us in where there was a door which said ‘+ Positively 
no admittance.’ We went into that back room, He showed us a 
machine called a ** Polyphone Concert Grand;" it had a nickel-in- 
the slot attachment, taken from an Exlison slot machine, 


and it was like the Edison: machine except it had the poly-, 


phone attachment on it, two horns. The price of this ma- 
chine was $240. I said I would think it over, that the price was 
rather high, We went back towards the stairway that led into the 
street, andl meet Mr, Lean F, Douglass. Mr. Rupp gave me an in- 
troduction to him, I merely said that I had not hardly the time 
just then to talk, as I had heen away from my engagements and 
was # little Inte, ancl then Mr. Rupp and I went i i stairs. I 
told Mr. Rupp that I would come down the next day and let him 
know ahont the Grand, 
51 The next day we went down to the Talking Machine Com: 
puny’s place and were told that the records were not ready 
yet, and would not he ready before the following day, as Mr. Bah- 
son had been very busy and had not had time to attend to it. 
~The next day, which was Thorsday, T went with Mr. Rupp te 
the Talking Machine Company's place and found that the duptieste 


i 


=. =r 


ed 





* 


frends 9 
Werte Ubveey 
ver tee f, 
toy otter 
tae an. 
records, 
presence 
records, | 
records 
the vocal 
ff My Ok 
called +«¢ 
Deacon si 
price of | 
to jobber 
knowledg, 
Hampshir 
brought t/ 
ferred to, 
by Mr. Ri 
by th: 
52 Leste 
/ lic ** : 
4, Marie] 
ter’s Origi 
duplicates 
Talking M 


. delivered t 


lows :—- 
Record, Ni 
Exhibit Dy 


Price, Nota 
Lester's 0; 


When th 


referred to 
I looked at 
I told him: 
made on m 
certainly, ¢ 
the blunk.,. 
"first, they | 
blank, have 
put in cutto 
much bette: 


Raymond R. Wile 
Reséarch Library 


/ gee 
| the 
ively 
us a 
|-in- 
hine, 
poly-. 
mit- 
Wilt 
a the 
in in- 
time 
and 


5. 
him 

Com: 

ready 
Bal 


pp te 
hiente 





. oe IE : ea! Segoe ee 
ni aed loadin bk kate adie a. Onl | al ii , abi. | ' 


AP heb hrank Ih Moore, an 


reco were peady, The originals and duplicates made therefrom 
were thendelivered te Mr. Rapp ina package, and we went back 
oserte Hipp's parlor, where the pickage wis left and LT went out 
to attend to some other business. Before IT left him I 
nade an engagement with him to come to my house and bring the 
records, He did so, and at my house I opened the package in the 
presence of Mr, Rupp, The puckage he bronght contained eight 
records, (hree master records and fiye duplicates, The three naster 
records were the same three that I had previously marked, namely, 
the yocal solo called §* The Lullaby Serenade,”’ by Arthur Deacon ; 
‘§My Okt New Hampshire Home,’’ by dove Natus, and the solo 
ealled ¢*Columbia Polka?’ by William Parris Chambers. Mr, 
Deacon sings for no concern except Mr, Norcross’, and the regular 
price of the Lullaby Serenude is one dollar and in large lots 
to jobbers the least price at which he has ever sold them, to my 
knowledge, has been fifty cents, The original of '*My Old New 
Hampshire Home?’ 1 bought from Mr, Norcross in New York, and 
brought them with me for this purpose, ‘These master records re- 
ferred to, which I had given Mr. Rupp and which were returned 
by Mr, Rupp to me, as stated, have heen marked for identification 
by the Notary Public ax follows:—  §*Complainant’s Exhibit 
52 Lester's Original Record No, 8, Marie L, Price, Notary Pub- 
lie’? ; **Compluinant’s Exhibit Lester’s Original Record No. 
4, Marie L, Price, Notary Public; ‘* Complainant's Exhibit Les- 
ter’s Original Record No. 5, Marie L. Price, Notary Public,’ The 
duplicates for these records which were delivered at the office of the 
Talking Machine Company to Mr. Rupp, and by him brought and 
deliyered to me, haye been marked by the Notary Public as fol- 
lows;— ‘*Complainant’s Exhihit Duplicate of Lester's Original 
Record, No. 3, Marie L. Price, Notary Public '’; ‘* Complainant's 
Exhibit Duplicate of Lester’s Original Record No, 4, Maurie .L. 
Price, Notary Publie*’, and ‘*Complainant’s Exhibit Duplicate of 
Lester's Original Record No. 5, Marie L. Price, Notary Pablio,’? 
When the package contuining said originals and duplicates last 
referre:| to was opened at my house, in the presence of Mr. Rupp, 
LT looked at them and said they were yery fine duplicates except one. 
I told him they were perhaps fully the equal of those that were 
made on my high priced Bettini, He said he thought they were 
certainly, thongh the price was only twenty cents each, including 


-, the blunk, He said ‘* See the work they hinve got to put on them ; 
' first, they have got to find a blank; then they have got to shape the 


blank, have it rnn threngh the duplicating machine, have got to - 
put mn cotton the card board, box,’ &ec., anil he represented how 
much better it was for him to buy them from Mr. Hyngites than 
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to have a machine of his own, and I fully agreed with him. 1 
said « Mr, Rupp, they are very nice,—I have got a couple hore I 
would like to get duplicated,” and T thought I would give him 

53) oa bard one, and if his duplicating machine would duplicate 
these records, then | weil kuy that he had as good a duplicat- 

ing machine as Thad ever seen, He left after talking awhile, und 
late that afternnon I took down to his place one ‘* American Pa- 
trol,’’ a master record, and two of “The Burning of William 
Smith,’’ sometimes called the §* Lynching Bee,’’ both of them mas- 
ter records, both being made at different times, in my presence, in 
New York City, at Noreross’s Phonograph Rooms, 87th Street & 
Broudway. On the excuse of guing to the Talking Machine Com- 
miny’s place again to look at that Concert Grand phonograph, 
when I went down to Mr. Rupp’s place I told Mr, Rupp I would 
like to take one more look at that machine. Mr, Rupp and I went 
over and he gave them to the young man to he duplicated, asking 
for two of each, Then we went into the back room again to see 
the machine, and came out, The next day, which was Friday, in 
the morning, | hud a man by the name of Cartier with me at my 
house, also a young man by the nume of Archie Gibson, I took 
two master records out of my record case; one of them was called 
*¢ Cotton Blossoms,’’ by the Metropolitan Band, made ut Norcross’ 
factory, in New York, and the other one a vocul solo called ‘* Mr, 
Johnson Turn me Loose,’’ by Mr, Browning, of The 
Brownies, and marked those two master records, first, 
by sticking some cotton on the inside of the records with liquid 
glue; calling the attention of Mr. Cartier and Archie Gibson to 
this fact, and to make it doubly sure I cut a notch inside each one 
of the masters with my knife. Isent down Mr. Cartier with a note 
to Mr. Rupp asking him to take my brother-in-law, who was inter- 
ested in this business, over to see that Grand Concert phono- 

54 graph, and at the same time to make two duplicates each from 
the master records that I sent by him. Cartier canie back, 

and | asked him what he had done, and he said that Mr, Rupp took 
him over to the Talking Machine Company and passed in the mas- 
ter records and asked for two duplicates each ; that Rupp took him 
in to see the machine in the back room, the Concert Grand, and that 
he, Mr. Cartier, said he would baye to see his brother-in-law once 
more before buying, The next morning Mr. Cartier came to my 
house and I sent him down with a note to Mr. Rupp saying I did 
not fully understand the difference in the prices, and that if he 
would go over to the Talking Machine Company and see what the 
prices were, then I would let him know in no time about it, Ile 
went away with the note, and when he came hack I was away, 
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Wheo Pgot back te the howe a huadle of records brought by Mr, 

Hopp war there and Mr, Cartier was waiting, as was also Arehie 

Giileon, We went into my room; TPasked Me. Cartier what sue- 

cosy he had. Te said he took the note down to Mr. Ruppand that 

he and Mr, Rupp went there to the Talking Machine Company ; 
that he was introduced to Mr, Babson of the ‘Talking Machine 

Company, and Mr, Babson and Mr. Rupp looked over the machine, 

the Concert Grand, »He also said that Mr, Rupp asked Mr, Babson 

if he wonld like to go to my house and see the duplicating machine, 
and Mr, Babson said ‘+15 Mr. Lester out there now?’ and he said 
‘¢ Yes,’ Then Mr, Rupp asked for the duplicate records and Mr, 
Rupp asked him how much they were. The answer was $2, and Mr, 
Cartier told me he saw the $2 paid over and the bundle of dupli- 
cate records, together with the master records given 
to Mr, Ropp. Mr, Cartier also said that Mr, 
65 Babson and Mr. Rupp had been out there, but hud got tired of 
waiting for me and hail jnst gone; that Mr, Babson bad come 
gut to see my duplicating machine. Mr, Cartier also stated that he 
thought Mr, Rupp had some of his records in the bundle, as there 
were a great many more in that bondle than he had ordered himself 
the day before, I did not open the bundle, however, but told Mr, 
Cartier that the extra records in the bundle were probably some 
that I had ordered Thursday afternoon myself, but had not called 
for. He says * What shall I do with this bundle,’ and I said 
''Tuke it down to Mr, Lyle,’’ and he took it away, Mr, Cartier 
wanted fo know if I wanted him any more that night, and I told 
him no, not until Monday morning, to report Monday morning. 

On Monday, May 15th, I oalled by appointment at the office of 
Poole & Brown, where Lagain saw the bundle that had been taken 
away from the pluce hy Mr. Cartier, The bundle was opened in 
my prerene and inthe presence of Archie Gibson, Mr, Lyle, Mr. 


Ourtier, Mr. Poole, and the Notary Pablic, Marie L. Price, I 


found in the bundle the two original records of ‘+ Cotton Blossoms,’ 
aud **Mr, Johnson Turn me Loose,’ which have been marked 
‘Complainant's Exhibit Lester's Original Record No, 1” and 
** Complainant's Exhibit Lester’s Original Record No, 2.'' The. 
bundle also contained four duplicates, which were duplicates of the 
original records ahove referred to, and which have been marked 
‘* Complainant's Exhibit Duplicate of Lester’s Original Record No. 
1,’’ ancl **Complainant’s Exhibit Duplicate of Lester's Original 
Record No, 2." Said bundle alse contained three original records, 
one ‘American Patrol,"' and two of ‘*The Lynching Bee,’ 
together with six duplicates, or two duplicates each from the throe 
muster records referred to.’' These original and duplicate rec- 
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ods have been marked by the Notary Public for identitleation 
ay follaws:—*? Complainant's Exhibit’ Lester's Original Ree. 
ord No. 6, Marie Le Price, Notary Pablie; ' Complainavat’s 
Exhibit Lester’s Original Record No. 7, Marie L, Price, Notary 
Publie;"’ * Complainint’s Exhibit Lester's Original Recurd Na, 4, 
Marie L, Prive, Notary Poblie,’? and (Complainant's Exhibit 
Duplicate Lester's Original Record No. 6, Maurie L. Price, Notary 
Publics? #* Complainant’s Exhibit Duplicate Lester's Original Rec- 
ord No, 7, Marie L. Price, Notary Publie,’’ and + Complainant’s 
Exhibit Lester’s Original Record No, 8, Marie L, Price, Notary 
Public." 

1 was in conversation with Mr, Rupp on Saturday morning, May 
13th, and knowing that he had honglit original records from Mr. 
Norcross in New York, ] asked bim if Mr, Douglass dealt in them, 
He said *¢ Yes, but they were the duplicates and not the originals’? ; 
that Mr, Douglass would buoy the original records and duplicate 
them, and after a certain number were duplicated he would put the 
original in with the rest und sell them al fifty cents apiece or five 
dollars n dozen. Of course that set me to thinking, andin the after- 
noon, at three o'clock, | went over to No, 107 Madison Street, to 
the rooms of the Talking Machine Company, and | saw a young 
wan behind the counter there. J asked him if he had‘ Obarlatan 
March,’’ by the Metropolitan Band, and he snid © to be sure,’? and 
he went and took it down from the shelf. I asked him to let me 
hear it, and I listened to it through. Heasked me would | take it, 

and I said ** Yes,"’ and ] asked him how much it was, and he 
57 sail tifty cents. He wanted to know if I wanted anything 

else, and 1 said ‘+ Not to-day,‘ and] put it in my pocket and 
went out, Then I met Mr, Lyle by appointment and told him I 
thought he had hetter get another Metropolitan Band record, which 
he did, Then Monday morning be bronght over here to the lawyers 
one called «*The American Patrol,’? by the Metropolitan Band. I 
looked at it and listened fo it, and knew that by looking and listening 
to it that if was a duplicate record. The oviginal muster records of 
these two pieces last referred to are made by Isaac Norcross, pro- 
prietor of the Noreross Phonograph Company, 87 Street & Broad: 
way, New York, the list price of which is one dollar apiece, He 
hus never, fo my knowledge, sold them at less than fifty cents 
apiece in quantities of from 100 to 1000, 1 am personally ac- 
qnainted with Mr, Isaac Noreross, Heis a very «lear friend of 
wine,,vnd Ll have had a great many business transactions with him. 


AG 


I know for a fact that he sends ont no duplicates; thnt he iy an 


honest mans that you could not buy a duplicate record from him at 
any price, Also, there are only three firme in the world that he 
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ubu pttve of one dotlareach. DT have listened to the said records of A egg 
Charkitin Marchand American Patrol, and they reprodice announce. 

Hients mile by Mir. Tsaae Noreross, in’ New York City, | fully 
recomnized the waive, vs reproduced by both of these duplicates, I 
know the originals of these records were made in his Inboratory in 
New York City, ) 
The reenrd of ** Charlatan Mareh which I have referred to and 
which was obtained hy me from the Talking Machine Com- 
58 pany. as stated, is marked for identification by the Notary 
Pahlic * Complainant’s Exhibit Duplicate Noreross Charlatan 
March, Marie L, Price, Notary Public,’? and the record of the 
‘* American Patrol,”’ which 1 have referred to, is alse marked by the | 
Notary Public for identification Complainant’s Exhibit Duplicate 
Noreross American Patrol, Marie L. Price, Notary Public.” 
And further affiant saith not, 
| PRANK PAUL MOORE, 


Swern to and subscribed ‘before me this 17th day of May, 1899. - 
MARIE L, PRICE, 
Notary Public, 


5S. W. BURNHAM, 
Clerk, 


(Endorsed) Filed May 24, 1899. 


54) And on the same day, to-wit, the 24th day of May, 1899, 

there was issued out of said Court a Chancery Subpwna, which, 
together with the Marshal’s Return endorsed thereon,, is in the 
words and figures following, to wit ;— 


i. 


60 | CHANCERY SUBPCANA, 


United States of America, 
Northern District of Illinois, os 
Northern Division. 


The United States of America, To Talking Machine Company, . 
Polyphone Company, Leon F, Douglass individually Li z Miiey 3a aon 
Vice-President of said Polyphone Company und Henry B. Bab- 

son, individually and as President of said Talking Machine Com- 
pany, greeting ; 7 | 
Ye command you and every of you, That you appear before 

our Judges of our Circuit Court of the U 


, ire nited States of America | 
for the Northern District of Iilinois, in the Northern Division of 
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Subpena, isesned 
May 24, 15. 


Marshal's reture, 
Raa voose” 
lbw, 


88 Marshal'a Petura, 


snidl District, on the first Monday in the month of July next, te an- 
swer the bill of complaint of American Graphophone Company 
this day filed in the clerk's office of said court, in seid city of Chi- 
cago, then and there to receive and abide by sueh judgment and 
decree as shall then or thereafter be made, upon pain of judgment 
heing pronounced against you by default, 

To the Marshal of the Northern District of Illinois to execute, 

Witness the Honorable Melville W, Fuller, Chief Justice of the 
United States of America, at Chicago aforesaid, this 24th day of 
May, in the year of onr Lord one thousand eight hundred and 
ninety-nine und of our Independence the 128rd year, 

[Seal. ] S. W. BURNHAM, 


Clerk. . 


MEMORANDUM, 


The above-named defendants are notified that unless they and 
euch of them shal] enter their appearance in the clerk’s office of 
siid Court, at Chicago aforesaid, on or before the day to which tha 
above writ is returnable, the conplainant’s bill will be taken against 
them as confessed, and a decree entered accordingly, mis 

5. W. BURNHAM, 


Clerk. 


61 I have served this writ within my District in the following 
manner to-wit ;— | 
Upon Polyphone Company by delivering a true copy thereof to 
Leon F, Douglass, Vive President of the said Company on the 24th 
day of May, A, D. 1899. The president of the said Company was 
not found within my District, Also upon Leon F, Douglass indi- 
vidually and as Vice President of the said Company by deliver- 
ing a true copy thereof to him personally on the 24th day of May, 
A, D. 1899, . ) 
Upon the within named ‘Talking Machine Company by delivering 
n true copy thereof to Henry B, Babson, personally, president of 
the sail Company, on the 25th day of May, A. D. 1899, Also 
upon Henry B. Babson individually and as President of said Talk- 
ing Machine Company, by delivering a true copy thereof to him 
personally on the 25th day of May, A. D. 1899, 
JOHN C, AMES, 


U. 8S. Marshal. 


By E, H. PEDERSEN, 
T) SP, Deponty 
(Endorsed) Filed June 2, 1891). 
Ss. W., BURNIEAM, 
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Order, 39 


62 And, on the same day, to-wit, the 24th day of May, 1899, 
in the record of proceedings of said Court in said entitled 
cause before the Hon. Christian OC, Kohlsaat, District Judge, ap- 


pears the following, entry, to-wit:— 


IN THE CIRCUIT COURT OF THE UNITED STATES, 
- For the Northern District of Illinois, i 
- Northern Division, 


Wednesday, May 24, 1899. 
Present ;— 


Hon. Christian ©, Kohlsaat, 
District Judge. 


American Graphophone Company, 
Complainant, . 


Va, } ra 
Talking Machine Company, Polyphone ff Ohanenty, 
Company, Leon F. Douglass, and 
Henry B, Babson, ee be ad 
| Defendants, 


Order, 


And now comes the Complainant, by Poole & Brown, its Solicit- Order entered May 


ors, and having filed its motion for an injunction pendente lite, and 
affidavits in support thereof, it is: 

Ordered ; 

That said motion be placed HpAR the contested motion Calendar 
and set for hearing at ten o'clock A, M., Thursday, June 8, 
1899; and upon motion of Complainant’s Solicitors in open Court 
for a restraining order until said injunction motion is heard and for 
a rule on the defendants to deliver to the custody of the Court, to 
abide the result of the cause, all apparatns or parts thereof for making 

duplicate sound records and all duplicate sound records in the 

63 ssession of or ynder the control of the defendants, or either of 

2 nem ; and the Court being advised in the premises, it is further 
Urdered ; 


l. That the defendants, the Talking ‘Machine Company, Poly- 


phone Company, Leon F, Douglass, and Henry B. Babson, their . 


ant cach of their associates; attorneys, servants, clerks, agents and 
workmen, be and they are, hereby enjoined and restrained ‘from 
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directly ov indirectly making or causing to he made, using ov ens 
ing to be tse, selliug Or caloing to he sold, any AAPA PATH AY sn HE 
record embodying or constructed or operated in accordanea with 
the inyention or improvement set forth in complainant's : Letters 
Patent issued to C, A, Bell and Sumner Tainter, on the Ith day of 
May, 1886, No. £41,214, or from anywise manufactaring or imi- 
tuting said invention or any sound record made or operated in ac- 
cordance therewith, or similar to those which the said defendants 
have heretofore made, used and sold, or from selling, transferring, 
leasing or encunbering in whole or in part the title to any and all 
apparatas for making duplicate or sound records, and said duplicate 
sound records now owned in whole or in part by suid defendants ov 
in their or either of their possession or control, or from in any man- 
ner concenling or disposing of the same until the farther order of 
this court. 

II, That the defendants shall, and they ave hereby ordered anid 
directed to deliver to the custody of the United States Marshal, anc 
said Marshal is hereby directed to take possession of all apparatus 
aud parts thereof for making duplicate sound records and all dapli- 

eate sound records embodying or constroeted or operated. in 
f+ secordance with the invention or improvements set. forth in 

sid Letters Patent found in their possession or in the enstody 
or control of said defendants, or either of them; and said defend- 
ants are hereby restrained and enjoined from in any wise interfering 
with the judicial eustody of said machines and sneh records until 
the further order of this Court. 

lil, It is farther ordered that a copy of complainant's moving 
pepers, und of this order, be served forthwith upon the several «de- 
fendants, and that copies of answering affidavits in opposition to 
said motion for injunction to be used an behalf of the defendants at 
the hearing thereof he filed with the Clerk of the Court and copies 
thereof served npon complainant’s solicitors hefore four o'clock in 
the afternoon of Wednesday, May 31, 1800. 


Enter Muy 24th, 1890, ! 
KOHLSAAT, 


U.S. District Judge, 


65 Afterwards, to-wit, on the 27th day of Muy, 1899, there 

was filed in the office of the Clerk of sail Court, the affidayits 
of Frank Paul Moore, Courtland Shaw and Charles W. Hills, whieh 
affidavits are in the following words and figures, to: wit: 
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Agdavet at Frank PL Moore. 41 


Ou IN THE UNITED STATES. CIRCUIT COURT, 
Northern District of Minois, 
Northern Division, 


American Graphophone Company 
aie | Mi In Chancery, 
Talking Machine Company, No. 25, 186. 
Leon F, Douglass, et al, 


Stute of Illinois, 
County of Cook, 


I um the same person who has made another affidayit for use in May 27, 1b. 
this same snit, said affidavit having heen exeented May 17th, 1899, 
On Saturday morning, May 20th, 1 met on the street Mr, T..B, 
Lambert, the same person referred to in said affidavit of May 17, 
1809, as **Mr, Lambert,’?’ Mr, Lambert said, ‘* Lester, | have 


Frank Paul Moore, being duly sworn, on oath states as follows | Agidarit of Frank 


i 


matter, and he said, ‘1 think Mr, Douglass will buy that duplica- 
tor from you and buy those Home phonographs also, I think he 
will buy those.’? I said to him, **Well, is Mr. Donglass coming out 
to the house?’? and he said, ‘*Oh, no; you had better 
come up into his office and talk with him awhile; he 
7 wants to see you in there.’? He also said ‘I bad a talk with 
him yesterday afternoon and he seems to feel as though he 
would like to see you about the sale.’’ [ first told him that I didn’t 
want to go up into Mr. Donglass’ office, because I thonght it 
would be hetter for him, (Mr, Donglass), to come out to my resi- 
‘lence and then he would see the machines in operation and know 
what he was buying. He said ‘* Well, you can come up and see 
him any way and have a talk with him and then perhaps after that 
he will come to your honse. So we went to see Mr, Leon F, Dong- 
lise at the rooms of the Talking Machine Company and Poly- 
phone Company, No, 197 Madison Street, in this City at about 
a quarter past ten on Saturday morning. When we, arrived : 
there Mr, Lambert introduced me to Mr. Douglass. Mr. Dong- 
lass said **1 understand yon bave got a duplicator to sell, one 
of the Bettini’s,"’ and I said  Yes.’’ 1 asked him if he bad Pret 
ever seen one and be said ‘*I have seen all kinds of duplicating 
machines and | have also seen a Bettini duplicating machine, but 
was s long sy aml it was ernde; 1 didn’t think much of 
Hat that time, Ihave heard that be bas made now a very very 
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42 Aidanit of Frauk dt Meare, 


fine machine for duplicating records, and Towonkt like to see 
it,’’ Tsaid ¢* All right; you can hear itat any time if you want 
to.’’ He suid '* Have you got some Home phonographs to sell,” 
Tsaid & Yos."? [le said ** Tow much do you want for then t 
I gaye him a price, —$14, which of course T didn’t intend to take, 
He said Have you got some Standard phonographs?” I 
suid *Yes,’? and he said ‘*And some spring motors?’? 
I said ‘* Yes."’ He suid **How much do you” want for 
then??? [ told bim if be weuld allow me tifty per cent 

[ would give them to him and pay all the freightage 
68 myself. He said § Allright; I will take them; take all you 

have got at that price.’? I told him I eonld not get them down 
to the office much before Monday, hecause it was Saturday ; it was 
ashort day, He said that would be all right; any time that you 
will bring them I will pay the money for them, That ended that 
transaction. 

Mr. Douglas then said, * About this Bettini duplicating machine 
of yours, I didn’t know they were selling them,’ I said, ** that 
cuts no ice; 1 have a couple, I have got two, one is a brand new 
one und the enamel is not yet scratched; the other one is a little 
seeond handed, but it does good work, TIT will sel] you either one. 
if you want it; I will not sell both because I have got to keep one 
for myself; 1 am going to take one buck to California with me.” 
Then he said, ** Mr, Lester, I willcome out there at two o’clock 
to-day ; will you be there??? TIsaid, ** Yes, 1 will.’? He said, 
‘Can I see the machine runningt" I said, ** Yes, ] have got it 
all ready to run; itis running all right.’’ So he shook hands and I 
departed, Mr, Lambert with me. When we got ontside Mr. Lam- 
bert said, *§ Did he buy the phonographs?’’ I said ‘Yes’ and 
Lambert laughed and says, ** Well, he will buy the duplicators too, 
you willsee.’’ Isaid, '* Thope so.’? ‘Phen Mr, Lambert said he had to 
go out toseea man he had an appointment with, but that he would 
come out to my house with Mr, Douglass at two o’clock that same 
ufternoon. | said +* All right; bring Mr, Douglass along and if | 
make anything I will give you half of the net protits,’’ After 
this I arranged to have Mr, Courtland Shaw with me at my home 

when Mr, Douglas called, and te have Mr, Shaw so 
69 located that he could overhear any ccnversation between Mr. 
Douglass and myself without his presence being known to Mr. 

Douglass, Mr, Shaw went to my house with me, There was a 

room across the hall from mine and I thought hy leaving the tran- 

soms open Mr, Shaw could hear everything while in that room, 1 

got permission of the landlady to put Mr, Shaw in that reom. He 

gota chair, placed it inside of the duor, and puta box on top of it 
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me of Prank /* Moore, 45 


tostundon. Mr Shaw got npan top of the box and TP went into 
my room pad spoke some words ino an ordinary tone of yoiee. 
When Mr. Shaw enme back into my room he said be could) hear 
everything plainly. O€ course both doors were shut, but the tran- 
soms were wide open, [said we had better goand get a little 


lunch, Webad no sooner got back into the honse than the door > 


hellrang. Myr, Shaw got inte the room across the hall and 1 let 
Mr. Lambert in. He was alone, I said to him, t* Is Mr, Douglass 
with you??? and he said, ‘No, he isn’t here.’ Lambert said, 
‘* Perhaps he isa little late,’’ About a minute afterwards there 
was another ring at the door, anda young man camein by the 


name of Mr, Divan, he said be had been sent op there by Mr, 


Douglass; that Mr, Douglass was very, very busy at that time in 
his office and could not possibly get away, and so he himself was 
sent up, Mr, Lambert said, § Yes, it will he just the same thing,’’ 
He then introduced me, saying, §* This isis Mr, Lester, Mr. Diyan,”’ 
and he then suid to me, ‘*This is the gentleman that does all Mr, 
Douglass’ duplicating of records fad handles his Ayptten the 
muchines.”’ [ said to Mr, Divan, ‘lt will be all 
right, I su YPAse ; whateyer you say goes.’’ Then he 
sail, Yeu, ns far as the duplicating machine und the 
70 work jis concerned. OF course, abont the price of it, you and 
Mr, Donglass will have to come to an arrangement about 
that,’’ Lasked Mr. Divan if he bad ever seen a duplicating machine 
like the Bettini before, and he said **No, not just like it; we have 
some, but the kind we have is entirely different.’’ I asked him if 
it had paralle! mandrels, and he said ‘* Yes, that he had done mighty 
good work on it too; that the machine was capableof doing mighty 
good work, the machine that he run,’’ Then I said +*I1 will start 
this Bettini machine up and I will duplicate a record and hear what 
you think of it.’ Mr, Lambert then said '* He will think it is all 
right; he knows a good machine when he sees it.’’ I then pnt a 
master record on top of the mandrel and 1 puta blank on the bot- 
tom mandrel and got them together and made a recordin the pres- 
ence of Mr, Lambert and Mr, Divan) When I took it off I put it 
onto the phonograph so that we could hear what sortof a record it 
was, It made a pretty fair record, andI said to Mr, Diyan 
‘What do you think of that; that is a duplicate from a duplicate ; 
the record that I put on the top mandrel und you supposed to be a 
master record was merely » Columbia duplicate and not a master, 
and the one that you haye heard just now, heing made from that 
duplicate, is of conrse, as you very well know, a duplicate 
from a duplicate, which goes to show you that it is a mighty , 
Red durtienler to be able to muke a good duplicate from 
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44 Aghdavit uf Courtland Shave. 
agidavit of Frank & duplicate,’? Tle fully agreed with me nnd said ' Yos, that perhin 
epi was a good test, but he thonght that if he had done it cates | 
in his  plico, (meaning of course Mr, Douglass’), lim dav 
71 he supposed he could make a still better record of it; that he Morty 
liked the looks of the, Bettini duplicating machine; that be - direct 
would report to Mr, Donglass and of course, as he said before, that he sho 
, while he could not set the price he could and would tell Mr, Doug- him, : 
lass what he thought of it, I thanked him and he went away, In eould 
a few minntes Mr, Lambert suid, ** 1 will have to be going too; conye: 
are you going down town, Mr, Lester#’’ Isaid §* Yes,’’ and we rooms 
started off, and as soon as I got Mr, Lambert out of the «oor, I about 
suid, ‘*Mr. Lambert, I have forgotten something; just wait a mo- _ Fangei 
ment if you please,’? I rushed back and told Mr, Shaw he could ‘+? 
could come down off of his perch now, I said, ‘* Yon stay here 73 
about five or six minutes and give Lambert and I a chance to get DR Pp 
‘onto » cur,’’? and then | left with Mr, Lambert, 4 ish 
And further #fliant saith not, | here 
FRANK PAUL MOORE. | rhe 4 
ough 
Subscribed and sworn to before me this 26th day of May, A, D, ie 
1807, | a who hi 
’ MARIE L, PRICE, - duplies 
(Seal ) Notary Public, right t 
| cf Divan 
(Endorsed) Filed May 27, 1899. bs ui ora 
| 8. W, BURNHAM, Dee 
Clerk. ones 
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72 IN THE UNITED BTATES CIRCUIT COURT, have ts 
Bal 
Northern Distriet of Mlinois, che 
7 then sa 
Northern Division, ~- dapliga 
American Graphophone Company, : | | ener 
vs, | In Chancery, fare thiuk fi 
‘The Talking Machine Company, No, 25,186. hare cB 
Leon F, Douglass, et al. | in ho aR 
State of Illinois, Ma 74 sh 
County of Cook, | he had 
) . Courtlind Shaw, being duly sworn, states as follows: | original 
Masa hea, Red On Saturday, May 2oth, 2 was ‘resented by Mr, Frank P. from a 


Moore, whom | understood to be making certain nVestipm tints cet 
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rerping the mse af duplicating machines and the making of dupli- 
cates for the American Grapbophone Company, te ge with hint to 
his omee.  Ttowas understood that Mar. Moore was known as FP, 
Morton Lester to the parties against whom his investigations were 
directed, When we reached the house where Mr, Moore resided 
he showed me into 2 room across the hall from the one oceupied by 
him, and T arranged a chair with a box on top of iton which I 
conld stund inside of the door and thereby be in position to hear a 
conversation going on in Mr Moore’s room, the transomes of beth 
rooms being open. The hall was a very narrow one—only 
about three ' feet wide. After we had made these ur- 
rangements Mr, Moore and I went out and got some lunch 

and soon after returning to the house the door bell rang 
73 anda man came in to see Mr. Moore. Mr, Moore usked this 


Altidavit of Fonte: 
la’ 1 Shaw, tiled 


here 


de party «Is Mr, RatiaTAes with you??? and the reply was ‘* No, 
a &Y 


he isn't here; perhaps he is a little late.’’ Shortly afterwards 
there was another ring at the door be and another man came inf 
who stated to Mr, Moore that he had heen sent up there by Mr, | 
Donglass, as Mr. Denglass was very busy, The man who first 
came in introduced the second man to Mr, Lester as Mr, Divan, ; 
who had charge of all Mr, Donglass’ duplicating und handles the ; 
duplicating machines, Then Mr. Moore replied ‘That will be all a) 
right then, whatever you say goes.’’ The man introduced as Mr, 
Divan then said ** Yes, so far as the duplicating machine and the int. | 
work is concerned. Of course about the price of it, you and Mr, : 
Douglass would haye to come to an arrangement abont that’? or 
words to that effect. Mr, Moore then asked Mr. Divan if he had | ira 
ever seen t duplicating machine like the Bettini before, and the re- i 
ty was **No, not just like it, We haye some, bnt the kind we bed 
bisa is entirely different’’ or words to that effect Mr, Divan also if 
said that he bad done very good work on the machine he had; that bsg 
such machine was capable of doing very good work, Mr, Moore 7 | “4 
then said that he would start ap the Bettini duplicator and make a A 
duplicate record, and that he would like to have Mr, Divan's \ 
opinion of it, or words to that effect. The man who first came in, : 
whom I understand to be Mr. Lambert then said **Mr. Divan will 
think it is all right; he knows a good machine when he sees it.” 
I then heard the sound of a phonograph, and [- un- 
derstood from the conversation that Mr. Moore 
74 was testing a record that he had made by the use ofa dupli- : eo 
7 cator. Mr, Moore then stated to Mr. Divan that the record elie 
he had used in making the duplicate was a duplicate and not an fi eid eos 
original or muster, so that the one he had heard was a duplicate Sia = 
from a duplicate, and, Mr, Moore added, ‘*It is a mighty good | "yf 4 
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46 al pidaedl of Charles We dditts, 


Affidayic of Conrt- duplicator, to be able to make a good duplicate from. a duplicate," a a 
tiled oy tr 1000. Mr, Divan said, * Yes, that was a good test,”? and be also sais that mf oni) 
if it hat been done in his place he thought # still better record en 
could have been made, Mr, Divan also added that he liked the a Das 
i er looks of the Bettini duplicuting machine; that he would make his * Leon } 
er oy report to Mr. Donglass and that as to price he could not tell what ’ vf the 
price Mr, Donglass would place upon it, althongh he thought recor«|: 
favorably of the machine, Both the parties then soon left the | D 
house. Mr, Moore went out with Mr, Lambert und shortly re- _ 16 th 
turned stating that he and Lambert were about to go away, and wi 
shortly after they left I myself left the house, | ; ‘“ A flia 
And further affiant saith not, | H In th 
COURTLAND 1, SHAW, if ae 
Subseribed and sworn to before me this 25th day of May, 1899. ‘© will 
} MARIE L, PRICE, Dougla 
(Seal, ) Notary Publie. torneys 
, (Endorsed) Filed May 27, 1899. mh | aie a 
5. W, BURNHAM, 4 ok 
Clerk, ‘+ until 
| | Con + 
7 IN THE CIRCUIT COURT OF THE UNITED STATES | tape | defenda 
: : Fi} pte eves 8 =) x | ‘Wel 
am Northern District of Illinois z dot 
eT Northern Division, ms morn 
rf it, os rere 
i i American Graphophone Company, ) _ Mr. De 
ae Te ar tag, ~ \ Jn Chancery, — ‘ie wes 
j The Talking Machine Company, No. 25,166, RP wey 
i Leon #, Douglass, etal, J : 3 ; 107 Ma 
: +s im 
State of Illinois | a 
County of Cook. f° | rer 
Affidavit of Chas, Charles W. Hills, of lawful age, being first duly sworn, deposes 17 sto 
Marea? «=o and says :— | ta: 
mt That he isan Attorney at Law, and at the request of Poole and °°, ere of ine 
Brown, Complainants Solicitors, he accompanied Deputy United po Pane a 
, States Marshal Peterson when he, the said Peterson, was serving Provide 
, writs on the Tulking Machine Company, the Polyphone Company, He pail 
Leon F, Donglass and Henry B. Babson, defendants in the above Vasa 


entitled cause, at their place of business No, 107 Maison Street, 
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Chicages that the said Leon FP. Douglass was served with the writ 
vf muy tepoanns inlividually and ubsoas an offerr of the Polyphone 
Company, and acepy of the arder of the court in the nhove entitled 
mise of May 24th, 1809, which order, inter alin directed the said 
Loon FP, Donglas and the other defendants to deliver to the custody 
of the United States Marshal all duplicating apparatus and sound 
records made hy «duplicating machines; and that said Leon F. 


it of Chas, 
‘Wiha fied 
May 77, 1+. 


Donglass said to uffiant and to sail Deputy Marshal Peterson 


76 «that he, Donglass, did not know that he had anything that 
would core under the deseription given in the order, 
Affiant then said to said Leon F, Doughiss, 1 have no authority 
‘fin this case, but 1 would say to you that if you have any machines 
‘+ or duplicates you should obey the order of the court; there is evi- 


‘§ dence to show that you have them, and, in my opinion, the court — 


‘* will deal severely with yon if you disobey this order,’? and said 
Donglass thereupon suid ** Well, let me communicate with my at- 
torneys,’’ to which the deputy marshal replied ‘* Very well.’? 
Said Douglass then went to the telephone and remained there some 
time. Upon his return he said to the deputy marshal, ‘+I have 
‘‘ certain machines, I wish you would arrange to leave them here 
‘+ until tomorrow, bowever,’? The marshal replied to the effect 
that he had no authority other than to execuie the order of the 


‘Court and that he must have the machines or report the refusal of 


defendants to deliver them to him, Defendant Douglass then said, 


Well, I will show you where they are; but cannot I lock the 


— 


door and give you the key and let you take them ont in the 
‘ morning?’’? ‘The deputy marshal replied, '¢ No, 1 haye no other 
‘* recourse but to obey the order of the Court. I am under the 
‘+ same compulsion as yourself,’’ or words to that effect, ‘ Well,” 
Mr, Donglass said, ‘+ 1 will show you where they are,” and he led 
the way to the back part of the store room, which is directly in 
the rear of the office of the suid defendants, on the 3rd floor of Ne. 
107 Madison street, 
In going to the store room we bud to cross an iron chain, which 
was stretched across the passage way and permanently secured in the 
walls to preyent people going hack and forth to or from the 
77 store room, in the northwest corner of which there is a parti- 
tion set obliquely across the corner, The partition was made 
of pine lumber matched and driven together, and had a door also 
made of matched lumber, set about the middle of it, which was 
provided with a substantial lock. On the, outer side of the door 
Was painted the words ‘* Positively no Admittance,’’ and. beneath 
the same a rude «design of cross bones and a skull. Opening this 
door with » key the defendant Douglass led affiant and said Deputy 
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48 Apidavit af Charles Wy Tdilts, 


Marshall into a triangular ball of small size from whieh a door on 
the weat sile opened into a room in the extreme northwest corner 
of the building. Another door opened from the north side of the 
hall into a room beside the west room and in’ the north end of 
the building, This latter room aftiunt will herein afterwards refer 
to, as §* Leachman’s*? room, Mr. Douglass opened the door of 
snid room, that is te say, the west room, using a key for the pur- 
pase, and affiant and the Deputy Marshal found therein a bench 
having » line shaft ahoye it and having duplicating machines on 
each side of the bench, four of which machines on the west side of 
the bench, were for ordinary sizes of records, while the fifth dupli- 
eating machine on the eust side of the bengh, was for the duplica- 
tion of Grand records. Beside these five «duplicating machines, 
there were cabinets against the wall, or cupboards, which said 
Douglass snid to affiant contained master records. There were also 
machines for shaving reeords, and also a graphohpone mounted 
to vonnect with the same line shaft that ran the duapli- 
eaitors, Again Mr, Donglass, after showing these dupli- 
eating machines, said that they ought not to be 

78 removed; that he hada license for their use and that it would 
result in damage to him if the machines were removed. The 
Deputy Marshall stated that he could follow no other conrse than to 
remove the machines. Afliant snggested to Mr, Donglass that 
there would be no objection to his workmen taking the duplicating 
machines down, using every possible care and precaution to avoid 
injury thereta; that he might pack the machines to suit himself and 
that the Marshall would not object to any reasonable precaution that 
said Donglass took in that direction to prevent injury to the ma, 
chines. The Deputy Marshall avceded to this, and the said tive du- 
plicating machines were removed from their beds hy Mr. Douglass- 

workmen and picked and secured in boxes hy them, . 

Mr, Donglass then said to the Deputy Marshall and affiant, ‘1 
exnnot giye you the machines in Leachinan’s room 3 there are some 
in there, but Mr, Leachman has the key and I cannot get in.’’ He 
asked if we would break down the door for the purpose of getting 
in, and the Deputy Marshall told him no, he would notdo so, Said 
Douglass was then warned that the goods were in his possession in 
his office, and that he must use his own discretion about obtaining 
them for the Deputy Marshall in complinnee with the order of the 
eourt. ** Well?’ said Mr Douglass ‘* T suppose 1 ean break it in. 
The duinnge will not probably he any more than a lock,” and he 
Douglass, then obtained a large hatebet and begin attucking the deor 
toget itopen. Tt seemed toopen with difficulty, — Attiant ntonnl 

79 beside hin as sad Donglaes attempted te open Tt ad sid Dro: 
lass pequested suine assistanon, Which affiant at tiret ded not give. 
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Mr. Douglass again asked atiiant for oesistanee and then affiant 
pushed against the door while said Douglas pryed against the lock 
with the hatehet, and said) Douglass thereby finally sneceeded in 
opening the doar to said Leachman’s ream, 

Within this room, te which Douglass said Loschman had the key, 
the Deputy Marshalland affiant found two duplicating machines, 


one evidently a new one, The machines were set up ready for 


work, nnd one of them evidently had been used extensively a short 
time before, ns a large pile of record shavings was heaped ap be 
side it. Pointing to the new machine Mr, Donglass remurked that 
‘if you had come a short time earlier you would not have got that 
‘¢one, as it has just been set up.’’? ‘The machines were disconnected 
in the same way that the others had been and were packed in boxes 
by Mr, Douglass’ men in the presence of the Deputy Marshal, and 
affiant, The Deputy Marshal then asked in regard to the duplicate 
records, Mr, Douglass replied that he had a great many of 
them; that they were mixed all through his stock; that it would 
he impossible for any one to tell’with certainty which were duplicates 
and which were not inasmuch as they were put up in the same 
manner in the kind of boxes and had the same numbers, and were 
mixed indiscriminately upon the shelves. Mr, Douglass further 
said that they had not been making duplicates that day, so that he 

had a very few new ones, After hunting about his own room, he 
80 found about adozen records which he bronght ont and delivered 


Atidavit of Chas, 
WW, Hille, fied 
May 27, luvs. 


to the Deputy Marshal as duplicate records and again made the , 


statement in affiant’s presence that he had many others, that a large 
part of his stock was duplicate records, that it would be a matter of 
extreme (iffienlty for any one to tell the duplicates from the originals, 
and if it were possible for any one to do so it would take several 
weeks to go through the stock and make the selection, and there 
would then he more or Jess uncertainty about it, Said Donglass 
also made the positive statement to the Deputy Marshal, in affiant’s 
hearing, that the number of «duplicates delivered to the Marshal 
represented all the duplicators that heor his agents had. He said 
there might he pieces of duplicators possibly, soattered about the 
shop, but that he did not know where they were and that such pieces, 
if any, were not in condition to be used for duplicating. 

The said Leon F, Douglass further stated to affiant that neither 
the Talking Machine Company, the Polyphone Company or Henry 
B, Babson had or owned any duplicating machines, that they were 
wll owned by him, Douglass. While in Leachman’s room as well as 
in the room in the northwest corner, in which the five duplicatin 
machines were found, affiant observed that the windows were each 
rereenedl for the lower half, or sash and that it was not possible for 


a a a re adh 
Le he es £ 


= 
aS oe Be 


= oor lity, 


— —_ 

= _———_—_—— —s = ‘ ta 

———— eee =e Oa a. 
il = 





| NE. 
: r “ie 4 4 . 
l ob i 
| vr | ever 
la” L 
qq 2 as) 
| *, | Fy 
| &, \ . 
+ a i Y ¢ 
i hw 
i eee 
fl 2 ai je 
: eo ee 
4 9 TT. 
. e iz an 
Ie peb hi 
» ed) hh 
aa 
eae 
Le *% i 
fone 
Mh bel 
. ae 
; Tie or 
Pee 


Raymond R. Wile 
Research Library 


— 

- 

Ly es wearer " 
— | ' 
i 
Affidavit of Chas 
W. a, filed 
/ May a7, 1899. 
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50 situ uf Charles W. Fels, 


persons from the opposite side of the alley or court to look throngh 
said windows into either of these rooms and observe what was going 
on therein, 
Afliant further states that the next morning after serving said 
81 Leon F. Donglass and Polyphone Company, as before stated, 
to-wit, on May 25th, 1894, he again aceampanied Deputy 
United States Murshal Peterson, to 107 Madison St., Chicago, and 
there witnessed the serving upon the defendants, the Talking Ma- 
chine Company and Henry B. Babson, of the writ of subpoena and 
of the order of Court of the 24th of May, 1899, and was present 
when said Deputy Marshal made a demand upon said Babson as 
president of the Talking Machine Company, and, also as an in- 
dividual defendant, for all duplicating apparatus or parts thereof 
and for duplicate sound records and heard the said Babson state to 
the suid Deputy Marshal that neither said Talking Machine Com- 
pany or be, the said Babson, owned or controlled any such machines, 
apparatus ov records, 
Affiant further says that at the request of Messrs, Poole & Brown, 
Complainant’s Solicitors, he personally served upon each of the 


above numed defendants a copy of the motion for preliminary in- | 


junction and a copy of the several affidavits filed in support thereof. 

To make the location of the room in which said duplicating ma- 
chines were found more clear to the court, affiant attaches hereto as 
part of this aflidayit and marked ‘* Exhibit A '’ a sketch illustrat- 
ing a plan view of said rooms and the rear portion of the premises, 
107 Madison Street, occupied conjointly by all of the above named 
defendants, 

And furthor affiantsaith not, | 
CHARLES W, HILLS. 


Subscribed and sworn to before me this 27th day of May, A. D, 


1899, 7 
MARIE L, PRICE, 
(Fea; 7 Notary Public, 


(Endorsed) Filed May 27, 1899. ‘aa 
| S. W, BURNHAM, 
reall, Clerk, 
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=I Ntodon, teowil, the Jtheloy of M 4, P04, there wan filed in 

he vilive of the Clerk of said Court the Atidasit of service of 
copies of additional atlidayits, in the follow ing Words and figures, 
ho wits 


84 IN THE UNITED STATES CIRCUIT COURT, 
Northern District of Mlinois, 
Northern Division, 


American Graphophone Company, 
Complainant, | 
| vs. In Chancery, No, 25,186. 
Talking Machine Company, et al. | 
Defendants. J 


To it Leon F, Douglas, No. 107 Madison Street, Chicago, IIli- 
nos, 
Sir:—We hand you herewith duplicate copies of. additional aff- 
davits on which we shall rely to support our motion for reliminary 


injunction on June Sth, one set being for yourself and the other set - 
being for the Polyphone Company, said affidavits being those of 


Cortland Shaw, Frank Paul Moore and Charles W. Hills. 
Chicago, May 27th, 1899. 
POOLE & BROWN, 
Coniplainant’s Solicitors, 


State of IIlingis, 
County of Cuok, 


Charles W, Hills, first bein ‘duly sworn deposes and says that 4 


he served the aboye named defendants Leon F. Douglass and Poly- 
shone Company with copies of the above mentioned uffidavits hy de- 
ivering a copy of wach to Leon F, Douglass individually, and also 
delivering to him a copy of euch in his capacity as officer of the 
Polyphone Company said copies being seryed May 27, 1899. 
CHARLES W. HILLS. 


Subscribed and sworn to before me this 29th day of May, 1899, 
(Seal) | WILLIAM L, HALL, 
Notary Public. 


5. W. BURNHAM, 
Clerk. 


(Endorsed) Filed May 29, 1899. 


Sey twee: 
~3 oie Ge : _"* 
Ss al = ™ = 


a. 


* 
| = ia 
- a a 
a ee eT 


i—_wlaT 
= 





Raymond R. Wile 
Research Library 


ip 


TROP Amana ata 


» See 





4 Fe, + a : _ 
i ee eee 


—) 
F F. ttf ry eee el Lad ot 2 ee iaeieks decid c is 
re a a ’ io ll Nal lee ee ee aed nies 
: | hey os 


54 Aidavit of Scereice of Copies of Additional Updavdte, 
86 IN THE CIRCUIT COURT OF THE UNITED STATES, 
Northern District of Ilinois, 
¢ Northern Division, 


American Graphophone Company, 
Complainant, Fn (hannesy. 


vs. | 
| Talking Machine Company, et al. | No. 25,186. 
; | Defendants, 
To: Mr. Henry B. Babson, No.> 107 Madison Street, Chicago, 


Llinois. 
Sir:—We hand you herewith duplicate copies of additional affi- 


dayits on which we shall rely tosupport onr motion for preliminary 
injunction on June 8th, ene set being for yourself and the other set 
being for the Talking Machine Company, sail affidavits being those 
of Courtland Shaw, Frank Paul Moore and Charles W, Hills, 


Chiengo, May 27th, 1899, | 
: | . POOLE & BROWN, 
| Complainant's Solicitors. 


\ 
State of Illinois, | .. 
County of Cook. { °"" 


AMdavit of Chas. Charles W. Hills first being duly sworn deposes and says that he 
Wits, ted served the above named defendants, Henry B. Babson and Talking 
eet Machine Company on the 27th day of May 1899 with copies of the 
affidavits above described hy delivering a copy of each to the said 
Henry B, Babson, for his individual use, and by delivering a copy 
each of said affidavits to the said Henry B. Babson, as an officer of 
the Talking Machine Company for the use of said Company, 
" CHARLES W, HILLS. 


Subscribed and sworn to before me this 29 day of May, 1899. 


(Seal) | | WILLIAM L, HALL. 
’ | Notary Public. 
(Endorsed) Filed, May 29, 1899, : 
5. W. BURNHAM, 
' Clerk, 


yes et mie PO ree dies erik oer a 
—_— 2 


iad ol 


= =. 


i 
a a] 


| ‘nl, 

Me hie eel 
Dhrtsrlass, te 
Dichinson as 
Notice of Mi 


1 ice oid 


America) 
. ‘Talking 
Sam 
vs, 
Michae! Sete 


Leon F. [ 
he has heret 
in buying pu 
licensed man 
duplicates th 
the complair 
of making 
how being 5 
ruined by th 
same is not 
business tu 
their orders 
the complais 
issuance of 
hereafter by 
complainant 


_ stricted lice 


further stat. 
orders : 

88 order i: 
prelimi 


# 


Raymond R. Wile 


Research Library 





4, 


cago, 


| affi- 

nary 
ar set 
those 


itors. 


iat he 
Iking 
of the 
9 said 
copy 
er of 


9, 


ablie, 


Jerk, 


Ee a 


mr) Net teewat, cthe bpetibas af Mwy, Petey, there was tiled 
in the thice ef the Clerk of sactQourt the athdayit ef Laon F. 
Dhetshass, tower attidayite veh oof Henry Tb Baleon and Charles 
Dichinson and the atlidavit of Silue Fo Leachman, and Defendants’ 
Notice of Motion, in the following words and figures, to-wit: 


87 IN THE UNITED STATES CIRCUIT COURT, 
For the Northern District of Ilinuis. 
In Equity, - 


American Graphophone Company, — | 
v5, ae | No, 25,186, 
Talking Machine Company, et al, 


Sume 
vs, No, 25,187, 
Michael Seter, et al, 


Leon F, Douglass, being first duly sworn, deposes and says that 
he has heretofore built up and has now a large and yaluable business 
in buying patented sound record blanks of the complainant and its 
licensed manufactarers, agents and dealers, and writing or cutting 
(luplicates thereon by use of his own duplicating machines which 
the complainant has heretofore licensed him to use for the purpose 
of making duplicates for sale to others. That his said business is 
now being very greatly interfered with, and will soon be entirely 
ruined by the restraining order heretofore issued in this cause if the 
same is not vacated; that all affiant’s customers will transfer their 
business tu others very soon if affiant continues unable to supply 
their orders; that athant is informed und believes it to be true that 
the complainant has caused affiant’s customers to be notified of the 
issuance of said restraining order,/and has warned them against 
hereatter buying any duplicates and records from him, although the 
complainant well knows that it hus given affiant a free and onre- 
stricter! license to make and sell duplicate sound records, Affiant 
further states that his customers are already discontinuing their 

orders on account of this notification, and thatif the restraining 
88 order is not vacated before the time set for the hearing of the 

preliminary injunction motion, affiunt’s business will be ruined, 

(Signed ) LEON F. DOUGLASS. 
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56 Affidavit af Henry B. Babson, 


State ef Illinois, _ 
County of Cook, | ~"' 


Subscribed and sworn to before me this 31st day of May, 1899, 
H. M. MUNDAY, 


(Seal) Notary Public, 


(Endorsed) Filed May 31, 1899. | 
. 8. W, BURNITAM, 


Clerk, 


89 IN THE UNITED STATES CIRCUIT COURT, 


For the Northern District of Illinois, 
In Equity. 


American Graphophone Oompany \¢ 
v8 ; No, 26,186, 


Talking Machine Company, et al. 
Same 


va, No. 25,187, 1 
Michuel Seter, et al. itil 


State of Illinois, soe 
County of Cook, jo" | 


Henry B, Babson, being first duly sworn, deposes anid says that 
he is the President of the Talking Machine Company and is familiar 
with iis business; that said Company has built up and now has a 
large and valuable husiness in buying of the complainant and its li- 


censed manufacturers, agents and denlers, graphophones, phono- | 


graphs, sound records, duplicate sound records and sound record 
blanks, and other talking machine supplies, and reselling the same 


to others. That its said business is now being greatly interfered. | 


with and will soon be ruined by the restraining order heretofore 
issued in this canse if the same is not yaented, That affiant is in- 
formed und believes it to be trne that the complainant has caused 
defendant's customers to be notified concerning this restraining 
order and warned them against hereafter buying any goods 
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from it, and liave frightened them so that they haye already 
besun to discontinue ordors. 
(Signed) HENRY B, BABSON, 


Subseribed and sworn to before me this 31st day of May, 1899, 
Hi, W, MUNDAY, 

(Seal) Notary Public, 

(Endorsed) Filed May 81, 1899, 

, 5, W, BURNHAM, 

Clerk. 


91 . AFFIDAVIT OF HENRY BABSON, 


IN THE UNITED STATES CIRCUIT COURT, 


For the Northern District of Illinois. 
In Eqnity, 


American Graphophone Company, 
Complainant, 
vs.’ 
Talking Machine Company, Polyphone +} No, 25186. 
Company, Leon F, Douglass, and 
Henry B. Babson, | 
Defendants. | 


State of Illinois, — a 
County of Cook. 1 


Henry B. Babson, one of the above named defendants, being first 
duly sworn, deposes as follows: F "Biabeon tied 
Iam twenty three years of ago, and reside at 77 Dearborn Ave- 

nue, Chicago, Illinois. I am President of the Talking Machine 

Company and am familiar with all its business. “The business of . 

this Conipany is the handling and dealing in talking machines, that 

1s ty) say graphophones and phonographs—and their supplies which 

the complainant or its licensed manufacturers, manufacture. The 

vompany tuys graphophones and phonographs of the Columbia 

Phonograph Company and of the National P onograph Company, 

who are iconsees of the American Graphophone Company, com- 

ainant. The Talking Machine Company buys its supplies, that is 

fay extra parts, record blinks, &c,, and also its completed rec- 
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idavit of Henry 
Ag Babson, filed 
May 31, lso9. 


58 Ahlavit ap fh. ry By Babson, 


ords from the same companies aboye named. And it has alse 
bought some duplicate sound records from Leon F, Dongliss, who 
is a licensed manufacturer of duplicates on sound record blanks 
which he purchases only of the complainant, 


The Talking Machine Company has never made any graphophones 


nor phonographs, nor talking machines of any kind, nor any 
92 parts of the same, nov has it procured anybody else to muke 


the same for it; nor has it made any record blanks nor dupli-_ 


oate records; nor has it ever sold any phonographs, graphophones, 
or parts of the same, or sound records or sound record blanks, 
which were not manufacured by the complainant or its authorized 
manufacturers or licensed dealers or agents; nor has it in any way 
infringed upon the letters patent sued on in this case, 

I personally huve never male any phonographs or graphophenes 
or parts of the same, or duplicate sound records, or sound record 
blunks, nor haye’l sold any. 1am in no way direetly or indirectly 
engaged in the talking machine business, 

lum perfectly familiar with the manner in which the grapho- 
phone and phonograph business is carried on by the various dealers 
in talking machines, and by the Columbia Phonograph Company 
und the National Phonograph Company. ‘These companies and all 
others engaged in this business sell the Maling machines and sell 
with it blank wax-like cylinders called record cylinders or phono- 
gram blanks. And these phonogram blanks which are consumed 
in the use of the machine are a regular article of supply, and I 
understand they ure patented, the patents being owned by the com- 
plainunt or its licensees, the Columbia Phonograph Company and 
the National Phonograph Company. The Talking Machine Com- 
pany, defendants, is suthorized by the American Graphophone 
Company to sell these phonogram blanks, the sound records made 
on them, the graphophones or phonographs in which they are to be 
used, and the other supplies which the user of the phonograph may 
require, and which merchandise bas been purchased either of the 
complainant direct or its anthorized agents and licensees and manu- 


facturers, the Columbia Pnonograph Company and the National. 


Phonograph Company, or any other person who has bought such 
merchandise of them vr of such authorized manufacturers. And 
the Talking Machine Company has been doing this without coni- 
plaint ever since it has done business, and it has paid many 
93 thousand dollars to the complainant or its licensed manufuctur- 
ers for such merchaniise. ) 
When a customer purchases of any phonograph company a mn- 
chine he is ahinaeiged 1h nse this machine in the way it was intended 
to be ised, numely with blanks furnished with the machine or pur- 
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shred vfterwaends ceed wath the retiploted peeords porchased with 
the mochine or offierward.  Noebathant knows that ull talking: min- 
chine dealers sell their talbing qnachines with this distinet under. 
sbunding. "Phere is no limit te the number of blank phonograms 
whieh HAY Person May purchase OV wou fuer makings records for him- 
self, provided only such blanks are used Hpen talking machines 
which have heen purchased of the complainant or its licensed mun- 
ufacturers, Indeed the phonogram blanks are of no use to any- 
hoy except for use upon the talking machine which they are es- 
pecially made to fitand which talking machines are only made by 
the complainant or its authorized manufacturers, And the sane is 
true of the completed records made on such phonogram blanks, 


HENKY B. BABSON. 
Subscribed and sworn to before me this 3 lat day of May, 1899, 
| H. M. MUNDAY, 
(Seal) . ! Notary Public, 
(Endorsed) Filed May 81, 1899. | 
5. W. BURNHAM, 
Clerk, 


94 IN THE UNITED STATES OCIROUIT COURT, 
For the Northern District of Illinois. 
In Eqnity. 


American Graphophone Company 

yg, | | No, 25,186, 
Talking Machine Company et al. 
Same’. | 


Vs. | No. 25,187, 
Michael Seter et al, | 


State of Illinois, : 


— County of Cook. 


Affidavit of Hen 
e i | Aeauy 
May tl, l-wi. 


Charles Dickinson, being first duly sworn, deposes and says that Afdavit of Chas. 


he is the President of the Polyphone Company and is familiar with 
its business; that said Company has built up a large and valuable 
lusiness in buying of the complainant’s and its licensed manufact- 
uvers, agents and dealers, graphophones, phonographs and extra 
reprolucers for the same and reselling them as polypbones ; that 


' 


Dickinson, filed 
May 31, 1499, 
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AM@idavit of Chas. 
Dickinson. fled 
May 31, 15%. 


Affidavit of Chas, 
Dickinson, filed 
May Bi, 1909. 


60 Afidanit of Charles Dickinson, 


this business ja heing very greatly interfered with and will soon 
he ruined by the restraining order heretofore issued in this case if 
the same is not vacated; that already the complainants have written 
to our customers concerning this restraining order and haye fright- 
ened them so that they are cancelling orders for our goods, 
(Signed) CHARLES DICKINSON, 
Subscribed and sworn to before me this lst day of May, 1899, 
| HH. M. MUNDAY, 
(Seal) Notary Public, 


(Endorsed) Filed May 31, 1899, 
5. W, BURNHAM, 
: Clerk, 


95 «AFFIDAVIT OF CHARLES DICKINSON, 
IN THE UNITED STATES CIROUIT COURT, 
For the Northern District of Mlinois, 
In Equity. 


American Graphophone Company, 
' Complainant, 


V6. 
Talking Machine Company, Polyphone } No, 25,186. 
Company, Leon F. Douglass, and 


Henry Babson, 
Defendants, | 


State of Illinois, ue 
County of Cook, | 


Charles Dickinson, being first duly sworn, deposes, and says: 

I am forty-one years Mf au and reside at 1107 Michigan Street, 
Evanston, Illinois, am engaged in the business of handling and sell- 
ing seeds, and am Vice President of the Albert Dickinson Company, 
of Chicago, Corner W, Taylor Street and the River ; I am also 
President of the Chicago Mote-Cycle Company, 107 Madison Street, 
Chicago, Illinois 

1 am President of the defendant, the Polyphone Company, and I 
am the owner of the Leon F, Donglass patent No. 613,670 of No- 
yember 8, 1898, on the Polyphone Meech ment to phonographs or 

graphophones, [| am fully familiar with the business of the Poly- 
phone Company. It consists in buying of the complainant Com- 
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pany, write bormsob manufactur, the Colambia Phonograph 4 


Cenipeam ated Uli National Phones riggeh (oniprany or them [eemsed 
tlealer=s mol aaedis, geragyanopitictnees ote jrlicrtiensteaapibin, with anextra 
reprodieer prune fo meh machine, Phe mxtin repreducer is the 
attachment added to the ordinary phonograph or graphophone to 
make of it the polyphone, The Poly phone Company applies the 


extra reprogducer to the machine and then resells the sume to its, 


customers, and among others to the complainant itself, the Ameri- 
» ean Graphophone Company, The Polyphone Company has 
96 been engaged in this business for many months, and hus pur- 

chased from the complainant and its authorized munufacturers, 
dealers and agents direetly or Indirectly, many hundreds of grapho- 
phones and phonographs with the extra reproducers for the purpose 
of adding the same to the machines to constitute the polyphones., 
The complainant company has been fully aware of this business 
from its inception, The complainant has procured from the Poly- 
phone Company specially reduced rates for the polyphones bought 
by it from the Polyphone Company, and itself sells to others the 
polyphones so bought. 

The Polyphone Company has never manufactured any phonopraph 
or graphophone, or any part thereof; onthe contrary, it has bought 
all said machine und parts of the same directly or indirectly of the 
complainant or its licensed manufacturers, agents or dealers, The 
Polyphone Company has never made, used or sokl any duplicating 
machines of any kind, Nor has it ever made any duplicate sound 
records, nor any sound record blanks, nor any sound records, nor 
has it ever sold any duplicate sound records, sound records, or sound 
record blanks which were not purchased from the complainant or its 
licensed manufacturers, agent or dealers. And the Polyphone Com- 
pany has never in any way infringed upon the letters patent sued 
npon in this ease. Nor has the Polyphone Company ever bonght 
any duplicate sound records of Leon F. Donglass. 

Iam neither an officer nora director of the Talking Machine 
Company. I know Henry B, Babson, the President of the Talking 
Machine Company, and the Polyphone Company sells polyphones 
to it as well as to the complainant company and other dealers, ancl 
I um generally familiar with what the business of the Talking 
Machine Company is, It did no talking machine business of any 
kind from 1894, when it was organized, to 1898, In L898 it began 
the business of dealing in phonographs, graphophones, polyphones, 
sound records, duplicate sound records, sound record blanks and 

other talking machine supplies. The business of the Talking 


97 Machine Company is now, and has always been simply that of 


n dealer in said machines and supplies, and it has never made 
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62 Affidavit of Charles Dickinson. 


any phonegraphs, graphophones, er parts of the same; on the con- 
trary, it has bought all said machines ond parts of the same directly 
ov indirectly of the complainant, or its licensed mannfacturers, 
agents or dealers, The Talking Machine Company has never made, 
sold or used uny duplicating machines of any kind, nor has it ever 
made any duplicate sound records, nor has it ever made any sound 
record blanks, Nor has it ever sold any sound records, duplicate 
sound records or sound record blanks which were not proenred di- 
rectly or indirectly from the complainant or its licensed mannfact- 
urers, ugents ov dealers, And the Talking Machine Company has 
neyer in any way infringed apon the letters patent saed upon in this 
cuse. During the past six months the complainant and its anthor- 
ized manufacturers, agents and dealers haye sold to the Talking 
Machine Company many thousand dollars worth of graphophones, 
phonographs, sound records, duplicate sound records, sound record 
blanks and other supplies, aud the complainant has been fully aware 
of this all along. | 

Tam now and have been for many years a stock holder of both 
the American Graphophone Company and the Columbia Phono- 
gruph Company, I know Leon F. Donglass and EK. D. Easton, 
und have known them from seven to nine years, and during this 
time have heen somewhat familiar with the business of the Ameri- 
ein Graphophone Company, and especially with the relations be- 
tween Leon F, Douglass and said Company, and said Kaston,’ I 
wis a director of and interested in the Chicago Central Phono- 
graph Company when Mr, Douglass came from Grand Island Ne- 
braska, in 1890, to work for said Company as pHpOFInTenHeN 

It has always been my understanding that Mr. Leon F. Donglass 
was the inventor of the practical process and apparatus of dupli- 
cating sound records, and that he was the originator of the business. 
While Mr, Leon F, Douglass was in the employ of the Chicago 

Central Phonograph Company | knew of his making duplicate 
98 sonnd records for suid company, and I also remember that in 
the spring of 1892 he went to Washington and entered the 

employ, for a short time, of the American Graphophone Company. 
T also know that when he returned from Washington he exercised 
the right or license to make duplicate sound records for himself, 
and sold them to the Chicago Central Phonograph Company. 1 
baye always understood that Leon F, Dongluss was licensed to 
manufacture duplicate sound records hy the American Grapbophone 
Company, and 
openly exercised this right with the fall knowledge and consent of 
B.D, Easton and the American Graphophone Company for many 
years, ! 


tJ 


know of my own personal knowledge that he bas: 
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Pilo not know the defendant Michael Sot Nic! | 
; rp My F WwhPoteror Nicholas Ott named Adarit of Chas 
othe suit 25,087, and never heard of them prior to this suit, oy ai ine 4 
Neither the Polyphone Company nor the Talking Machine Company 
has ever houshe or procured from them any phonographs, grapho- 
phones, duplicating Machines, sound record, «duplicate sound ree- 
nee By natn Aailip ited And neither of ‘said companies, to 

je best oF my Knowledge and belief baye eyer had an ing 
with them or either of them. pais ii ia 

I have personally known Leon F. Douglass ny 

) : Douglass and Henry B, Bub- 
son, and | personally know them to be honest, trustworthy, straight- 
forward, reliable, and truthful young men. 
CHARLES DICKINSON. 


Subscribed and sworn to hata m thi : 
arainerthe reme on this 80th day of May, 


[Seal.] ra H. M. MUNDAY, 
, F::)|9 ; N ry i 
(Endorsed) Filed May 31, 1899, RAY FARR 
5, W. BURNHAM, 
Clerk, 


99 AFFIDAVIT OF SILAS F. LEACHMAN. 
IN THE CIRCUIT COURT OF THE UNITED STATRS. 


For the Northern District of Llinois. 
In Equity. 


' ’ 
American Graphophone Company, 
Complainant, 
aa ine a | omplainant 
Talking Machine Company, Polyphone 
Company, Leon F. ougieas! and © 
Henry B. Babson, | 
. Defendants, 
State of Illinois, 
County of Cook, suk 
Silas F, Leachman, being first duly sworn, deposes as follows: AMdavit of Silas 


I um coming forty years of age, I reside in C Erect 
ath, singer by eccupatibn, At the present il bu ag Hn fied Mate 
Y business lias been singing to make talking machine records. [ 
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Affidavit of Ailas 
F. Leachman, 
tied May il, 1899, 


O4 Afidauit of Silas #. Leachman, 


an employed to do this because my voice has a peculiar quality 
which fits it for this work, Iam in the employ of Leon F, Doug- 
lass making sound records which are exclusively sold by the Talking 
Machine Company of Chicago. I also make the duplicates of my 
own records which I sing for Mr, Douglass, I make these dupli- 
cates upon Mr, Douglass's own machine us his employee, and I have 
no duplicating machine of my own and never have had, 

Lam informed that somebody has said that ] haye at ny house a 
large size or ‘*grand’? duplicating machine, If anybody ever 
snid thut it is untrue in every particular. Ihave no such machine 
uf my house and never had. .Moreover [ am perfectly familiar 
with the whole business of making sound records and duplicates of 
the same, I never knew or heard of a duplicate sound record of the 
‘grand |’ size being made, 1 neyer saw such a duplicate record and 
du not believe thatany huye yet been made, Allof the grand size 

records that [ever saw were original or master records. 1 
100 understand that Mr, Douglass expects to make some «luplicate 
grand records, but he bas not made any yet. 

I have never for my own uccount or for myself made any dupli- 
vate records, nor sold any. IT have never made any talking ma- 
chines, I have never made any duplicating machines or sold any, 
I baye never infringed upon any body’s palent upon talking ma- 
chines, or sound records ov duplicating machines, 

I have never soll any duplicate sound records even for Mr. 
Dongliss excepting only duplicates of the records that I sing 
myself. 

I should not hesitate, if | had oecasion to do so, for Mr, Doug- 
lass, to duplicate any other singer’s records; hecause there is no 
copyright on the songs sung in these records. | bny my own songs 
of the publishers, and they are glad ty have me use them and sing 
then) into the phonegraph for reproduction, hecause it advertises 
their music. Indeed, of late years, the publishers have been ac- 
customed to send to me gratis a copy of each song as it comes out, 
known as professional copies. I have never objected to other phon- 
vgraph companies duplicating the records which I make. I hope 
they will keep the price up toa fair rate, that is all, I know that 


it isand always has been, ever since the duplicating method was | 


discovered, the general practice of the various tulking machine 


concerns. IT know that Mr. E. D. Easton's company at Washing- — 


ton, the Columbia Phonograph Company, ut one time bought some 
of my masters’ records of Mr, Douglass and put my name on their 
catalogue of singers. And | know from the great quantities of 
Leachman records that they subsequently cold that they must 
have iluplieated my originals very extensively, but I made ne 
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102 = And, to-wit, on the 2nd day of June, 1899, there was filed in 
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wloeetion fe this at he Gime, ated tinye one mhjeetion toy syanker, OB loriy pt tine 
Ievauee Hb ods oa well feeogniged) votimien practiee. My ure fied May Jl, 1#99. 

Is poration te myself, Tt resides in the peculior quality 
It ofiny vote, and this iatrne ofeyery phonograph singer. And 

Thave a perfect protection in ny bustness because nebody ean 
sing master records with my yoiee except myself, And while they 
are able te duplicate my records from the originals, they cannot du- 
plicate from the duplicates, snecessfully, And new songs are coming 
out constantly, and old’ master records are being constantly worn 
out. So itis there is no good reason why any singer should object 
to haying his records duplicated, Atany rate I reeognize it as a 
common practice, 

I have nlways understood, and it is a matter of general knowledge 
among talking machine men and dealers, that Leon F. Douglass is 
licensed by the Americun Graphophone Company to make duplicate’ 
sound records, I know Mr, KE, D. Easton and have known him 
since 1893, and I know such right to make duplicate sound records 
was exercised by Mr, Douglass with Mr, Easton's full knowledge | 
andl consent. | 

I have never used any duplicating machines for the Talking Ma- 
chine Company or for the Polyphone Company, and have never made 
any duplicate sound records for either of said companies, or for 
Henry B, Babson. 

; SILAS F, LEACHMAN, 
Subscribed and sworn to before me this ist day of May, 1899. 
| H. M. MUNDAY, ! 
(Endorsed) Filed May 31, 1899, 
; 5. W,. BURNHAM 
Clerk, 


the office of the Clerk of said Court, the Restraining Order en- 
tered of record in said Court on the 24th duy of May, 1899, which, 
together with the Marshal's Return thereon, is in the following 
words and figures, to-wit }— 
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fi6 Receipt for Copies of Apidavita, 
108 IN THE UNITED STATES CIRCUIT COURT, 
For the Northern District of Illinois, 
. In Equity, 
t American Graphophone Company 7 
Talking Machine Company et al. | 
~| 
"y ' Same 
pero vs, No. 25,187, 
Michael Seter et al. 
os Receipt, fied May ‘To Messy, Poole & Brown, Complainant's Solicitors ; 
i fan Gentlemen:—We herewith hand you copies of affidavits to be 
Et used in the above suit or suits, as follows; 


Two aflidavits by Charles Dickinson, 
Three ‘ ‘+ Leon F, Donglass, 
Three tf ‘* Henry B. Babson, 
Two sf ‘* Silas F. Leachman, 
| One joint ** ** Michael Seter and Nicholas Ott. 
. ; Yours very respectfully, 
wall Be 38 (Signed) MUNDAY, EVARTS & ADCOCK, 
Received of Messrs, Munday, Evarts & Adcock, at 3.45 


o'clock P, M., May 31, 1899, the copies referred to in the fore- 


going. 
POOLE & BROWN, 


(Endorsed) Filed May 81, 1899. 
Ss. W. BURNHAM, 


Clerk. 


Complainant’s Solicitors, 
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| 104 ORDER, 
| CIRCUIT COURT OF THE UNITED STATES, ie | 
, Northern District of Illinois, 
Northern Division, 
Wednesday, May 24, 1899. 
Present, Hon, Christian O, Kohlsaat, District Judge, 


American Graphophone Company, 
| Complainant, 
25186 V5, | 
Talking Machine Company, Polyphone } In Chancery. 
Company, Leon F, Donglass, and | 
Henry B. Babson, 
Defendants, | 


And now comes the Complainant, by Poole & Brown, its Solicit- order, entered 
ors, and having filed its motion for aninjunction pendente lite and ™#9 % 180% 
: ' affidavits in support thereof, it is: 
“by Ordered; 

That said motion be placed upon the contested motion calendar 
and set for hearing at ten o’clock A. M, Thursday, June 8, 1899; 
and upon motion of complainant’s solicitors in open court for a re- 
straining order until said injunction motion is heard and for a rule 
on the defendants to deliver to the custody of the court, to abide 
the result of the cause, all apparatus or parts thereof for making 
duplicate sound records and all duplicate sound records in the pos- 
session of or under the control of the defendants, or either of them ; 
and the court being advised in'the premises, it is further 

Ordered : 

1, That the defendants, the Talking Machine Company, Poly- 
phone Company, Leon F. Douglass, and Henry B. Babson, their 
and each of their associates, attorneys, servants, clerks, agents and 
workmen be, and they are, hereby enjoined and restrained from di- 
rectly or indirectly making or causing to be made, using or cansing 

. to be tised, selling or causing to be sold, any apparatus or sound 
record embodying or constructed or cnettted in accordance 
105 with the invention or improvement set forth in complainant’s 
letters patent issued to C, A. Bell and Sumner Tainter, on the 

#th day of May, 1886, No. 341,214, or from in any wise manufact- 

uring or imitating ssid invention or any. sound record made or op- 





wt 





Raymond R. Wile 
Research Library 


f 


Order, ente 
d 24, Lu. 


Muy 


} 


red 


= oie ® - " 
7 f° 4h . Tra Pe ee Pe eee pee ges oe 


68 Onder, 


ernted in accordance therewith, or similar to those which the said 
defendants have heretofore made, used and sold, or from selling, 
transferring, leasing or encumbering in whole or in part the title 
to any and all apparatus for making duplicate sound records, 
aml said duplicate sound records now owned in whole or in part by 
said defendants or in their or either of their possession or control, 
or from in any manner soncealing or disposing of the same until 
the further order of this court. 

Il. That the defendants shall and they are hereby ordered and 
directed to deliver to the custody of the United States Marshal, and 
said marshal is hereby directed to tuke possession of all apparatus 
and parts thereof for making duplicate sound records and all dupli- 
cate sound records embodying or constructed or operated in neeord- 
auce with the invention or improvements set forth in said Letters 
Patent found in their possession or in the custody or control of the 
suid defendants, or either of them; and suid defendants are hereby 
restrained and enjoined from in anywise interfering with the judicial 
custody of said machines and such records until the further order 
of this court. 

IJ, It is further ordered that a copy of complainant’s moving 
papers, and of this order, be served forthwith npon the seyeral de- 
fendants, and that copies of answering affidavits in opposition to 
said motion for injunction to be used on behalf of the defendants 
at the hearing thereof be filed with the clerk of the court and 
copies thereof served upon complainant’s solicitors before four 
o'clock in the afternoon of Wednesday, May 81, 1899, 


106 Northern District of Illinois, 
orthern Division. , 


1, 8, W, Barnham, Clerk of the Cirenit Court of the United 
States, for said Northern District of Illinois, do hereby certify the 


above and foregoing to be a trne and complete copy of the order 


entered of record in said court on the 24th day of May, 1899, in 
the cause wherein American Graphophone Company is complainant, 
and Talking Machine Company, Polyphone Company, Leon F, 
Donglass and Henry B, Babson are defendants, as the same appears 


from the original records of said conrt now remaining in my _ 


custody and control, . 
In testimony whereof I have hereunto set my hand and affixed 
the seal of suicl court, at my office in Chicago, in said district, this 


25th day of May, A. D, 1899, | 
5. W, BURNHAM, 


(Seui.) Clerk. 
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by MARSHALS RETEERN, 


haye served the within order within my District npon each 
of the within named defendants, namely, the Talking Machine Com- 
pany, by delivering a copy thereof to Henry TB. Babson, President, 
aod upon teary B. Babson, individually by delivering # copy 
thereof to him at the office of the said Company, 107 Madison 
Street, Chicago, on the morning of the 25th day of Muy, 1809, 
and that | served the within order upon the Poly phone Company 
by delivering a copy thereof to Leon F, Douglass, Vice-President 
of the said Pommeny, and upon srid Leon F, Douglass, individually; 
by delivering a copy thereof to him, on the 24th day of May, 1899, 
at the office of said Polyphone Company, 107 Madison Street, Chi- 
eago, Ill; that in accordance with the terms of said order I made 
demand upon the defendants sand each of them, for all apparatus 
and parts thereof for making duplicate sound records and al dupli- 
cate sound records in their onstody or control, and that in uccord- 
ance with said demand the defendant Leon F, Donglass delivered 
seven wachines that he said were duplicating machines and one 
dozen records that he said were duplicate records; that said Doug- 
luss nlmitted that he has other duplicate records, but that they 
were intermingled with the halance of his stock so that it would 
be diffieult to separate them; and that the defendants, the Talking 
Machine Company, Polyphone Company and Henry B, Babson did 
not deliver t» me any duplicating apparatus or record; and that the 
seven duplicating machines and the one dozen duplicate records de- 
livered np by the defendant Douglass were removed to my office 
and are now in my custody and control subject to the farther order 


of the Court. 
| | JOHN ©, AMES, 
U. S. Marshal. 
By EK. H, PEDERSON, 
Deputy, 


8, W. BURNHAM, 
Clerk, 


(Endorses!) Filed June 2, 1899. 


108 = Afterwards, to-wit on the 8rd day of June, in the record of 
proceedings in said entitled cause before the Hon. Christian. 


©, Koblsant, District Judge, appears the following entry, to-wit: 
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70 Order and Notice. 
ORDER. 
CIRCUIT COURT OF THE UNITED STATES, 
Northern District of Illinois, | A 
Northern Division, 
Saturday, June 3, 1899, 


Present, Hon, Christian C. Koblsaat, District Judge, 


The American Araphaphane Company 
25,186 


Talking Macbine Com ny, Polyphone 
BATH PORY Leon mpay, Poly and 
Henry B. Babson, 


And new comes the defendants and move the Court that the 
temporary restraining order heretofore entered herein be vacated 
and the same haying been heard, the Conrt orders that the snid 
order be vacated on the filing of a bond by the defendants satis- 
factory to the Court in the sum of ten thousand dollars, and said 
bond having been duly filed, it is; 

Ordered that the restraining order heretefore entered in this 
eause be und the same is hereby vacated, 


109 And on, to-wit the 9th day of June 1899, there was filed in 
the office of the Clerk of said Court a Notice and two affidavits 
of Leon I’. Donglass which are in the following words and figures, 


to-wit: 
110 IN THE UNITED STATES CIRCUIT COURT 
For the Northern Division of the Northern District of Illinois. 


American Graphophone Company | 
Vs; In Equity, 
Talking Machine Company, Leon F, { No. 25,186, 


Douglass, et al. 


Notice. 


To Munday, Evarts & Adcock, #906 Marquette Building, Chicago, 
I\lineis, Solicitors for Defendants. 


Gentlemen—You will pleuse take notice that on Saturday, June 
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bth, PO, at the bearing before Fide Rollsaat of the Complain- 
fits tetion for an iajunetion pondeate lite in this cause, we shall 
offer and rend in rebuttal two certain original aflidavits heretofore 
exeouted hy the defendant Leon FP, Dougliss and filed in this 
court, the one in the case entitled American Griphophone Company 
vs. W. C, Backelf et al, In Equity, No. u4,nz4 and 24,825, con- 
solidated, and the other in the case entitled American Graphophene 
Company vs. Boswell, In Equity, No, 24,688, copies of which are 
hereto attached for your convenience. i 

Chicago, June 9th, 1899. 

! POOLE & BROWN, 
Complainants solicitors, 


We hereby acknowledge service of the foregoing notice with 
copies me py Douglass affidavits attached, this 9th day of June, 


A. D. 18 
(Signed) MUNDAY, EVAR'S & ADCOCK, 
, Solicitors for Defendants, 
(Endorsed) Filed June 9, 1899, | 
8. W. BURNHAM, 
Clerk, 


111. IN THE UNITED STATES CIRCUIT COURT, 
Northern District of Illinois, 
Northern Division. 


American Graphophone Company 
vs, In Equity, 

{ Dayid BE. Boswell and No. 44,688. 

ii Frank D. Pearne. | 

Affidavit of Leon F. Douglass. 


State of Illinois, 
County of Cook, ARs 


Leon F, Douglass, heing duly sworn, deposes and says; 


Notloe, 
ot fe, fied Jue 


I reside in the City of Chicago, and am the manager of the Chi- AP peapetlern, 


eago office of the Columbia Phonograph Com ny General, which 
had in graphophones, tablets, sounc Veaarie ate. manufactured 
y the American Grapbophone Company under its patents. This 
office seceeded to the bysiness of the Chicago Talking Machine’ 
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72 Apidavit af Lean #. Dauglass. 


Company, which sustained similar relations to the American G raph. 


pied Juve os! 1a. QPhone Company, and of which To was manager for a namber of 


years, lhave had an extensive knowledge of the talking machine 

business during all this period, and am familiar with the mann- 

facture of * duplicate’? sonnd-records, which constitute a large 
feature of the business. | have made many such records myself 

112 and can by careful examination, distinguish a ‘+ duplicate”? 
from an original, 

Some weeks ago, | became nware of the fact that some one was 
locally cutting into the trade of the complainant cempany by sell- 
ing sound records at a price below that of said company, These 
records are sold, at all the company’s agencies uccording to a fixed 


schedule of retail und wholesale prices, and all local orders, to , 


whatever office they may be sent, are filled hy my office, so that I 
have a complete knowledge the local customers and users of 
graphophones and supplies. | 
My knowledge of the existence of this illegitimate business in 
Chicago wns obtained throngh the circumstances that certain 
customers who were large purchasers of graphophones bonght but 
few records or none at all through my office, and upon inguiry I 
learned that they were supplied by the defendants, Boswell & Qo,, 
(a firm composed of D, I Boswell and Frank D, Pearne) No, 85 
Dearborn Street, and that such records were sold by them at the 
rate of Three Dollars ($3.00) per dozen, 1 ascertained that they 
were selling records that were not obtained from me, indicating 
that they were the product of some unauthorized maker. The price’ 
‘(whieh is much lower than that of the Columbian Phonograph Com- 
pany) also proves this and further proves that the records put out 
hy said Boswell & Co. are ‘* duplicate’? records, that is to suy, en- 
graved records which ure copies of an ‘+ original ’’ or ** Muster”? 
113 record, the copying being done by mechanical transfer. 

I am informed that the defendants, the said Boswell & Co., 
have Jutely been ordering from W. C. Ritchie Paper Box Co., of 
this City, a large number (about 2,000 per month) of the paste- 
hoard hoxes or cases in which records are packed for the market 

In order to obtain anthentie specimens of the records put out by 
Boswell & Co., 1 reported the matter to Messrs. Poole & Brown, 
complainant’s local counsel, who directed Mr, A, J. Oehring and 
Mr, W. L. Hall to purchase such records personally. 

| have carefully examined the records marked ‘‘ Complain- 
ant’s Exhibit, Defendants Records, 1, 2, and 8, M. L. Price, 
Notary Public,’? handed to me by Mr, W. L, Hall. They are 
sound records, in all respects like those made by Complainant 


under its patents, and not distinguishable therefrom by ordinary | 
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At othe price for whieh they are sold thes eontd got he ortcimads s 
Pat without) oveferenee foo that db betiese they are duplicates 
from their appearmnee. A eonetisive fest ois furnished hy put. 
ing the record ona graphophone, and distening te the reproduetion, 
In making the original the style commences to cut the tablet before 
the sound to he recorded begins, In reproducing the point at whieh 
this cunt begins is marked hy a click, and by a distinctive sonnd as 
the rabbing style moves in the plain groove. In duplicating, the 
cutting style is set to work a little in advance of the point where 
the follower strikes the beginning of the groove on the master, 

Hence, the duplicate, when reproduced gives ont the distinet- 
_ 114 ive sound above referred to, a second time, : By these tests the 

sound records above referred to, namely, ‘* Complainant’s Ex- 
hibit, Defendants’ Records, 1, 2 and 8, M, L, Price, Notary Puh- 
lie’ are shown conclusively to my mind to be duplicates, 

I have examined United States Letters Patent, Nos. 841,288 and 
$41,214 upon which this suit is based and believe I understand the 
same. Referring thereto, 1 am of the opinion that each of these 
defendants records is ‘*a sound record consisting of a tablet or 
other solid body having its surface cut or engraved with narrow 
lines or irregular or varied form corresponding to ‘sound wayes'?! 
as specified In claim 7 of patent No, 841,214, —, 

The lines constituting the sound reeord ave of variable cross-sec- 
tion, as stated in claim 8 of said patent; and the substance in which 
they are cut ina wax light composition as specitied in claim 10 of 
the same patent 

Each of these defendants records is a ‘‘ sound record in the form 
of an irregular groove with sloping walls cut in a solid material’? 
as specified in claim 17 of said patent, the solid material being ‘a 
wax like composition”? as specified in claim 18 thereof. 

Euch of these defendants devices is further more ‘'a recording 
tybfet- consisting of a hollow tablet provided with a wax or wax 
ike coating and having a sound record cut in said coating,’ as 
specified in claim 387 of patent #341,285. 

In fact, only by close scrutiny on the part of an expert in this 

bnsiness can the defendant’s sound records be distinguished 

115 from the ordinary graphophone sound records of commerce, 
Tan acquainted with the defendants D, E. ‘Boswell and Frank 
D, Pearne. They have limited capital or credit, Suid Boswell is 
the same person who, in the early part of this year put upon the 
market an infringing medicine called the ** Ediphone '’ and was 
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74 Affidavit of Lean F, Douglass, 


AMdaris of Lon sued hy the American Grapephone Company, under the patents a 


gies, Ss here in suit and enjoined. 
fied une sume, PNET LEON F. DOUGLASS, 
Sworn to and subscribed before me this 9th day of November, 


1597. | 
MARIE L, PRICE, 
(Sen!) Notary Public, 


(Endorsed) Filed Nov, 9,.1897. | } | 
S. W. BURNHAM, 


erk, 


(Endorsed) Filed Jane 9, 1899. | 
8, W, BHANHAM, 
. erk. 


Northern District of Illinois, | ss 3 
Northern Division. r 88. 


1,8. W. Burnham, Clerk of the Cirenit Court of the United 
States, for said Northern District of Ilinois, do hereby céxtify the 
above and foregoing to be a true and complete copy of Affidavit 
of Leon F, Douglass, filed in said Court on the 9th day of Nov,, 
1897, in the cause wherein American Graphophone Company Is 
Complainant and David E. Boswell and Frank D, Pearne are de-' 
fendants, as the same appears from the original now remaining in 
my custody and control. | | 

In Testimony Whereof, I have hereunto set my Hand and affixed 
the seal of said Court at my office in Chicago, in suid District, thi 


8th day of June, 1899, Ney. yi 
5. W, BURNHAM, 
(Seal) , , Clerk, 


ce 
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Lin UNITED SPATES CIRCUIT COURT, 
Northern District of Ulinois. 
Northern Division. 
American Graphophone Company 
Western eccantert Co.,, and W, ¥, - 
Backof, In Equity, 


Same 
v. 
Aaron J, Jones. 


AFFIDAVIT OF LEON F, DOUGLASS, 


State of Illinpis, ns 
County of Cook, |" 


Leon F. Douglass, of lawful age, having been duly sworn, states Afdavit of Leon 
as follows: » ) ied Jane 9, 1990, 

I am and have been for 10 years engaged in the manufacture and 
sale of ‘Talking Machines, and was prior to March Ist, 1898 the 
Chicago Manager for the Columbia Phonograph Company, General, : 
which is the sole selling agent of said American Graphophone Com- 
pany; that Tam familiar with the history and art of Talking Ma- 
chines, and am acquainted with the development of the business of 
making and selling said machines, and have read and understand 
the. principal Letters Patent relating thereto, 

Cian further states that he has read and understands the aff- 
avits of William C. Backof and A, J, Jones, filed in this cause, and 

that with respect to the statements contained in said affidavits 
117 to the effect that certain duplicate records made and sold hy 

the said parties were lawfully made by the use of machines or 
apparatus purchased from the American Graphophone Company or 
with its licensees, such statements cannot be true for the following 
reasons ; 

First; The sound records described in U, 8. Letters Patent No. 
341,214, on which this suit is brought, are of two kinds only, namely, 
original records and duplicate records, both of which are equally 
covered by the claims of said Letters Patent; those known as 
original records being made by the use of Phonographs, (irapho- - 
phones or like machines, which are suld by thesaid American Grapho- 
phone Company and its licensees for use in making such eriginal 
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TA Apidauit af Leon FL Douglass, 


Afidayt! ot Leen records, and these known as duplicate records, being reproductions 


» Dough ae . 3 Tar eer 
hied Junewe ise, Of original records which can be made only from such original ree- 


ords by machines especially designed for the purpose, 

Second: No duplicate records could have been made by the use 
of a Graphophone, Phonographs, or like machines furnished by the 
Amerivan Graphophone Company or other authorized voncerns, for the 
reason that all sach machines are designed and adopted for making 
original sound records only, and the making of duplicate records by 
the use of such machines is impossible without such changes therein 
or additions thereto as would make practically new and different 
mnachines, 

Third; No duplicate records could huve been made by the use 
of duplicating machines purebased from the American Graphophone 

Company, or its licensees, for the reason that sald Company is 
118 the owner of all United Stutes Patents (including one obtained 

by affiant and assigned to said Company), which cover the only 
practical means for prodneing duplicate from original xeeords, and 
also because tae said American Graphophone Company end its sole 
selling agent, the Columbia Phonograph Company, makes it an in- 
variable rale to sell no duplicating machines, and none can be pur- 
chased by those who are not licensees, 

Afliant further states that he has never purehased from Henry 
Reimers any duplicating machines or any parts thereof, ' 

Affiant further states that ull records made on a duplicating ma- 
chine possess a certain pecnliarily by which they can be certainly 
distinguished from original records; that affiant has tested certain 


records in evidence herein, marked ‘'* Complainants’ Exhibits, De. - 


fendunts’ lecords, M, L, Price, Notary Publie,'? which were 
bronght to affiant by W, A, Whitehead, who informed affiant that 


said records hud heen by him purchased froin the said Western: 


Phonograph Company, and that from the tests made, affiant finds 

that said records were made by the nse of the duplicating machine 

und of necessity cannot he the product ef a Phonograph, Grapho- 
' phone, or similar sound recording or sound reproducing machine. 


Affiant further states that during the month of March, 1898, the | 


said Hlenry Reimers came to affiant and stated to affiant that he had 
purchase! for the said Western Phonograph Company ten bar- 


119 relsof black record cylinders in the east, which had heen de- 


layed in transmission, and that he wished to purchase a barrel 
of the same from affiant’s company for immediate use of said 
Western Phonograph Company ; that a barrel usually contains 160 
records; that the quantity then purchased by said company was 
Inrgely in excess of its possible needs in the making of original 
records, and that, to the hest of affiant’s knowledge and belief, the 
said company has ‘had no facilities for the making of original 
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yeeords inany considerable quantities nor any saeh facilities as are 
necessary for producing the variety of reconds whieh it advertises 
hy its cntalocue (marked Exhibit A’) to furnieh, and especially 
for the making of records of bund and orehestral musie, which is 
largely represented in such entalogae,  Affiant furtuer states that 
he has examined such catalogue of records offered for sale hy the 
Western Phonograph Company, and tinds that the greater portion 
thereof ure records of performers who live in the east, wany odlevnai 
are under exclusive contract with the American Graphaphone Co,, 
und its sales agent, the Columbia Graphophone Company, General, 
for the making of original records, from which to prepare duplicate 
records and that it is improbable, if not impossible that the West- 


‘ern Phonograph Company could have obtained the services of said 


performers for the purpose of making original records in Chicago, 
Affiant, therefore, believes that the records made by the use of the 
blanks referred to by said Reimers, as aforesaid, and sold by said 
Western Phonograph Company from said catalogue, are duplicate 
records mide by the latter company in Chicago, 
120 = Affiant further states that duplicate records of certain per- 
formers, nnd moreespecially of music by Issler’s Orchestra are 
mide only by the United States Phonograph Company, who have 
maintnined a price of not less than seventy (70) cents wholesale and 
one dollar ($1.00) retail therefor; that the Western Phonograph 
Company, offers to sell the same records for fifty (50) cents each ; 
that two of the exhibit records marked ‘* Complainants’ Exhibits, 
Defendants’ Records’? are of pieces of nyusic by Issler’s Orchestra 
and were purchased from the suid Company at the price of fifty (50) 


vents euch; that Issler’s Orchestra records, to affiant’s knowledge, 
ak he obtained from the makers thereof for less thun seventy 
0) 


) cents each, ‘that said United States Phonograph Company is 
ot licensed to make duplicates, ant the duplicates so purchased 
were, therefore, prohably produced either by said Western Phono- 
graph Company or by other unauthorized makers, 


And farther affiant suith not, Me 
LEON F, DOUGLASS. 
Subscribed and sworn to hefore me this 18th day of April A, D, 


1898, | 
WILLIAM L, HALL, 
Notary Publie, 


(Endorsed) Filed Apr, 18, 1898. | 
. pay ! 5. W. BURNHAM, 


(Endorsed) Filed Jyine 9, 1899, | oS 
| 5, W., BURNHAM, 
Clerk, 


Clerk, . 


AD tavit ut Leon 


- Douglass, 
tiled June9, lage. 
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78 Clerk's Cartifieate, 


121 Northern District of Illinois, 
Northern Division. ‘ts 1 


1,8, W, Burnham, Clerk of the Cirenit Court of the United 


ubove and foregoing to be a true and complete copy of the Affidavit 
of Leon F. Douglass filed in said Court on the 18th day of April, 
1898, in the cause entitled ; 


American Araphanhane Company 


Western Phopnatath Co., and W, V, | 
Backof. In Equity, 
( Nos, 24,824, 24,825. 
Same 


v, 
Aaron J, Jones, “ 
as the same appears from the original now remaining in my custody 


and control, 
In Testimony Whereof, I have hereunto set my hand and affixed 


the seal of said Court at my’ office in Chicago, in sitidl District, this 


Nth day of June, 1899. 
8. W. BURNHAM, 
(Seal) Clerk. 
(Endorsed), Filed June 9, 1899. 
5. W. BURNHAM, 
Clerk, 


122 =And on, to-wit, the 10th day of June, 1899, there was filed 

in the office of the Clerk of said Court, a Notice, two affidavits 
of Leon F, Douglass, two uflidavits of Charles Dickinson and one 
affidavit for each of the following: Howard W, Hayes, E. D. 
Easton, Henry B, Babson, and Silas F, Leachman and Specification 
forming part of Letters Patent No, 341,214, original being marked, 
‘‘Complainant’s Exhibit, Complainant's Patent,?? which are in the 
words and figures following, to-wit :— 
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123 IN THE UNITED STATES CIRCUIT COURT | 
Northern District of I}inois, | 
A Northern Division, 
American Graphophone Company, ie 
-Q r 
uy omplainant, In Equity, 4 
a Talking Machine Company et al. No, 25,186, aN: clit 
Defendants, | ae 
Ameriean Graphophone Company, _) | ied ths 3 
Mi POPIARARL> In Equity. in vie 
Michael Seter, et al. No. 25,187, iB 
Defendants, v i, 
NOTICE. #1 Hag 
Messrs. Munday, Eyarts & Adeock Attorneys for the Defendan ! ha 
pargnette Building, Chicago. Yr APF the Referens to, 60n 1 780° is 
Gentlemen ;—Yon are hereby notified that the hearing on the By 
ws ny motion for preliminary injunction against the. defendants in the Fe im 
. above entitled causes was this atternoon postponed by his Honor, 3 het 
Judge Kohlsaat, from Thursday, the 8th inst., until 10 o’clock ia we 
Saturday morning, June 10th, on account of the intended absence he ere 
' of Judge Kohlsaat from Chicago on June 8th. | Bde 
Chicago, June 6th, 1899. | hte Co 
wef POOLE & BROWN, fae hy % 
) Complainant’s Solicitors, Red ‘ 
Service of the above notice duly acknowledged this 6th day of ae 
June, 189%, excepting Seter and Ott. an Ay SEES 
_ MUNDAY, FVARTS & ADCOCK, : ¢ Shit ct 
| | efendants’ Solicitors, meek? Set gh 
(Endorsed) Filed June 10, 1899, my gil & pis: Se 
sad 5. W. BURNHAM, i ae 
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124 IN THE UNITED STATES CIRCUIT COURT 
| For the Northern District of Ilingia, 
In Equity, 


American Graphophone Company, aay 
Complainant, 
» Fes x 
Talking Machine Company, Polyphone } No, 25,186, 
Company, Leon F, Douglass and Henry | 
8. Babson, | 
Defendants. 


State of Ilinois, : 
County of Cook, 


Leon F, Douglass, one of the above named defendants, being 
duly sworn, deposes as follows ; 


Lam thirty years of age; I reside at 77 Lincoln Park Boulevard, | 


Chicago, Illinois. Iam engaged in the business of manufacturing 
and selling duplicate graphophone or phonograph sound records as 
the licensee of the complainant under the patent sued on in this 
cause, and all other patents owned or controlled by said complain- 
unt relating to the duplication of phonograph sound records, IL have 
heen engaged in this business of 
eate sound records since July, 1891, with the full knowledge and 
consent of the complainant. and its President, E, D. Easton, and 
nnder their license; snch manufacture and sale being for and to 
Mr. Easton's branch company up to August, 1892, and on my own 
account under personal license to me since that date, 
125 = was the originator of the manufacture of Aopiionte sound 
records, and the inventor of the apparatus for duplicating sound 


records, which I now use and which the complainant uses, and 1° 


invented the method and apparatus in 1889 at Grand Island, Ne- 
hraska, where I was the manager of the Nebraska Telephone Com- 
pany at that place, and also manager of the Central Nebraska 
*honograph Company of the sume place, 

At Grand Island 1 built two forms of npparatus embodying my 
invention for duplicating sound records, one of which employed an 
air tube connection between the stylus on the master record and the 
stylus which cuts the duplicate record, and the other of which em- 


ployed 1 mechanical connection between these two parts instead of — 


an air tube. With this diffcrence, both forms of the apparatus are 
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evletantiolly the same, ane both fori ware peered hy me sne- AMdprit of Leon 
| Shh: i ‘ F , / +t bE Lak a 
coofilly inn exsperimental way while otifhat Garand Pstand, and Dotted June 10, 199. 
nade perfeet dapliontes on chen there, 
Ldeft Grand Tstind and enme to Chieage in Psi, and entered the 


employ, as superintendent, of the Chiengo Central Phonograph 


> Company, whieh was a licensee braneh or offshoot of Mr. bE, D. 
Easton's companies, | 
When | first cume to Chicago | was engaged for a short time in aad 


mannfactnring and introducing into ose for said Chicago Company 
iny automatic coin-controlled phonograph, for which T had ob- 
tained a patent, No. 431,888, dated duly 8, 1800, after which 1 
took np again the making of duplicate sound records with the same 
two forms of apparatus which T had previously used in Nebraska, 
I made in Chicuge one duplicating machine of the air connection 
form and another of the mechanical connection form. Ani early 
in 1891 T began the munufacture and sale of duplicate sound 
126 reeords on these machines, the duplicates heing mide for the 
Chiengo Company, and Talso sold them to Mr, Easton and his 
Company. My duplicate sound records were extensively advertised 
and largely sold in 1891, Up to this time nobody had made or sold 
in this country, to my knowledge, any duplicate sound records, ex- 
cept myself, At this time Mr, Easton and his Companies could 
only furnish muster or eriginal records, at a price of $2.00 apiece. . 
. While by my invention I was able to furnish practically the same 
thing at the low price of fifty cents each, 

Mr, E, D, Easton learned what I was «doing, telegraphed to bis 
Chicago agent, Mr, George B. Hoyt, of Chicago, an appointment 
to see me, and Mr, Easton came from Washington in accordance 
with that appointment to see me in relation to the duplicating in- 
feta in behalf of his companies. At this interview, which was 


2 
= 
— = 


[— == = ee ee wt 


n Murch 8rd, 1892, Mr, Easton was very anxious to find ont how 
‘mace these duplicate records, and I declined to inform him, as it 
was my secret. 

After some little endeavor to induce me to disclose my secret - 
method of making duplicate sound records, Mr, Easton produced a 
number of patents, and especially the Bell & Taintor patent, No, 
841,214, sned upon in this cause, and also the Taintor patent No. 
841,287, and called my attention especially to the broad claims on 
the sound record in patent 841,214, and also to claim 4 of the 
’ Taintor patent 341,287, which claim 4 reads as follows: 

: ‘4, The method of eopying sound records hy causing the 
** record which is to he copied to impress movements corresponding 
** to the recordel sound waves upon a cutting tool, and therehy en- , 
“graving or cutling outa similar record in the surface of a suit- 
‘table tables saiiontiolle ns described, ”? — 


“ er al no CAPES ' . . ’ ' : TS es a {_—— 7 


+ Pr tse 





' Raymond R, Wile 
Research Library 


‘ Le 


Afiday/t of Leon 
tiled June 10, 1800. 


= (Ms 
wee eae et pay? ae » + i cL ie + ede on ee 


82 | Affidavit of Leon F. Douglasa. 


Mr, Easton then said that these patents covered broadly everything 
in theduplicating art, and that hiscompany owned it, Itold him 
127 thatit looked to me as thongh that was so; that he owned the pat- 
ents, but that the machine of the Taintor patent 841,287 could 
not do the work and was utterly impracticable (which is now a 
well-known fact); moreover, that he did not know how to do the 
work and nobody else knew how except me; that if he bad the pat- 
ents I had the practical process and machine and nobody else knew 
the secret of it; that it was this secret—my knowledge of how to 
do the thaong—which nobody else knew how to do—which I had to 
trade with him, und nothing else; for [ did not have any patents 
on it and did not know whether or not uny could be obtained, 
He then became very anxious that I should go to Washington with 


himand.go into the employment of his company there, the Ameri- _ 
cin Graphophone Company, the complainant in this case, I went to ° 


Washington and was very nicely treated by Mr, Easton And they 
were yery anxious indeed to findont how to make duplicate sound 
records. They worked at me continually, seeking to get me to dis- 
close my secret method, On the 12th of March, which was my 
birthday, | finished the first duplicate sound records that I made in 
Washington, an they were.submitted to the Board of Directors of 
the Company, or various companies, which Mr, Easton represented, 
At this meeting of the Board of Directors there were present Mr, 
Easton, Mr. Payne, Mr, Chichester S, Bell and Mr. Charles Sum- 
ner Taintor. I was told that the directors were very much pleased 
with my invention, Within aday or twol made an ugreement with 
the American Graphophone Company, and the other companies rep- 
resented by Mr, Easton. I told them I bad no patent, and they 
knew that 1 had notapplied for any, and I did not, know that I 
conld ever get one, and told them so. ButI had the knowl- 
128 edge of how to make sound records, which could be sold at a 
large profit at fifty cents apiece, and almost, if not quite, as 
good us the ones which they were compelled to charge two dollars 
npiece for, and they fully understood this. I agreed to disclose this 
secret method or process and to show them how to build the appa- 
ratus for using it for a royalty of two cents on each duplicate record 
made by them; I to makeapplication for any patents which they 
might see fit to pay for at their own expense, and to assign any 
such patents to them: ifthey were’ applied for and obtained; they 
were also to advance me on royalty accountOne Thousand Dollars, 
or its equivalent in graphophone machines, This agreement 
was carried oyt and the American Graphophone Company 
sent me $1000.00 worth of machines in accordance with 
this agreement. And withina month or two Mr, Easton’s other 


f 





i! 
p! 


Dy 


. LP 


fit 


1) 
8! 
gi 


th 


Sa ES tate EET CRED ae ety noes Sores om 
— Ss = 


Raymond R. Wile 
Research Library 





AP hiell of devin FF Phonglaas, BS 
Compiny, Known as the Columbia Phonograph Company, gaye me 
acheck for phont S16.00 on neconpt of royalties, About the time 
when the agreement was made between us, the American Crapho- 
phone Company wrote mea letter, diated Mareh 17th, 1892, signed 
by the American Graphophone Company by dames G, Payne, its 
President, and B,D, Eaton, its Director of Agencies, and they 
asked mo to sign it also, which I did. On the same day, and at the 
sume time, Mr, Kaston wrote men letter which was dated March 
16th, 1892, signed by Mr, Easton, and which he asked me alse to 
sign at the same time, which I did sign on the same day that I 
signed the other one dated March 17th, 1892. Mr, Euston told 
me that these two letters would be evidence of the agreement be- 
tween us, These two letters, evidencing the agreement, I am 
— veady to produce in Court if wanted. 
129 As carrying out this agreement about this time, March 1892, 
Mr, Easton und his companies had their attorney prepare an 
application for patent for me to sign on the air tube connection 
form of my duplicating apparatus, and I signed the same and the pat- 
ent thereon was soon thereafter granted and duly assigned by me to 
_ Mr, Easton and by him assigned to his company, the American 
Graphophone Company ; for some reason Mr. Faitin and bis com- 
pany did not at this time prepare and haye me sign the patent ap- 
plication on the other form, the mechanical connection form, of my 
duplicating apparatus, although they did so prepare the other ap- 
plication and have me sign and file it later, 

In July, 1892, I came back to Chieago. When I left Washing- 
ton Mr, Easton, for the American Graphophone Company, yolun- 
turily gave me a letter stating, ‘ Your duplicating process has been 
snocessfully applied to the graphophone, and this company has con- 

cled with you for the right to its use hereafter on pay- 
nent of a royalty,'’ This letter is dated July 15, 1892, and I 

uve it ready to produce in Conrt, if wanted. Before I left Wash- 
ington, however, I made an agreement with the American Graph- 
pennte Company and the Columbia Phonograph Company through 

r, Easton; | agreed to buy of them at least 50 master or original 
records per month, and I was then to have the privilege for my own 
account ty make as many duplicates from these originals as I 
wished, or until they were worn out, By September, 1892, I had 
built a machine with some improvements and had it running and 
was making duplicates, And I sent samples of those duplicates to 
Mr, Easton’s companies throngh him, and told him about the im- 
provements, which I believe they adopted in my duplicating ma- 

chines which they had, 
130 = visited Was ington every three or four months up to Jan- 
Hary, 1895, to see Mr, Easton and his companies, and keep 
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them continually informed of what I was doing in the way of im- 
provements on the duplicating machines, and concerning the sno- 
cess of the dluplicate records. 

In the full of 1893, after the Workl’s Fair, my friend, Mr, 
Charles Dickinson, the seed merchant of Chicago, was willing to 
back me up with some capital, and I went into business of han- 
dling talking machines, 

In December, 1894, 1 visited Mr, Easton in Washington, and 
told hin) of some improvements on the duplicating wachine I had 


made, and to which his companies were entitled under my agree- | 


ment. He asked me to make one of the improved machines for his 
companies, as his companies would like to go into the duplicating 
Inisiness more extensively, And while I was in Washington he 
asked ine to modify the agreement which I had made with his com- 
pinies. He stated that they thought of going more extensively into 
the business of making duplicate sound records, and asked me to 
waive the royalty of two cents per record, and stated that if] would 
waive this royalty to his companies they would give me a perma- 
nent permit or license without any conditions as to the purchase of 
master records from them to mannfacture and sell as many dupli- 
cates as Lsaw fit. I thonght this was a better arrangement in 
some respects than the one we were working under then, and there- 
fore consented, Thereupon Mr. Easton wrote mea letter dated Jan- 
nary 8, 1895, which he said would evidence the modification of the 
contract between his companies and myself, and that its effect was 
to give me the unrestricted right to make and sell duplicate 
181 sound records, TIT have this letter signed by Mr. Easton, ready 
to produce in Court, if wanted. 

The application for a patent referred to in this letter is my appli- 
cation and my patent for the two formsof duplicating machine, I 
have a copy of my said application, and also a copy of my said 
patent, ready to produce in Court if wanted, 

In view of this modification of the contract, | decided to increase 
my capacity for making aniplieate records, and started at once to 
build the machine for Mr, Easton’s companies, and also three or 
four for myself. I wrote to Mr, Easton on January 19th. 1895, 
asking him to send me some parts to be used in these machines, 
On Jannary 25th, 1895, Mr. Easton wrote mea letter asking, 
‘¢ How is our duplicate apparatus getting along?’’ I have this let- 
ter to produce in Court, 
Graphophone Company, by Mr, Easton, wrote me that they had sent 

the parts. (Note: This letter by mistake is dated 1894 instead of 
1895). Thave this letter to produce in Court. On March 25th, 
1895, the American Graphophone Company, by Mr. Easton, 
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achoowledged the receipt of the duplicating machine T made for 
them.  L have this letter to produce in Court. 

Before That finished the machine for Mr, Easton's companies, he 
enme out te Chicago and eame tomy house to see it, and he saw at 
my house this machine that Twas building for his companies, also 
the machines that Twas building for myself, and the machines that 
I was using and had been using np to that tine in manufacturing 
duplicate records under our previons agreement, and was then using 
under our modified agreement. 

I have spoken of building duplicating machines, Ido not mean 
by this that I built the entire machine. My improvement is in the 
_ form of an attachment to the ordinary Edison phonograph and in 

‘building my duplicating machines 1 have changed or added to regu- 
lar machines or parts thereof procured fron) the complainant or its 

licensed manufacturers. 
182 Since my license, the American Graphophone Company, the 

Columbia Phonograph Company, Mr, Euston, who is president 
of the Americun Graphophone Company and also Presilent of the 
Columbia Company; Mr. R. F, Cromeline, who is vice President 
of the two companies, and Mr, Mervil Lyle, whe is also a Vice 
President of the American Graphophone Company, have all been 
fully aware that I have been engaged in the business of making and 
selling duplicate sound records wnder my license from them, Crom- 
elin and Enston have been at my house where I made these records, 
and Lyle has been with Easton at my place of business on Madison 
Street, where I make them. And Easton has been in my place of 
manufacture, 107 Madison street, many times, and has seen my 
employees making the duplicate records, And they have all known 
that I have invested my money in this business, and Enston and 
others of them have personally encouraged me to proceed in it, and 
have seemed glad that | was making money out of it. 


Since the modification in the contract, dated January 8, 1895, 


neither Mr, Easton nor the Columbia Phonograph, nor the Ameri- 
can Graphophone Compuny, have ever paid me for or rendered me 
any account of the number of duplicate records made hy them, or 
either of them, Nor have I demanded of them any accounting, nor 
asked for any payment on account of the two cents reyalty for du- 
plicate records, At this time, if these companies and Mr, Easton 
should pay me two cents for each duplicate sound record which 
they have made by meuns of the method | have disclosed te them, 


Affidarit of Leo 
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the amount would exceed at the lowest estimate a half million dol- - 


lars, They claim that they now make 20,000 duplicate records per 
slay, andl thie would be $400.00 per day to me by way of neat . 
vr about $120,000 pen anoum, But the fact is that I bave al- 
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AMdayit of Leon $133 ways acted, the American Graphophone Company, the Colum- as) 
Fee eed 1800. hia Phonograph Cumpany and Mr, Easton and all his companies of Chi 
have also always acted, from the date of the modification of the This ( 
contract up to the beginning of this snit, in perfect accord with the am tly 
understanding that I haven free license to manufacture and sell du- machi 
plicate sound records, ? pany ; 
It will be remembered that I made an application for a patent on that it 
ench of my two forms of duplicating aL one having the air ered | 
tube connection and the other a mechanical connection, and that I duplic 
| attached to this affidavit a copy of the patent which was granted on the o1 
he the air connection form, and a copy of the application for a patent at a cx 
i on the mechanical connection form of the machine. The complain- trary 
4 . ant’s lawyers, acting for Mr, Easton's companies, Messrs. Pollock the tu 
and Manroand Mr. Ritter, prepared these two applications, The b 
application on the air connection form wes exeeuted by me about 135 t 
the same time as the two letters or agreements, dated March 16th t 
and 17th, 1892. At that time [told Mr, Easton that I thought And a 
they had better file an application on the other form, But for ‘ prodn 
sume reason he delayed doing it until in 1895, although I spoke to factor 
him about it and told bim he onght to do it in the interest of his or sou 
conipanies, as | bad got both ef the forms up in 1859 while T was - recorc 
/ ut Grand Island, and that one was quite ui as the other. in m) 
As to my co-defendant, the Talking Machine Compnny, I am recor 
' not an officer nor a director of this Company, but 1 am familiar lp 
with its business. ‘This Company has never made any duplicate for mi: 
sound records, Its business is the handling and sale of grapho- ords 
, phones, phonographs and supplies, which it purchases of duly an- bough 
thorized manufacturers, namely: the Columbia Phonograph Phonc 
134 Company and the Edison or National Phonegraph Company. for m 
| It has purchased some duplicate sound records of me, which I uses a 
ik have made under the license above mentioned. The Talking Ma- Chica; 
a chine Company isin no wise interested in, nor connected with, my for m 
8 business of manufacturing and selling duplicate sound records, I side © 
Sim sell to this Company just the same as I sell to others, and not ° this ci 
Fy at, otherwise. | phone 
rope As to to my co-defendant Henry B. Babson, I know Mr, Babson there 
aye very well, and I know that personally he has not made any dupli- Ins 
¢ cate sound records; bas no apparatus for making auch records and Napy « 
. has no interest in any apparatus that I know of. He has no inter- the of 
est whatever in my business of manufacturing duplicate sound . Prelip 
records, and no interest in the license which I own. Indeed, no- perha 
body has any interest in my business or license except myself. Mr, long 4 
; Babson hus personally never bought any duplicate sound records Lue 
that I know of. : i SE 136 j 
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As tomy co-defendant, the Polyphonoe Company, Mr, Dickinsen, 
of Chicago, is President and Tam i resident of this Company. 
This Company handles what is known as the polyphone, ef whieh I 
am the inventor and patentee,  Phis machine isan ordinary talking 
machine such as is manufactured and sokl hy the complainant com- 
pany ani its licensee, the National Phonograph Company, except 
that it is provided with two reproducers instead of one, 1 discoy- 
ered that the sound could he very considerably augmented by 
duplicating the reprodueers on the instrument so that the stylus of 
the one reproducer would follow in the groove of the sound record 
at a considerable distance from the other. I discovered, quite con- 
trary to what might be expected, that the quality and character of 
the tone would not he interfered with, hut that the volume would 

be more than donbled. The Polyphone Company, in making 
185 this machine, buys an ordinary talking machine of Mr, Eas- 

ton’s companies, and an extra reproducer with the machine, 
And all that the Polyphone Company does is to mvunt the extra re- 


pila on the machine, The Polyphone Ea DaBY does net manu- 
t 


icture, und has never manufactured, any duplicate sound records, 
or sound records of any kind. It has bought no duplicate sound 
records of me, The Polyphone Company hus no interest whatever 
in my business of manufacturieg and selling duplicate sound 
records, | 

] personally, myself, employ Mr, Leachman, and he works 
for me alone. Heis asinger, And he makes his own master rec- 
ords in the usual way on an Edisen phonograph, and on blanks 
bought of Mr, Easton’s companies, or their licensee, the National 
Phonograph Company. And to fill in his time he makes duplicates 
for me of hisown master records. The duplicating machines he 
uses aremy property. Indeed, | know of nobody in the City of 
Chicago, except myself and my employees, paid by me and working 
for me, who are engaged in making duplicate sound records, out- 
side of the Columbia Phonograph Company, who are now using in 
this city one of my machines which I sold to the American Grapho- 
phone Company, the complainant, in 1897, And I do not believe 
there is anyhody doing so. 

In conclusion, and as explaining what seems to me the extraordi- 
nary conduct of Mr, Easton and his companies in bringing this and 
the othor suit against me, and asking the extraordinary relief of a 
Preliminary injunction and the seizing of my machinery, I onght 
perhups to state somethings which have recently taken place. A 
long time ago—just when [ am advised by my counsel not to dis- 


close, as it might jeopardize my rights in the Patent Office, I> 


136 invented a very important improvement in talking machines. 
Up to the time of my invention it bad been supposed that the 
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loudness of the sound waves produced fapende) entirely npon the 


depth of the andnulations in the bottom of the sound groove of the 
record. ‘This I discovered is not trie, I demonstrated that the 
distance from crest to crest of the sound wayes, and the surface 
speed of motion of the cylinder, was the measure or important 
feature upon which the loudness depended, This is my 
invention, I have built machines at different times containing 
this invention for experimental purposes, and to demonstrate the 
invention 1 explained this invention and its principle to Mr, EK, D, 
Easton many monthsago, Some months after Lexplained it to him, 
he caused one of his employees, by the name of Macdonald 

to file an application in the Patent Office, claiming this invention of 
mine as his own, and, us Tam informed and believe, to assign the 
sume to Easton's companies, And an interference is now nbout to 
be declared between my application and that of said Macdonald. 
And Euston has sent his attorneys, and other persons haye heen re- 
peatedly to see me, to arrange a settlement or to get me to stale 


my dutes. And their attorneys have written to my altorneys to - 


the same effect. Mr, Easton himself came to Chicago to see me 
about the matter, But I sent Mr. Easton word that [ would not 
talk to him about it except in the presence of my attorneys. | 
believe this made Mr. Easton very angry, beenuse be could not con- 
trol me in this matter, as my invention, above referred to and 
known asthe Concert Phonograph or Graphophone Grand, and which 


_ can be readily heard a block away, is regarded as an invention of the 


utmost value and importance. Mr. Easton's compunies, and also 
137 the National Phonograph Company, its licensee, are making these 

machines and selling large numbers of them with my inyention 
and-without my consent. While the ordinary phonograph or 
graphophone sells for from $5.00 to $25.00, these impreved instru- 
ments, which cost very little more to make, bave heen bringing in 
the market from $100.00 to $300.00 apiece, And | am informed 
that the factories nre months behind in their orders for them, Mr. 
Euston very well knows that I am the inventor of this machine in 
which he is so deeply interested, and the patent for which he is now 
trying to deprive me of. And I have no doubt that this suit 
brought collectively against me and others with whom I haye busi- 
ness relations is solely for the purpose of breaking me down in my 
business in order to prevent me from fighting the interference in the 
Patent Office, and with a view of forcing me to a settlement on Mr. 
Easton’s own terms, 


In making the duplicate sound records which T have mannfact- 


ured for sule, I have always used what are known us phonograph or 
sound record blanks; a hollow cylindrical body made of wax-like 
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motel gecepeds, Lhiey nee sold fteeky con Che treet bey Uhier qrentn 
phonation its tiveneces, the Cobintas Phonograph Company wna 
the National Phonograph Companys, or the Rdieon Company, as the 
latter is sometimes called, And TP have always bought my blinks 
of these conecerus and of nobody else, TU Wiery THha nlwaves sold the 
sume tome freely, Althongh those phoomsram nr sound record 
blanks are patented in the complainant’s patent sued upon in this 
vase, and other patents, those blanks have never been marked 
‘* patented’? nor the packages in which they are seld, 
188 =Jtistrue, as Mr, Euston states in his affidavit, that ¢ All 
practical duplicating machines are constructed on the same gen- 
eral plan and operate on the same principle,’ and the duplicating 
machine which he deseribes in his affidavit as heing used by the 
complainant Company, as well as by me, is the same machine which 
I invented and built in 188), in Grand Island, Nebraska, and after- 
wards built another of in Chicago in 1890, and afterwards built still 
another of in Washington in (892, and which I disclosedl te Mr, 
Maston and the complainant Company in consideration of theie 
agreements with me. 

Referring to Mr. Easton's affidavit, it is true that for some years 
prior to 1897 1 was the Manager of the Chicago Tulking Muchine 
Oompany, This Company, whose affairs were wound up in 1897, 
and whose corporate existence has since been ended, wus engaged 
in the business of dealing in talking machines and talking machine 
supplies manufactured by the complainant and its authorized mann- 
facturers, In April, 1897, this Company agreed with the Ameri- 
can Graphophone Company to wind ip its affairs and said Company 
hus done so, At the time of this agreement the Columbia Phono- 

' graph Company engaged me to enter their employ as Manager of 
the Columbia Phonograph Agency of Chicago, and in August, 189%, 
I so entered their employ, at a compensation amounting to about 
$6,000 per year, 

At {he time the Chicago Talking Machine Company made this 
agreement to wind up its affairs, on April 17, 1897, Mr, Easton 
came to Chicago a few days afterwards and bought of me five of 
my duplicating machines which I had been using under my license 
from the American Graphophone Company up to that time in mak- 


IN es, ing duplicate records for sale, 
139 Lut this time sold these duplicating machines to the Ameri- 
ean Graphophone Company because [ had agreed to enter the | :. 


employ of their selling agency company and could not give my per-: 
sonal attention to the business of making duplicate sound records 
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1) Apidavit af Lean ff, Douglass, 


under my license, I haweyer,at this time did not sell tothe Ameri- 
can Graphophone Company, or give up my license to make dupli- 
cate reeords. And the American Graphophone Company paid me | 
at this time, on or about April 27, 1897, $250, for these five dupli-— 
cating machines, payment being made in preferred stock of the 
American Graphopbone Company, At the time of this purchase 
of my five duplicating ‘machines, the American Graphophone 
Company and its President, Mr, Easton, well, know that 1 had a li- 
vense to make and sell duplicate sound records, that I had been ex- 
ercising that license for years and that 1 did not sell it, surrender 
it or give it up. 
I remained in the employ of the Columbia Phonograph Company, 
as Managor of the selling agency at Chicago, until March 1, 1898, 
after which I entered the employ of the American Graphophone 
Company, and remained in their employ entil October 1, 1898, 
when I left their employ for the purpose of starting in the business 
of manufacturing duplicate sound records under my license, with 
the full knowledge and consent of the American Graphophone Com- 
pany and Mr. Easton, its president, | 
In April, 1897, about the time when the Chicago Talking Ma- 
chine Company made this agreement with the American Grapho- 
phone Company to wind np its affairs and I agreed to enter the em- 
ploy of the Columbia Phonograph Company, Mr, E, D. Euston ad- 
mitted and acknowledged to Mr. Charles Easton and myself the ex- 
istence of this license from the American Graphophone Com- 
140 pany to me, and asked me to sign a paper stating or acknowl- 
edging that the license or nuthority granted me by the Ameri- 
can Graphophone Company had expired, I flatly refused to sign 
the paper, 
In the Spring of 1808, while I was in the employ of the Ameri- 
can Graphophone Company, that Company had a snit against the 
’ Western Phonograph Company, in which they desired my testimony 
concerning seme matters, in the form of an affidavit. They pre- 
ared an affidavit for me to sign, which was presented to me by Mr, 
‘ile Ay of Messrs. Poole & Brown, their attorneys, of this City, 
This affidavit contained the statement that the American Grapho- 
hone Company had not granted a license to any one except the 
National Phonograph Company, for making duplicate sound records 
under its patents. I reminded Mr. Brown that this was not trae— 
that I had a license to manufacture duplicate sound records, He 
corrected the affidavit in this respect and I then signed it. 
As 1 stated before, the sound record blanks which I have used in 


making my duplicate sound records, I have in every instance pur: — 


chased from the complainant or its regular licensed mannfacturers 
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direethy or indireeth. Fora sear or tye PT hnave purchased many deri: at tenn , | | 
ofomy blanks directly or indirectly from the National Phonograph — pled dune 10, 199 ! 
Company, which COMPRIOY is licensed by Clave crorrenpeleebeeerne Gar dee ; 
facture and sell these blanks under the patent sued apon, and other ) 
patents owned by the complainant, And the National Phonograph 
. Conpany sells blinks to me and to others absolutely without any re- 
striction as to how they shall be used, TE any restriction npon the 214 | 
use of these blanks was intended, it would be easy to put a label on se eee eat 
the package or on the blank, or its wrapper, giving notice to the Heh eal 
purchaser of such restriction, But there is not, nor has there aaa i tat 4 
141 ever been such label, notice or notification of any kind npon or ip & i 


about the blanks or their packages or wrappers, Moreoyer I 
have been assured by Mr..Gilmore, the manager of the National 
Phonograph Company, that no restriction is intended to he placed 
upon the use of ian record blanks; on the contrary that the Na- 
tional Phonograph Company is gli to have as many sold and used 
as possible, and that said compuny is entirely indifferent as to the 
» manner of their use, whether for making original sound records or __ , 
duplicates. The National Phonograph Company has been, to my 
knowledge, so engaged in manufacturing and selling these sound 
record blanks for a number of years, And tne complainant itself 
also sells similar sound record blanks without any notice or restric- 4 
tion as to their method of use, and has been doing so for a number 
‘ of years. It has sold these blanks to me with the full knowledge 
| and understanding that I intended to use them in making duplicate 
sound records. And the National Phonograph Company has sold 
me thousands of these sound record blanks, knowing that I was en- 
gaged in making duplicate sound records, and knowing that — 
I hought the blanks for that purpose. And, during the past week, 
_ the manager of the National Phonograph Company, Mr. Gilmore, 
— has offered to sell me, and stated that he would continue to sell me 
as many of these sound record blanks as | might need for the pur- 
pose of cutting or writing duplicate sound records on them, and 
that they were sold without any restriction, and that he and his 
company had no objectin whatever to my using them for making 
duplicates. ! | ! 
In connection with my statement that the sound record 
blanks which I use and have been using in making my duplicate 
sound records, are patented in the , letters patent sued 
’ upon and in other patents belonging to the 
complainant, it should be explained that what’ 
142 I meant by this is that the National Phonograph Com- 
: pany is licensed under the patent sued upon to make and sell . 
these blanks, and that claim 13 of the patent sued upon is supposed 
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Mdavit of Leon 
F. Douglass, filed 
June Lu, 169, 


. 
Ameement, filed 
June 10, 1899. 


02 Agreement between Leon FL Douglass and EB. D, Euston. 


by the complainant to be bread enough to cover these sound reenri| 
blinks which wre made of a hard, brittle material called ' lead 
soap.’’ ‘The sound record blanks which I use are in fact the inyen- 
tion of Thomas A, Edison, and are patented to him, The com- 
plainant itself could not make nnd sell those sound record blanks 
withont 1 license under Mr, Edison's patents, The fuct is that the 
sound record blank or tablet shown and described in the patent 
sued upon, and made of wax, or wax-like material, is, and has 
proven to he of no value whatever and utterly Hi) dat bt ik And 
it could not be nsed commercially for making duplicate records, 
To make n practicable duplicate sound record, a wax-like material 
cannot he employed. Tt is essential for this purpose to employ a 
hard, brittle, metal-like substance, sueh for example as lead, soap, 
or metallic soap, of which the Edison sound records are made, and 
which use and always have used. On account of the utter worth- 
lessness and impracticability of the sound record tablet or blank 
shawn wd described in the complainant's patent sned upon, and its 
absolute incapability of practical commercial use in making dupli- 
cate sound reeords, the complainant wonld and could suffer no 
danjage from its use, if any one could be hired to se it, The fact 
is nv one now uses it, or bas for years past attempted tu use a sound 
record blank composed of wax or a wax-like material, such as 


shown and deseribed in complainant’s patent. 


For convenience | append hereto a copy of the letters of agree- 
ment dated March [6th and 17th, 1892, and the one dated Jannary 
3, 1895; also a copy of my application for a patent, which is 
148 referred to in said letter as ‘* pending,’’ 
described in this application which | am using and have used 

to make the duplicate sound records complained of in this suit. 


(Signed) LEON F, DOUGLASS. , 


Subscribed and sworn to before me this 9th day of June, 1899, 
H, M. MUNDAY, 
(Seal. ) Notary Public, 
1i4 Copy. | 
| é Washington, D. C., March 16th, 1892, 
Leon F, Douglass and E, D, Easton hereby agree us follows: 
Douglass is the inventor or discoverer of a process, now secret, 


for daplicating musical and other records on phonograph and grapho-, 


phone cylinders; and Euston desires to obtain complete ownership 
and control of said process, | 

Douglass sells, transfers and assigns to Easton all his right, title 
and interest in said process; and agrees to improve said process by 
every means in bis power and to furnish improvements to Easton 
without cost for Dougluss’ services. 


It is the machine | 
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Douglass further agrees that he will use all efforts to secure pat- 
ents on the process and improvements > and that he will assign to 
Easton, any patents he may procure; provided that the cost of 
tuking ont patents shall be paid by said) Easton, Easton to be reim- 
bursed by Douglass, out of royalties hereinafter provided in case 
Kaston shall advance money for applications which shall be re- 
jected. 

Douglass further agrees that pending question of obtaining pat- 
ents he will not communicate this process to any other persons than 
those authorized by Easton, nor permit others to use it if in bis 
power to prevent. 

In consideration of the performance by Douglass of all the un- 
dertukings in this agreement, Easton agrees to pay Douglass a roy- 
alty of two (2) cents per cylinder on each phonograph record made 
by this process and used or sold. 

Allof Douglass’ unfilled orders for records are to be filled by 
Easton under this agreement. 

Douglass and Easton agree to execute such further agreements as 
may be necessary to secure to Easton a complete monopoly of the 
process of Douglass, and to Douglass the royalty above specified. 

(Signed) LEON F. DOUGLASS (Seal) 
EK. D, EASTON. (Seal) 


(Endorsed) Filed June 10, 1899. 
5S. W. BURNHAM, 


> 


Clerk. 
145, Copy. 
‘Form Lt. All business letters should be addressed to the 
Company. 
James G. Payne, Chas. J. Bell, 
Pres’t and Gen’! Maa. V.-Pres’t and Treas. 
Jus, A. Bates, Edw. D. Easton, 
Secretary. Director of Agencies. 


Directors : 
Jas. G, Payne, 
Chas. J. Bell, 
Jas. A. Bates, 
Edw. D. Easton, AMERICAN GRAPOPHONE COMPANY, 
Andrew Devine, | Fleming Building. 
John H. White, 
R. O. Holtzman, 
Saim’l M. Bryan, “Washington, D. C. March 17th, 1892. 
Chas. S. Taintor. . 
The American Graphophone Company and Leon F. _ Douglass 
hereby agree as follows ; 
Douglass is the inventor or discoverer of a process, now secret, 


b. 


Agreement. filed 
June 10, 1a. 
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4 Agreement between A. @. Ca, and Lean FL Douglass, 


Agreement, for duplicating musical and other records on graphophone cylinders, bee 
vane} 8. and the American Graphophone Company desires,to [nse this proc- 
ess in its business. 
Douglass agrees to disclose to James G, Payne, President and E, 
D. Easton, Director of Agencies, of the American Graphophone 
P Company his method of making duplicate graphophone records, on . 
receipt by Douglass of a written undertaking from Payne and 
Easton that they will not communicate the process to others with- 
out the authority of Douglass. 
Douglass agrees to procure at the expense of the American 
Graphophone Company all apparatus that may be needed and to 
give the nse of the same to the Company on the following terms: VIE 
Douglass to receive a royalty of two cents per cylinder on all 
perfect cylinders made by his process and sold or used, 
The American Graphophone Company to deliver to Douglass as In 
soon as the same ean Mi spared without prejudice to other demands, 
five complete nickel in the slot graphophones; and at a later date, 
but within a reusonable time, five additional nickel in the slot 
graphophones complete, a total of ten. These machines shall he 
billed to Douglass at one hundred dollars each, a total of one thon- 
snnd dollars. Should the.amonnt of royalties due Douglass as here- 
inbefore mentionea never reach one thousand dollars, he shall never- Mr 
theless he entitled to the full possession and ownership of said ma- 
chines. After royalty in excess of one thousand dollars has uccrued 
to Douglass the amount so in excess shall be paid him in cash, De: 
monthly or otherwise, as may hereainfter be arranged, ] 
Douglass shall have access to the records of the company for the. dep 
purpose of verifying amount of royalty dne; and Douglass and the y 
American Graphophone Company hereby agree to execute any fur- you 
ther agreement that may be necessary in the premises, | _ bef 
AMERICAN GRAPHOPHONE COMPANY, } 
By JAMES G, PAYNE, | aut 
President. su¢ 
E. D, EASTON, aw 
. | Director of Agencies, con 
LEON F, DOUGLASS, a | 
' Witness ; “ sig) 
ANDREW DEVINE, phe 
(Endorsed) Filed June 10, 1899, , tue 7 
| S. W. BURNHAM, : eat 
Olerk, pe 
( 
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eo UMaltinnore Ouliea 
Lik. Haltimere Street. Lang Petanee Telephone 1172, 
Cable Achtress 1 Colpho, 7? 


COLUMBIA PHONOGRABIL CO. 


Under authority of the North American 
' Phonograph Co. and the American Graphophone Co,, 
Perfected Graphophones, Edison Phonographs, 
Musical Records, Clockwork Motors, und 
Supplies for Graphophones and Phonographs, 
¥19 Pennsylvania Avenue, 
Washington, D. C, 
Sole Agents 
In Md., and Dist, of Col, 
For the Densmore Typewriter, 
Edward B. Easton, President, 
W. H,. Smith, V, Pres. & Treas. 
B. F, Cromelin, Secretary, 
I’, Dorian, Manager, 
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Jan, 3-95. A 
Mr, Leon F, Douglass, 7 
No. #8 Madison Street, 
Chicago, Ills. 
Dear Sir ;— 
Referring to our contract of March 16th, 1892, this is to evi- y odifcation of 
dence a moditication of said eontract as follows: contract, filed 


June 10, 1899, 


Application is now pending for a patent for an improvement in 
your process for duplicating, and you have assigned the same to me 
before issue. 

You are hereby licensed under the patent already issued, and are 
authorized to use the process covered iy the pending application, in 
such way, personally, as you please, the consideration to me being 
a waiver of the reyalty of two cents per cylinder specified in your 
contract with me of March 16th, 1892. 

— It is understood that this is s personal license; that it is not as- 
signable, nor salable; but that you may make, for sale, as many 
_ phonograph records as you please under this license. 
The aboye is not intended to, in any way, modify or affect any 
hy agreement you may have with the American Graphophone Com- 
pany. . 


, = 
— 


Yours truly, | 

| (Signed) E, D, EASTON,” . ° 

(Endorsed) Filed, tone 10, 1899, | eee cae 
S. W, BURNHAM, Clerk. 
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96 Letter. 
Copy. 

147 + Form 1, 
| All business letters should be addressed to the Company, 
James G. Payne, | James A. Bates, 

Prest. and Gen’! Man, Secretary, 
Chas, d. Bell, Kdw, D. Easton, 

V.-Pres’t and Treas, Director of Agencies. 

Directors. 


James G, Payne, 

Chas. J. Bell, 

Jas. A, Bates, § AMERICAN GRAPHOPHONE COMPANY, 
Edw, D. Easton, Fleming Building, 

Andrew Devine, . Washington, D. C.,.,..,.,.,189 
John H, White. 

R. O. Holtzman, 

Sam’l M. Bryan, July 15, 1892, 
Chas. 5. Taintor, 

Mr. Leon F, Douglass, Washington, D, @, | 

Dear Sir—You entered the service of this company in March 
last, at my solicitation, with a gnarantee of at least a year’s employ- 
ment. 

You now retire of your'own accord in order te be near your 
parents and friends, We have found your services thoroughly sat- 
isfactovy and part with you regretfully and with best wishes. 

Your duplicating process hus been successfully applied to the 
graphophone and this company has contracted with you for the right 
to its use hereafter on payment of a royalty. 

Not only bas your work been well done, but your deportment has 
beon such as to win our respect and esteem. 

, Yours very truly, 
(Signed) E. D, EASTON, 


Director of Agencies, — 


(Endorsed) Filed June 10, 1899. | 
| 4 S. W. BURNHAM, 
Clerk, 


I 
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President and Treasurer, Falwarcd 1. Easton, . 
Vico: Prement, Gieneral Manager 
: and Secretary.” 
Factory ’ 
Bridgeport, Conn, ul i 
American Graphophone, wets | i 
Directors: Was hg Fae 
- Chas. J. Bell, Win. B. Bond, Ahh alee 
Gardiner G, Hubbard, R. O. Holtzman, hy Ger 
Chas, 5. Tuintor, das, A, Bates, pees 
Edward D. Easton, John J. Phelps, a Se 
Frank L. Hall. ae ve 
Principal Office 919 Penna. Aye, sap Th sh 
Dictating to theGraphophone. Transcribing from the Graphephone, Py og 
| Washington, D, C., March 25, 1895. Ge Mes 
My dear Mr, Douglass:— Letter, fled June Sch: Sac 
Yours of March 22nd and March 23rd received, and read with a  ' 18 ie a 
great deal of interest. oy ee 
/The duplicating muchine has arrived. We shall set it up and Py ; ie 
test it very shortly, and will then write you. It certainly looks Pelt | Pent 
we ' like a simple and efficient machine. , | cae | boosie 
* * * % * * eye 6 ay 
(Signed) EE, D. EASTON.” tae Wee 
(Endorse) Filed June 10, 1899. . 1 Ks Bes 
S. W. BURNHAM, ran aa 
Clerk. Pen? hoi, 
149 Amount received, $15, aes 
Chief Clerk. eet ae 
Bae! ee ht) 
Petition, yA 2s # 2 
Tesh Commissioner of Patents : | | wok “, 
our petitioner, Leon F, Douglass resident of Chicago, in the ana Be 
“ State of Illinois, prays that Letters-Patent of the United States Peta 10. 1849. ay ge 
may he granted to him for the Improvement in the Duplication of ee 
Sound Records set forth in the annexed specification ; und he hereby 3 | j peat Fy 
appoints Anthony Pollok, Esq., and Philip Mauro, Esg., (compos- se ; ae te 
ing the firni of Pollok & Mauro), of the City of Washington, inthe  '! ahh ee : 
District of Columbia, his attorneys, with full power of substitution | \ Bgay 
_ and revocation, to prosecute this application, to make alterations < seg ie 
i] 23g he 
te 
ws | ; 
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Petition, filed 
June 10, 1890 


Specification, filed 
Fane 10, 180. 


98 Specification, 


and amendments therein, to receive the patent, and to transact all 
business in the Patent Office connected therewith. 
LEON F, DOUGLASS, 


5S. W, BURNHAM, 
Clerk, 


(Endorsed) Filed June 10, 1899, 


150 Specification, 


To all whom it may cencern: 

Be it known that 1, Leon F. Douglass, a resident of Chicago in 
the State of Llinois have invented a new and useful improvements 
in the duplication of Sound Records, which improvement is fully 

set forth in the following specification ; 
151 ‘This invention has reference to the duplication of sound 
records and has for its object to produce with rapidity and 
economy accurate fac-similes of an original phonographie record, 

In Letters-patent No, 475,490 granted to me May 24, 1892, is 
described a method of producing sound records from un original or 
master record, which method consists generally in delivering the 
sound waves set up by the reproducing diaphragm to a second <(lia- 
phragm carrying a recording stylus, causing the latter to copy the 
movements of the reprotucing diaphragm, and to cut or engrave 
upon a suitable blank or cylinder a copy of the original record. 
More specifically the suid method consisted in employing a body of 
confined air as the- medium of communication between the two dia- 
phragms, 

According tothe present invention the reproducing and record 
styles are directly connected by mechanical means, being so mounted 
and supported that the latter follows or copies the movements of 
the former, und the invention consists broadly in the combination of 
the two styles with supporting devices and connections whereby the 
result above stated is accomplished, 

In carrying out this invention many different forms of mechan- 
ical connections, such as links, levers etc., may he employed to 
transmit the movement of the reproducing stylus to the recording 
stylus, so thut the latter is positively controlled by the former and 
1 do not limit myself to any particular arrangement of mechanism. 

In order, however, that the principle of invention may be fully 

understood, I will describe the hest means now known to me of 
152 applying the same in practice, reference being had to the ac- 

companying drawings, in which Fig. 1 represents in side ele- 
vation one form of duplicating mechanism which I have found effi- 
cient in actual use, and Fig. 2 represents a similar view of a moidi- 
fication 
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Vorepresents an origina} ormaster ceeotd, and Tb the blank on 
whch elplponter pe te Dee tanele, biotdy Vee ntege merpiprene tend nnn rotated 
by thecienaler amy suitobleonedie. Coie the ari er cirrige spe 
porting the duplicating mechanism, which arm oor carriage has a 
slow Jongitudion! movement, as well understood. The reproducing 
point or stylns @ is of any appreyed constriction. As shown it is 
eatried by a lever 4, pivoted fo an arm e, which in tarn is) piveted 
to an upright support dattached to the arm oor carringe C. An 
ndjustable counterweight D is proyided for arm ¢, tending to press 
the point of stylus @ against the record with yielding pressure, 

The recording stylus 7 is also carried hy u pivoted lever g, the 
rear end of which is directly connected by a link A, which may be 
a fine wire, with the end of the lever of the reproducing stylus. 
The lever g is piyoted to a support & attached to the pivoted 
weighted arm m, so that the recording stylns also bears on the 
record with yielding pressure. The details of the mounting of the 
two styles are of known construction, except that the weighted 
support of the reproducer usually bears downward upon the record, 
whereas in the construction shown this support is prolonged heyond 
its pivot and provided with a counterweight, so that the reprodue- 
ing stylus is pressed upwardly. These details may be modified 

within wide limits, since it will be obvious to persons familiar 
153 with the different known forms of recording and reproducing 
~ mechanism, that any suitable types of such mechanisms may 
be used in carrying oul the present invention, 
_ By renson of the mechanical connection of the styles a and f the 
latter follows all the movements of the furmer, and consequently 
cuts or engrayes in the recording tablet or blank B a groove of 
varying depth, baying elevations and depressions corresponding in 
form with those-of the master record A. 

With the stylus connected as shown in Fig. 1, the record on tab- 
let B will be the counterpart of that on tablet A, that is to say will 
have elevations where the former has «depressions und yice versa. 
In other words, if the sound record he graphically represented by 
the corresponding undulatory line, the record on A will represent 
one side of this line, and that on B the opposite side. It is, how- 
ever, obvious, that in reproduction the two records will set up the 
same sound wayes, since the reproducing diaphragm is, in either 
case, caused to follow the undulatory line which graphically repre- 
sents the suceession of sound waves which produced the original 
or master record, ; a 

It will be observed that in the duplicating mechanism herein de- 
scribed the usual disphragms are dispensed with, as their presence 
is unnecessary, | | 


De et Listas i i eT 
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100 Specification. 
Specification, tied By the mechunisiti shown in Fig. 2 0 fuc simile, as distinguished 
Jane 10,18. = fry a counterpart of the tiuster record is produced. In that case, 


the lever 4 is oinitted and the reproducer a carried directly by 
the cotinter weighted arm e« Lever g of recording 

style fis connected by & link A with the arm ¢ on that side of 
154 the fulewwi which carries the point a. Cotsequently when the 

latter enters a depression of the record, style 7 is pressed 
further into its recording tublet aid cits a corresponding depres- 
sion. 
* In other respects the two inechanisins are alike. 

In both the counterweight D is an important adjunct, as it af- 
furds u convenient ineatiy of regulating the pressure of the repro- 
ducing point upon the record. | 

Having now described my said invention, what I claim and 


155 
desire to kectire by Letters Patent is: 


1, 


An apparatus for duplicating or copying sound records compris- 
ing in combination # reprodtviug find gentry stylus mounted so 
as to be capable of free vibratiun, and mechanically connected to- 
gether, suibstintially as described, 


2, 

The soinbination of a reproducing stylus mounted so as tu be 
capable of free vibration, means for holding the same in contact 
with a record with yielding pressure a vibratory recording stylus 
and a mechanical connection between the epi rine and the re- 
eording stylus commubticating the movements of the former to the 


latter, stibstuntially as described, 


8, 


‘ ‘Phe cuibbination of a reproducing stylus supported on a pivoted 
arm, # counter weight holding the point of the stylus ugainst the 
record with yielding presstire and a vibratory recording stylus 
mechanically connected with said reproducing stylus, substantially 


as described, | | 
4, 


The combination of a reproducing stylus suppurted on a pivoted 
arin, & weight pressing the point of the stylus against the recurd, a 
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Hootie ety tie, oie a weighted arm exasing the reeording stylus to ohne Pig 
leer baprents the record with Yielding piresstire silotuntially as de- 
scribd, 
15h) In testimeny whoveof I haye signed this specification in — 
y the presence of two subscribing witnesses, fh ny 1 
my LEON BE, DOUGLASS, | ee 
PHILIP MA thal f Bie, 
REEVE LEWIS, na) itnesaee. oy ae aks 
] { i} ! ‘ PF wil 
17 . OATH, =i heat 
District of Po 
Columbia, | Le gt eae 
— Leon F, Douglass, the above named petitioner, a citizen of the t ; 
United States and resident of Chicago, Illinois, heing duly sworn, | BF 4 
deposes and says that he verily believes himself to be the oviginal, 3 : 
first and sole inventor of the-improvement in the Duplication of at a 
Sound Records, described and claimed in the foregoing specification, ays if 
that the same has not been patented to him, or to others with his ‘ Pay 
knowledge or consent, in any country ; that the same has not to bis q 
knowledge been in pnblic use or on sale in the United States for | ae 
more than two years prior to this application, and that he does not A # 
. know and does not believe that the same was ever known or used say 
prior to bis invention thereof. 4 : 
LEON F, DOUGLASS, “5 4c) 
Sworn to and subscribed before me this 8rd day of January, ee hf 
1895, | ai ee 
| PHILIP MAURO, | a ae 
(Notarial Seal) Notary Public, D, G, up Mi 
158 PATENT OFFICE LETTER, ts Pe 
Room 256, 24 hae 
' Department of the Interior, ‘ Pass 
United States Patent Office wey ital 
Washington, D. C., Feb, 16, 1895, ts nae 
J, P. H, Mailed een | {Hae be ot | ik oat 
Leon F. Donglass, Subject; Duplication of Sound , a ice 
’ Care Pollok & Mauro, corders, , ay 
City. Filed Jan. 21, 1895. No, 585,698. fe bese 
Please find below a communication from the Examjner in charge S&S Bt i “3 
of the application above noted, A é ee | tree Yaa 
JOHN 8, SEYMOUR, ’ Boe Arty 
Commissioner of Patents, { i ae “tag 
| Bry seers » 4 
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; 102 Specification, 
Apecticmtomgie? = ‘The claims are all rejected upon the patent to Bettini, No, 488,- 
881, December 20, 1892, Acoustics, AyHphaphnnes | 
A, P, GREELEY, 
M, A. (), Ex’r, 


«\ 

159 PATENT OFFICE LETTER, . ) 
Room No. 217. Ci 
Department of the Interior, N 

United States Patent Office, - FP 
d. PB. H. Washington, D. C, 1 Qetober 21, +BAR, 

Mailed ah P, 
eon F, Donglass, 
Care of Lollok & Manro, 
City. 

Please find a communication from the Examiner in charge of your | 
application for Duplication of Sound Records, filed Jan. 21, 1895, 16 
serial number 535,698. 

JOHN 8. SEYMOUR, + 
Commissioner of Patents. ; 
, In compliance with Rule 65 as amended February 14, 1895, this 3 
application has been re-examined, and the last official action is re- 4 
sated as & final rejection, ; 5 
Py ai | D. G. PURMAN, y 6. 
Ist Asst. Ex’r. 7 
160 (Serial Number, ) ‘Div. 28 : 
535,698 1895. (Ex’r’s Book,) 10 
89 il 
| ne 12 
Patent No, | 75 13 
Leon F, Donglass : {4 
Assor to Edward D, Easton, 15 
| of Wushington, D. C, 1g 
Of Chicago | 17 
County of 18 
State of Illinois 19 
Invention — Duplication of Sound Reeords. ' - 20 
Parts of application filed— 21 
Petition Jan, 21, 1896 ' ¥9 
Affidavit ae 93 
Specification iS rite) ] 
Drawing | es | ae 
Model : 
Print 
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For Commissioner. 
, 18H, 
, 189 , 
; 18D , 
, 189 , 


Pollok & Satine 
City, 





1895, 
Contents, 


Rejection Feby. 16, 1895. 
. Rej. Oct, 21, 1895, 


181, Acoustics, | 
Graphophones. 


- Title.’ 


Filed June 16, 1899. 
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104 Affidavit of Leon F. Douglass. 


162 IN THE UNITED STATES CIROUIT COURT, 


For the Northern District of Illinois, 
In Equity, . 


American Graphophone Company, 
Complainant. 


V6. 
‘Talking Machine Company, Poly phone No, 25,186, 
Company, Leon F. Donglass and Henry 


B. Babson, 
Defendants. 


State of Illinois, | mx 
County of Cook. 


Leon F, Douglass, one of the ahove named defendants, being first 
duly sworn, deposes and says } 

I am 30 years of age, and [ reside at No. 77 Lincoln Park Boule- 
yard, Chicago, Illinois, 

1 know E, D, Easton, the complainant company, the Talking Ma- 
chine Company, Henry B. Babson and the Polyphone Company, of 
which latter company I am Vice President. 

I know of my own knowledge that neither the Talking Machine 
Company, the Polyphone Company nor Henry B. Babson, have ever 
had, owned or used nny duplicating machines of any kind, or have 
ever made any duplicate sound records, If the complainant's nffi- 
davits are intended to convey any such inuendo or suspicion they are 
entirely wrong and mistaken, | 

I, individually, have and have had fora number of years, a license 
eA’ the complainant to make and sell duplicate sound records, and 


], individually, do make, rse and sell them, but haye never made | 


and sold them otherwise than in my individual capacity and 
168 under my individnal license. 
The few duplicate sound records referred to in complainant's 
affidavits, and some of which are made exhibits in this case, were 
made by me, by workmen in my individual employ, hired and paid 
for by me individually, and on duplicating material individually 
owned and controlled hy me. 

The duplicating machines seized hy the Marshall in this case are, 
and haye always, heen my individual property, and never were used 
hy any of my co-defendants, or by any one, except myself and 
my own indiyidual employees. 
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lnearromeng ts license right fram the complainant te make and 
sell ytapirate sem peeareds, Lhiase ulways writlenor cut the du- 
plieate upon the regahar patented somnd record blinks or eylinders 
ninnofeetared by the complainant or its licensed manufacturers and 
procured of itor its agents or denlers, ‘These sound record blanks 
are one ofthe things patented by the letters patent sued upon in 
this onuse, andare made and sold by the complainant for the pur- 
pose of cutting or writing sound records upon them, and ean only 
he nsed for this purposennd are of no use for any other purpose. 
And the complainant receives and collects from the purchaser in 
the price charged for them whatever patent compensation or royalty 
on them itsees fit, And when these sound reeord blanks or cylin- 
dlers are so bought of the complainant or its licensed manufacturers, 
agents or dealers, the patent compensation or royalty on them hav- 
ing heen once paid to and collected by the complainant, it has here- 
tofore been the universal anderstanding of the talking machine men 
und dealers that they may be freely used withont further royalty or 
patent compensation being demanded of the purchaser ; and this has 

heen the universal practice and custom of the business, Moreover 
144 the complainant sells these patented sound record blanks or 

eylindors to the pnblie generally and without any notice, enn- 
dition or restriction as to their use or as to how the record shall he 
written or ent upon their surface, either as an original or duplicate 
writing or cutting. 

The complainant has been selling sound records, duplicate sound 
records and sound record blanks for many years, and although they 
are patented in and by the letters patent sned upon, eompliinant has 
never marked them patented, nor the packages in which they are 
sold, as required by law. 

I have carefully examined theletters patent sned upon in this case 
and understand the same. It shows and describes and there is 
patented init a number of separate, distinct and independent in- 


ventions. 
(Signed) LEON F. DOUGLASS, 


Subserihed and sworn to hefure me this 3ist day of May, 1899. 
H. M. MUNDAY, 


(Seal, ) Notary Public, 
(Indersed) Filed June 10, 1899, 


S, W. BURNHAM, 
Ol, 
\ 


Affidavit of Leoe 


Doeugiass, 
Nied June tu, 
LH. 
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106 Affidavit af Charles Dickinson, 


165 IN THE UNITED STATES CIRCUIT COURT. 
For the Northern District of Illinois, 
In Equity. 


American Graphophone Company, 
Complainant, 


V6. ' 
Talking Machine Company, Polyphone }No,. 25,184, 
Company, Leon F, Douglass and. er 

Henry B. Babson, 
Defendunts, 


State of Hlinvis, 
County of Cook. 


Charles Dickinson being first duly sworn deposes and says : 
Iam the same Charles Dickinson who has heretofore made an affi- 


davit in thiscase, For some years prior to 1897 I was connected — 


with the Chicago Talking Machine Company, an Illinois corpora- 
tion, engaged in the business of dealing in phonographs, grapho- 
phones, sound records, duplicate sound records, and other talking 
machine supplies, of which Company Mr, Leon F, Douglass was the 
manager, In April 1897 the Chicago Talking Machine Company 
agreed with the American Graphophone Company to wind up its 
affairs, aud in accordance with thatagreement its affairs were soon 
thereafter wound up, and the corporate existance of said Company 
has since heen ended, I know of my own knowledge that for several 
years prior to 1897 Mr, Leon F, Douglass had nsed a number of 
duplicating machines and made duplicate sound records on 


them, and sold them to others, ineluding the Chiengo Talking Ma- | 


chine Company, and that he had a license from the American Grapho- 

phone Company to somakeand sell duplicate sound records, and 
166 that his said license right was exercised by him with the full 
knowledge and consent of E. D. Easton, the Pres- 
sient of the American Graphophone Company. I was 
present with Leon F, Douglass and E, D. Easton’ in 
April 1897 when the Chicago Talking Machine Company 
agreed to wind up its affairs, and 1 know of my own knowledge 
that at this time the American Graphophone Company by E. D. 
Easton its President admitted and acknowledged that Leon F, 
Douglass had a license from the American Graphopbone Company 





er wavahe 
CL ee 
Be DR 
(er) ebrapel 
of which 
recorius f 
knew, | 
_lass agre 
The Aine 
surrende! 
the contr: 
Mr, Leor 
, acknowle: 
Graphop| 
had expir 

paper, 

Subseri 
(Seal) 
, (Endorse 


re! 


167 IN 


ae 


15 F xi 


‘ache 
Americ: 


Talking M 
Company 
Henry B: 


State of Il 
County of 


Charles D 
Lam fort) 
Evanston, I 


Raymond R. Wile 


Research Library 


a — ra ay, _— ial 


oS 


-acknowledging that Mr, Douglass’ license from The American 
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teomishe amd sed] apitionte sind re onds  Andafterwards T was AMdavit of Fhe, 
moorntand heard “Phe Sinericnn Graphophone Company, by Mp, dune io, pee. 
I Dh. aston, its President, aeree te boy of Laon Py Doughiss five 
(i) sluplicating machines which Mr, Donghms then had, and some 
of which he bad heen using for years in making duplicate sound 
records for sale under his license, as Myr, Faston at this time well 
knew, I know of my own knowledge that at the time Mr. Doug- 
lass agreed to sell these five duplicating machines for $250.00 to 
The American Graphophone Company, he did not agree to sell or 
surrender his license to make and sell duplicate sound records, On 
the contrary, I remember distinetly that Mr, Easton presented to 
Mr. Leon F. Douglass a paper for Mr, Douglass to sign stating or 


ee iy 7 
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Grapbophone Company to make and sell duplicate sound records 
had expired. And I know that Mr, Donglass refused to sign this 


paper, | 
(Signed) CHARLES DICKINSON, 


Subscribed and sworn to before me this Tth day of June, 1899, | 
(Seal) ; LEWIS E, CURTIS. 


_ (Endorsed) Filed June 10, 1899. 7 
| S. W. BURNHAM, 
| : Clerk. 
167 IN THE UNITED STATES OIRCUIT COURT 
For the Northern District of Hlinois. 
In Equity, 


A merican Graphophone Company, 
Complainant, 


* 


- = 
ee Es” ; *- 
fie * 
at , = 


vs, | 

Talking Machine Company, Polyphone }No. 25,186. 
Company, Leon F, Douglass, and 
Henry Babson. | 


SF, 


Defendants. 


State of I}linois, Y 
County of Cook, { ™* Al: 


Charles Dickinson, being first duly sworn, deposes and says: Ameri of Chae. 
_ tam forty one years of age and reside at 1107 Michigan Street, June 10, 1909. 
Evanston, Illinois, am engaged in the business of handling and sell- 
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108 Affidavit uf Charles Dickinaon, 
* 
Amdavit of Chas. ing seeds, and um Vico President of the Albert Dickinson Company, ph 
Picking of? of Chicago, Corner W, Taylor Street and the River; Lani also 
President of the Chicago Moto-Cyele Company, 107 Madison 1 
Street, Chicago, Illinois. 

Lam President of the defendant, the Polyphone Company, and I Z [> 
nin the owner of the Leon F. Douglass patent No, 618,670, of No- rg 
vember 6, 1598, on the Polyphone attachment to phonographs or Bt 
graphophones, Tam fully familiar with the business of the Poly- ne 
phone Company, It consisthin baying of the complainant Com- si 
pany, or its licensed manufacturers, the Columbia Phonograph . ip 
Company and the National Phonograph Company or their licensed co 

dealers and ngents, graphophones and PRP RHEERD IA with an extra re 
repraducer part for each muchine. The extra reproducer is the + er 
ultuchment added to the ordinary phoheereny ov graphophone to m 
make ef it the,polyphone, The Polyphone Company applies the it 
exira reprodacer to the machine and then resells the same to its a0) 
16> customers, and among others to the conipliinant itself, the pl 
American Graphophone Company, ‘The Polyphone Company ll 
= has heen engaged in this business for many months, and has pur- | m 
chased from the complainant and its authorized manufacturers, pe 
deulers and agents directly or indirectly, many hundreds of grapho- ) 
phones and phonographs with the extra reproducers for the pur- it 
pose of adding the sume to the machines to constitutethe polyphone. i th 
The complainant company has been fully aware of this business g 
from its inception,» The complainant bas procured from the Poly- HH) 
phone Company specially reduced rates for the polyphones beught Ln 

hy it from the Polyphone Company, and itself sells to others the . 
polyphones so bought. : th 

The Polyphone Company has never manufactured any phonograph C 
or graphophone, or any part thereof; on the contrary it has bought k 

all suid machines and parts of the same directly or indirectly of the 
complainant or its licensed manafacturers, agents or dealers. The 1 
Polyphone Company has never made, used or sold any duplicating | ty, 
machines of any kind. Nor has it ever made any duplicate sound | I 
recoriis, nor any sound record blanks, nor sound records, nor bas ag 3 
it ever sold any duplicate sound records, sound records, or sound hk 
. record hlanks which were not purchased from the complainant or its | 
licensed manufacturers, agents or dealers, And the Polyphone W 
Company has never in any way infringed opon the letters patent — . i) 
sued upon in this case, Nor has the Polyphone Company ever \ 
bought any duplicate sound records of Leon F, Douglass, | ti) 
lam neither an officer nor a «irector of the Talking Muchine r 
Company. I know Henry bl. Babson, the Presideut of the Tulk- , 


ing Machine Company, and the Polyphone Company. sells poly- 
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Hite teohine wells fo the oe eenpey tl other dol. amidavit of Chas. 
! ep, and Pon generally tainsitaatt with ml the Jonsinens af the sume ie ties 
bie Valhing Machine Company is, Tid ne tulking machine 
bisiness of any kind from ist, when i owas organized, to 
Isvie, In dave it began the business of dealing in phonographs, 
graphophones, polyphones, sound records, duplicate sound records, 
sound record blinks and other talking machine supplies, The busi- 
ness of the Talking Machine Company is now, and has always been 
simply that of dealer in said machines aod supplies, and it lias never 
made any phonographs, graphophones, or parts of the same, on the 
contrary it has bought all said machines and parts of the same di- 
rectly or indirectly of the complainant, or its licensed manufactur- 
ers, agents or dealers The Talking Machine Company has never 
made, sol or used any duplicating machines of any kind, nor bas 
it ever made any duplicate sound records, nor has it ever made any 
sound record blanks. Nor bas it ever sold any sound records, du- 
plicate sonnd records or sound record blanks which were not pro- 
cured (lirectly or indirectly from the complainant or its licensed 
manufacturers, ngents or dealers. And the Talking Machine Com- 
pany has never in any way infringed upon the letters patent sued ) 
upon in this case. During the past six months the complainant | 
and its nuthorized manufacturers, agents and dealers, have sold to 
the Talking Machine Company many thousand dollars’ worth of 
graphophones, phonographs, sound records, duplicate sound records, - 
sound record blanks and other supplies, and the complainant has 
been fully aware of this all slong. 
I am new and have been for many years a stock holder of both 
the American Graphophone Company and the Columbia Phonograph 
Company. I know Leon P, Douglass and I, D, Easton, and have 
known them both from seven to nine years, and during this time 
have been somewhat familiar with the business of the Ameri- 
170 can Graphophone Company, and especially with the relations 
between Leon F. Douglass and said Company, and said Easton, 
I was a director of and interested in the Chieugo Central Phonograph 
Company when Mr. Douglass came from Grand Island, Nebraska, 
to work for suid Company as superintendent, 
It hus always been my understanding that Mr, Leon F, Donglass 
way the inventor of the practical process and apparatus of duplicat- 
ing sound records, and that he was the originator of the business, 
While Mr, Leon F. Douglass was in the employ of the Chicago Cen- 
tral Phonograph Company I knew of his making duplicate sound 
records for suid company, and I also remember that in the Spring 
of 1392 he went to Washington and éntered the employ, for a short ’ 
tine, of the American Graphophone Company, 1 also know that 
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110 Affidavit of Charles Dickinson. 


when he returned from Washington that he exercised the right or 
license to make daplicate sound records for hinwelf, and sold them 
to the Chicago Central Phonograph Company. [ have always under- 
stood that Leon F, Douglass was licensed to manufacture duplicate 
sound records by the American Graphophone Company, and I know 
of my own personal knowledge that he has openly exercised this 
right with the fall knowledge and consent of I, D, Easton and the 
American Graphophone Company for many years, 

I do not know the defendant Michael Seter or Nicholas Ott, 
named in the suit 25187, and never heard of them prior to this suit, 
Neither the Polyphone Company nor the Talking Machine Company 
has ever bought or proenred from them any phonographs, grapho- 
phones, duplicating machine, sound record, duplicate sound records 
or sound record blanks, And neither of said companies, to the best 
of my knowledge and helief, have ever had any dealings with them 

or either of them. 
171 I have personally known Leon F, Douglass and Henry B. 
Babson for a number of years, and | personally know them to 
be honest, trustworthy, straightforward, reliable, and truthful 


young men. 
(Signed) CHARLES DICKINSON, — 
Suhseribed and sworn to before me on this 80th day of May, A, 
D. 1899. 
H, M. MUNDAY, 
(Seal) : Notary Public. 
(Indorsed) Filed June 10, 1899, 


5. W. BURNHAM, 
. Clerk 


172 | Chicago, Ill, June Tth, 1899. 
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INTHE UNITED STATES CIRCUIT COURT 
For the Northern Distriet of Ilingis. 


American Graphophone Compiny, 


Piaintitf, | 
Vs, In Equity, 
Talking Machine Company and others, 
Defendants, J 


No. 25,188, 
State of Illinois, i 
County of Cook. ' ' 


Huward W. Hayes, being duly sworn according to law, deposes Affidavit of How- 
and says: fled Tame 0," 

I am an attorney and counselor at law of the State of New 180. 
Jersey and have been connected with the litigation in regard to 
the patent in suit in the above cuse, for the lust five years, 1 haye 
heen called upon by the defendant in this case to familiarize myself 
in a general way with the record and proceedings in the various 
litigations that haye arisen in regard te the patents connected with 
the talking machines for, the purpose of stating to the court all 
issues involved in such litigations and the character of the contest 
in relation to the same, and pointing oat the bearing of decisions 
rendered in such cases pon the case at bar. This case, according 
to the moving papers, as | understand them, is based on claims 7, 

8, 10, 17 and 18 of Letters Patent of the United States No. 441,214 
issued to Bell & ‘Taintor, ‘These claims read as follows: 

“7. A sound-reeord consisting of a tablet or solid body having 
its surface cut or engraved with narrow lines of irregular or varied 
form corresponding to sound waves, substantially as described, 

‘68, Asound-record consisting of a tablet or solid hody having its 
surface out or engraved with a number of lines of variable cross- 
section, the irregularities or variations corresponding in form to 

sound waves, substantially as described. 
173 + ‘* 10, The sound or speech record, ent or engrayed in wax 
or a wax-like composition, substantially as described. 

** 17, The sound-record in the form of an irregular groove with 
sloping walls cut in solid material, substantially as described, 

© 18, The sound-record cut in. wax or wax-like composition 
inthe form of an irregular’ groove with sloping wallg, snbstan- 
tially as described.” 7 

They all refer to the Phonogram that is a body upon which ’ 
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112 slpidavit uf Haward W. Tlayes. 


sound record has heen made. The question involved in the snit 
is, as I understand it, entirely a question of the vight of the de- 
fondant, or some one of them, to make ‘duplicates’? of sound 
records. The use of this word ‘*dnplieate’? is inaccurate and 
mnis-leading, as the articles in question are cupies or replicas of 
sound records aud not duplicates of them, A sound record is made 
on « talking machine by the impact of the sound waves on the 
diaphragm which vibrates a cutting style and the style cuts upon 
na blank tablet a record of the sonnids which yibrate the dia- 
phragm, The articles in question in this suit are copies, made 
hy a mechanism similar to the ordinary copying lathes, of these 
sonnd records. It also is inacenrate to call these copies ** sound 
records,’’ as they are not records made by sounds but are copies 
of sueh records, The earliest important litigation involving the 
patent in suit is the case brought by the complainant against the 
Edison Phonograph Works. That case was brought on the 
above-named patent number $41,214, and also on another patent 
granted to the same patentees No, 841,288. That litigation in- 
volved the question of who was the first inventor of various im- 
proved features in the present art of talking machines. The de- 
fendant company operated under Edison’s patents, T was one of 
the counsel in that case, [It was argued hefore Judge Green in the 
United States Cireuit Court for the District of New Jersey and was 

undecided at the time of his denth. After his death the case 
i74 wes compromised. At the time that case was pending there 

were also pending cases hronght by the companies holding the 
Edison patents against the Graphophone Company claiming that the 
articles manufactured by this last named company infringed Mr. 
Kiison’s patents, The compromise of the litigation consisted of 
both purties consenting to decrees against them in the suits in which 
they were defendants respectively and in the exchange of reciprocal 
license under the litigated patents. That reciprocal license was as 
follows ; 

‘¢ Memorandum of agreement made this seventh day of December, 
1896, between the American Graphophone Company, a West Vir 
ginia corporation, haying its principal place of business at Wash- 
ington, D. C,, hereafter referred to as the Graphophone Company, 
party of the first part, and the National Phonograph Company and 
the Edison Phonograph Works, New Jersey corporations, having 
their principal place of business at Orange, New deen. an here- 
inafter collectively referred to as the Phonograph Companies, parties 
of the second part. ) 

** Whereas, the Graphophone Company and Phonograph Com- 
panies are manufacturers of talking machines and supplies therefor, 
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and reapectively own ovaries laters patent relating thereta, whieh 
soomfteretelvtres are iofrinced ty the other interest; Litigation 
onosnbb patents ters been Pe progress for some Vine ane undecided 
and th seen protable hasnt the pylents of both interests will be tin - 
ally sustained by the courts; and whereas i is believed by the parties 
that no commercially competitive machine can he manufactured 
without infringing the patents of both interests ! 

‘And whereas, in view of the foregoing and other considerations, 
the two interests have concluded to exchange licenses and put an end 
to the large expense of continuing the pending litigation; 

‘‘ Now therefore, it is agreed as follows: 

1, TheGraphophoneCompany hereby grants the National 

175 Phonograph Company the right and license to mannfacture and 

sell talking machines and supplies therefor onder patents Ne, 

841,214, granted May 4th, 1886, to Bell & Tninter, and No, 341,- 

248, granted on same date to C, S. Tuinter, to the full end of the 
terms thereof. 

"2. The Phonograph Companies hereby grant to the Grapho- 
phone Company the right and license to inanutacture and sell talk- 
ing machines and supplies therefor under the following patents 
granted npon inventions of Thomas A. Edison, to the full end of 
the terms thereof, to-wit; Nos, 882,416, granted Muy 8, 18884 


382,415, granted May &, 1888; 362,462, granted May &, LRSH; . 


886,074, granted July 81, 1888; 898,966, granted December 4, 
1858 ; 398,968, granted December 4, 1888; 400,648, granted April 
2, 1880; 400,047, granted April 2, 1889; 400,648, granted April 
2, 1889; 414,761, granted November 12, 1889; 430,274, granted 
June 17, 1890; 480,278, granted June 17, 1890; 484,588, granted 
October 18, 1892; 484,584, granted October 18, 1892; and 499,- 
879, granted June 20, 1893, 

‘3. The licenses granted by sections one and two are not ex- 
clusive, and are not transferable. It is also understood that no 
license is intended to be granted by either interest to the other under 
any patent not specified in sections one and two, the intention being 
to maininin the present characteristic differences between the ma- 
chines of the two interests. It is also agreed that the Graphophone 
Company will not apply to any talking machines which it puts out 
the trade-name ‘ phonograph,’’ and that the phonograph companies 
‘Will not apply to any talking machines which they putout the trade- 
haine 'griphophone.’’ It is further agreed that neither interest 
will bring suit against such types of apparatas or supplies as huve 
been ont commercially hy the other interest before the date of this 


contract, whether put out by either interest before or after this 
contract. ' 


AMfidact of How- 
ard W. Haves, 
Hhled June 10, 
Lew. 
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AMdavit of How: ‘¢4. The pirties agree to co-operate in sustaining all the patents iv 1 titer. 

Ried Sune 16, — hereinbefore specitied, and in proceeding against ull third persons LTT ptitelitsed 

mans 176 whotmuay infringe stich patents, or any of thein, [fsuit be brouglit shad ie ae 

hy. Dietesiteul to the 


under « graphophone patent, the Graphophone Company shall 
bear the expense, but the Phonograph Companies shall have the right 
to be represented by their counsel in such suit at their own expense, 
Be and vice versa; the Phonograph Companies shall bear the expetise 
of such suits brought under their patents, sabject to the right of 
the Graphophone Conipany to be represented by it ut its expense, 
j If either party desires a suit brought tinder a patent of the other, 
ed et and such other for any reason declines to prosecute, the party 
desiring such suit shall bave the right to use the mime of the other 
party for the purposes thereof. 

‘(In witness whereof, the parties heretu have caused these pres- 
ents to he x ae and sealed the day and yeat first above written, 
each by its President thereunto duly authorized. 

AMERICAN GRAPHOPHONE COMPANY, 

Attest ; By E. D. Easton, President. 

Paul H. Croinelin, See’y. 
EDISON PHONOGRAPH WORKS, 
Attest : By Thomas A. Edison, President. 
J. F. Randolph, Sec’y, 
NATIONAL PHONOGRAPH COMPAY, 
Attest : By W. 8S. Mallory, President. 
J. F. Randolph, Seo’y.’’ 
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I refer to this agreement because 1 understand that one of the 
defendants in this case ptirchised the blanks upon which he makes 
the article claimed to be an infringetient from the National Phono- 

raph Company, one of tlie parties to this agreement. The other 
patent, No. 341,288, l refet to us it is probable that the claits 1 





74 | to 4, inclusive, may have a bearing on this case. They are us fol- the oitiitial Hk 
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low cylinder provided with a wax or wax-like coating for receiving 
the sound record, substantially us described. 
i “9, A recording tablet concisting of a hollow cylinder provided 
with a wax or wax-like coating, substantially as described. 

“3. The recording tablet consisting of « hollow paper cylinder 
couted with a compusition of beeswax and prratine, ntibiatutitlatly nH 
deseribed. ; 

“4. A tubular self-sustaining tablet for recording sotinds of 
suhorotis vibrations, siibstantially as deseribed,’’ 
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Poinlerstand that one of the defendints elaittis that he has 

177 piitelidced blink tablets froin the general leetsee of the cou. 

plaitant and therefore is entitled Ga tise then for the purpose 

indicted in these fout chins so long ts in inaking stich tise le does 
nol infringe other claims of the conmplatiant’s prtent therefor, 

The next suit in order of tithe, involving auy uf the questions 
afising fn this ese, is, so furs 1 am informed, the suit: brought 
by the complainant against Waleutt & Leeds in the Sotithern Dis- 
trict of New York. ‘That suit was similar to the present one in 
that the issue wis ts to whether the inuking of copies of sound 
records by means of other than the impact of sound waves on a di- 
tiphragin vibrating a stylus is an infringement of complainant’s 


patent No. 841,214. Thut case went to final heating and the de- 


cision of the Court was in favor of the complaitinnt abd an injune- 
tion went against the defendant. Iam faniiliar with the record in 
that case having examined it, and also have consulted with H. Al- 
hertus West the cotinsel for the defendant in that case. The only 


_ defense interposed in the case was that the copies of the sound 


records inade by the defendints were made hy them by means of 
phonographs purchased from licensees of the complainant to which 
the defendants had added additional mechanical attachment. 
Judge Wheeler decided that the ptirchase of a talking machine 


from the compliinant or his livensee did not atithorize the purchaser . 


to mike records on it by methods other than the portal and in- 
teniled use of tle machine. I have before me a copy of the affi- 
davit made by Mr. West for tise in u case against the United States 
Spe ial Conipahy, t6 which I will refer later. In that affidavit 
he says: 

“The suit was brought to enjoin the defendants therein from 
making and selling the so-called duplicates. Correctly speaking, 
they ure not dintioAtes but copies, and are tiot sound records. 
They are copies of the indentations produced by sound waves on 
the original record. In making these copies Waleutt & Leeds tised 


two phonograpls connected mechanically. Upon one of these was 


phiced the sound record, and a copy of it was inade mechanically 
on & blunk cylinder placed on the other. The only question raised 

in the testimony or the briefs in the tase was as to whether the 
178 use of phonugraphs to make « copy of sound record was outside 

of the normal use of the phonograph, so that such use was not 
covered by the license implied from the sale of the instrument. 
The AinericanGraphophone Coinpany clained that as their patent 
covered the prodiict of the machines; Walcutt & Leeds had no right 
i) prodtice that product by the ase of a licensed machine with « 
thecliinical ndidition to it. Judge Wheeler ststained this claiin, and 
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116 Afidavit uf Howard W, Hayes, 


enjoined Wileutt & Leeds from making these copies in the above 
mentioned manner, * * * In neither of the suits was any 
point made either on the record or in the briefs than the points 
above explained. The argument was confined to that one question 
ad the issue was pot raised as to whether these copies were sound 
records as distinguished from copies of sound records, It was also 
taken for granted that patents Nos, 814,214 and 314,288 covered 
cylinders capable of producing sound, whether made in the mauner 
deserived in the patent or otherwise. For the purpose of the ar- 
gumént it was also assumed that the soap blank haying on it indenta- 
tions capable of producing sounds was an equivalent to the sound rec- 
ord in « wax or wix-like substance as described in that patent,  Alsu 
the validity of the suid two patents was not contested by us, They 
were very generally disputed and have never had their validity 
estullished in any suit where a full bona fide defense was made, 
The only suit where a full bena fide defense was made respecting 
the validity of said patents was the one in the New Jersey Cirenit 
Court aguinst the ison Phonograph Works, and the Graphophone 
Company compromised and settled that case, My clients, Walcutt 
& Leeds had not the money to go into the case on the merits of the 
patents, so I made no attack on them, 

‘It is evident that both these points snd many others might have 
heen raised in that or a similar case, but we confined the question at 
issue entirely to the one point above stuted,”’ 

While this suit against Walentt & Leeds was pending a suit was 
hronght by the complainant against the United States Binancrach 
Company to restrain it from making copies of sound records in the 
same manner as had been done by Walentt & Leeds. This Com- 
pany, the United States Phonograph Company, was one of the 
principal dealers in talking machine records in the United States 
while Walentt & Leeds were a firm doing a small business and with 
but little means. The United States Phonograph Company had been 


sued by the complainant in the latter port of 1594 at the same time ' 


that the suit agninst the Edison Phonograph Works was 
pending, and the suit against the United States Phonograph Com- 
pany and the one against the Edison Phonograph Works were com- 

ined and argued at the sametime, The same points were involved 
in exch, and at the time of the settlement of the cuse ngainst the 


Elison Phonograph Works the case against the United States 


179 Phonograph Company also was settled. I was one of the 

counsel for the United States Phonograph Company in this 
latter case brought against it. A motion for a preliminary injunc- 
tion was made in the Jatter part of May, 1898. It was resisted 
vigoronsly and numerons defenses were interposed, The decision 
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fer the preliminay inpanetiom After nother off that motion was 
piven before owas arned, the decision in tue Cireait in the 
Lvewises of the comphiiniat against Aaron. domes and against the 
Western Phonegraph Company were rendered by dadge Grosseap. 
Iu this list-namod case a suit wats Hovcntacelit to restrain the defendant 
from making and selling copies of sound records, which copies were 
made by means of a mechanical atlachment placed on 9 talking ma- 
chine purchased from the complainant or its licensees, In that 
case, as in the case against Waleutt & Leeds, no defence was inter- 
posed as to the validity of the patents sued on or their construe- 
tion, or the license implied from the purchase of blank tablets from 
the complainant or their licensee. As I understand the case and 
the decision, the defendant songht to avoid the injunction simply 
on the ground that their use of a legitimately purchased talking 
machine was notan infringement on the complainant's patents, In 
Judge Grosscup’s decision these copies of sound records are spoken 
of as being ** counterfeited.” That word would seem to imply that 
the manufacturers of copies of sound records did so with the inten- 
tion of «leceiving the public by passing off the copies as being orig- 
‘inals. I anderstand that thatis not the case, and that in the busi- 
ness the great bulk of the tablets for producing sound sold are not 
oviginal sound records bul are copies of them, [aim confirmed in 
this impression by the statement made hy Mr. Mauro, the counsel 
of the defendant in his brief filed in the case against the Edison 
Phonograph Works above referred to, in which he said; ‘* Most of 

the sound records of commerce are made by a process of du- 
180 plicating, that is, copying from a master record,’’? The decis- 

ion of Judge Grosscup lust above referred to was presented to 
the court in the argument for a preliminary injunction in the second 
vase against the United States Phonograph Company, as was also 
the decision in the case against Walentt & Leeds, The defences in- 
terposed in that case against a motion for a preliminary injunction 
were } 

1, That the two Bell & Tainter patents Nos. 341,214 and 841,- 
¥8x were not valid as the inventors claimed, in they had heen an- 
ticipated hy Mr, Edison and others in their patents and publica- 
tions. 

2. That the making of copies of sound records hy mechanism 
not covered by the claims of the patents were not infringements of 
the patents, and | 

4. That the settlement and <«liscontinnance of the\eurlier suit 
against the United States Phonograph Company estopped the com- 
plainant from again litigating the question of infringements by the 
defendant. 


' ati, 
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The second portion of the defence involyed four qnestions, to 
none of which, except the third, so far as I ean learn, have ever 
heen presented to any court or have ever been passed upon, | They 
were as follows; I quote from the brief filed by mein the ense, 

‘€(n) The elaims are for a ‘sound’ record; that is to say, a 
record of sound, Weelsim that the ‘duplicates’ we make are 
not records of sound, but are merely copies: of record made by 
sound and cannot properly be called ‘sound records,’ It is very 
evident from the patent that the use of the word ‘sound record ' 
was intended to apply only to reeowls made by the direct use of 
sounds, 

(b) ‘The claims in the patent are intended only to cover 
fsound records’ made in the manner described in the patent. 
Each of the cluims contain the qualification ‘substantially as de- 
scribed.’ From the language of the patent it is evident that the 
inventor had in his mind only sound records made in the manner 
indicated by the patent; that is, by the impact of sound waves on 
a diaphragm, which vibrates a cutting style, und so makes indenta- 

tions on the tablet, 
181 (ec) §* The claim of the patent in snit must he confined to a 
sound record in wax or wax-like composition, as the invention 
is confined entirely to that method of sates sound record, The 
records made hy the defendant are not cut in wax or wax-like com: 
position, but are cut ina metallic soap, which is entirely different 
in character from the tablet deseribed by the complainants, These 


soap blanks are not equivalents, as the wax-like tablets differ ma- . 


terially in character from the soap blanks, and records were never 
successfully made on them, The first success obtained in making 
records was the result of My. Edison’s scientific investigation, by 
which he discovered that in order to reprodnee certain sounds sne- 
cessfully a hard substance was necessary for the tablet in contra- 
distinction to un soft wax-like tablet, Wetherefore claim that a rec- 
ord cut in a soup blank is not within the claims of the patent. 

(d) The blanks purchased hy the defendant from the National 


Phonograph Company are licensed generally under the two patents - 


of the complainants, 841,214 and 841,288. Where an article is 
licensed under a patent and nothing is said ag to any restrictions, a 
Parshaser of that article vertainly has a right to use itin any way 
ndicated hy the patents, and to insist that it is licensed under every 
one of the claims of the patent that are applicable to it. Claim 13 
of patent 341,214 is for a ‘tablet or body for recording sound 
vibrations.’ Also in patent No. 341,288, under which these blanks 
are also licensed, these isa claim, No, 4, for a ‘tubular self-sustain- 
ing tablet for recording sound or sonorons vibrations,’ These 





' als 
wet 
liv 
vil 


OP 


co 
wl 
pr 
gt 
be 
at 
m 
Si 
lit 


a 


= 


eS ee Se See 


= == 


FP 


Raymond R- Wile 
Research Library 





Ae dre t Mee 7 We Pdtyes. 119 


clstins describe he Edison blank, and) those blinks are licensed amanei ot How 


vader it. Phas heme the case, we maintain that the plainiill having 
licraoad the sale of a bhiunk intended for haying sounds or sonorois 
Vibrations cut upon it, and having Inno way restricted the means 
hy which such sounds er sonorous vibrations shall be cut on the 
182 tablet, the defendant, haying purchased such tablet from the 
licensee, has a right to cut such sounds or sonorous vibrations 
on that tablet in any manner he sees fit." 

Soon after the motion for preliminary injunction was argued. the 
counsel for the complainant applied to Judge Kirkpatrick, before 
whom the case was heard, for leave to withdraw their motion for 
preliminary injunction, I resisted that application but it was 
granted and the motion was withdrawn. Since then the ease has 
heen litigated in the ordinary way and is still pending, the defend- 
unt’s testimony not yet being closed. Since the withdrawal of the 
motion for a preliminary injanction in the case against the United 
States Phonograph Company | have heard of no final decree of any 
litigated case. The only decision of any court bearing 
on the subject that hus come te my = attention is a de- 
cision of Judge Dallas in the Cireuit Court for the Eastern 
District of Pennsylvania, in acase brought by the complainantagainst 
Hawthorne and others. ‘The case was brought to restrain the man- 
ufacture of a machine for making copies of sound records, From 
the opinion it appears that the defence was simply a question of 
vontributory infringement; and the validity of the patent and the 
infringement of if was admitted, The opinion says; ‘' The validity 
of the patent and that the unlicensed making of such sound records 
would violate its being canceled, there is no room for question that 
this sale of this machine constituted an infringement. So far as I 
am informed the questions as to whether a mechanically made copy 
of a sound record is eayered by the compliinant’s patent 841,214, 
aud whether the unrestricted sale by. the complainant or its licensee 
of a © tablet for recording sounds ’’ licenses the purchaser to use 
the tablet for the purpose of placing a vopy of a sound record on 
it have not as yet been judicially decided. : 

In the pending case between the complainant and the United 
States Phonograph Company, I called Exiward D. Easton as a wit- 
ness, and the following is a copy of his testimony: 
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120 Deposition of Edward D. Easton. 


183 UNITED STATES CIRCUIT COURT 
For the District of New Jersey, 


American Graphophone Company 
Aguinst In Equity, 
United States Phonograph Company et al. 


Testimony taken on hehalf of the defendant United States Phon- 
ograph Company, before 5, D. Oliphant, ib Standing Examiner, 
this 10th day of October, 1898, at No, 11 Broadway, New York 
City, 


Appearances, 


For the defendant, United States Phonograph Company, Howard 
W. Hayes, Esq. 
For the complainant, Menara §. O. Edmonds and Philip Mauro, 


Edward D. Easton, a witness called on behalf of the defendant, 
United States Phonegraph Company, being duly sworn deposes and 
BRYS : 


Divect Examination by Mr, Hayes. 


(). |, Where do you reside? A, Areolar, Bergen County, 
New Jersey. 

(). 2. Are you connected with the American Graphophone Com- 
pany? A, lam. 

- Q. 8, In what capacity? A. President and general manager, 

Q. 4.. Are you also a director? A, Iam, 

Q. 5. Are youastockholder? A, Iam, 

Q. 6. How long have you beena stockholder in the American 
Graphophone Company? A. Ever since its organization, 

Q Please state as well as you cnn, the various offices you 
have heldin connection with the American Graphophone Company, 
_ and the approximate dates hetween which yon haye held these offices f 
A. I have been a director most of the time since the organizn- 
tion of the Company, I became general manager about five years 
ago, and President shortly after hecoming general manuger, 

Q. 4. Have you the data from which a list of the officers and 

directors of the American Graphophone Company from the 
184 time of its incorporation, to the present time. can fe ascer- 
tained? A. I have, 
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ou. Abe yon connected with the Colunphia Phonograph Com- PB eaten leg 
poms! oA. Dam, upe 10. Lav. 

Q. Th Thowhat eapaeity © A, President from the date of its 
Organization. 

Q. 1, Tlave you been a direetor of the Columbia Phonograph 
Company from the date of its organigntion? A. DT have. 

42.12, IHlave yon data from whieha list of directors and officers 
of the Columbia Phonograph Company from the time of its organi: 
wition to the present time, can be ascertained? A, I have, 

Q. 13, Are you connected with the Columbia Phonograph 
Company Generalf A. Iam, 

Q. 14. In what eapacity? A, As President. 

Q. 15, Ave youa director of that Company? A, I am, 

Q. 16. Have you duta from which a list of officers and directors 
of that Company from the date of its organization to the present 
time, can he ascertained? A, I have. 

Q.17 Are you # stockholder in the Columbia Phonograph Com- 
panyt A. Lam, 

Q. 18, Are you 4 stockholder in the Columbia Phonograph 
Company General? A, Lam. 

Q. 19. While you were President of the Columbia Phonograph 
Company were you cognizant of its affairs? A, I was. 

Q. 20. Were you active in its management? A, I was, 

Q). 21, During the time you have been connected as an officer 
with the American Graphophone Company, were you cognizant of 
its aflnivs? A, 1 was, 

Q. 22. And active in its management? A. Yes, sir, 

Q. 23. During the time you bave been connected with the Co- 
lumbia Phonograph Company General, were you cognizant of its 

affairs? A, Yes sir, 

Q. 24, And active inits management? A. Yes. 

~Q. 25. Please give a list of the officers and directors of these 
three companies from the time of their incorporation to the 

185 present time, giving the date during which each one of these 
officers and directors held their positions. 


e 


Officers of Columbia Phonograph Co., with dates of election. 


Presislent— 
BE. D. Easton, Jan. 15, 1889. / 
Vice President & Treasurer— : ’ 
Wm. Herbert Smith, Jan. 15, 1889. 
Secretary— ' 
Aaron Johns, Jan, 15, 1899. 
R. F. Cromelin, Oct. 23, 1889. 
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Pepontion of He, Officers of the Columbia Phonograph Com,, Genl., with dates of 
WE Rayrge election, 
President and Treasnrer— 
Kk. D, Easton, May 26, 1804, 
Vice President and Genl. Mgr.— - 
R. IF, Cromelin, May 25, 1804, 
Secretary — 
Frank Dorian, May 25, 1894. 
“ih Officers of the American Graphophone Co., from time of argral: 
: zation to present time, with dates of election, 
is President — 
' Jas. G. Payne, June 27, 1887. 


Saml. M. Bryan, Oct. 14, 1892, , 
‘GC, d. Bell, Oct. 9, 1893. 
: BE, D. Enston, Apl. 8, 1895, 
Vice President — 
J, H, Sayville, June 27, 1887, 
C. J. Bell, Oct. 18, 1890. 
EK. D. Easton, Oct, 9, 1893. ' 
Wim, E. Bond, Apl, 8, 1895, 
< : ‘Treasurer— 
5 | N, Wilson, June 27, 1887, 
C, J, Bell, June 14, 1890. 
Wm, H, Smith, Oct, 17, 1895, 
Secretary— 
A. Herr, June 27, 1887. , 
Mr. White, Oct, 15, 1888. | 
Jas. A. Bates, Oct. 18, 1890. 
fh. D, Easton, June 27, 1892. en het 
jet | A. H, Speake, Nov, 1892, - \ 
&: K. D. Easton, May 18, 1893. 
se, F Dorian, Apl. 8, 1895. 
H. A, Budlong, Deo, 24, 18965, x 
: 186 W. E. Fisher, June 9, 1896. ' 
et] ae - P. H. Cromelin, Noy. 9, 1896, ff 
/ T, J. Godwin, Jan. 11. 1898. 
Counsel— 
Jas. G. Payne, Oct, 12, 1887, 
BE. D. Easton, Oct, 17, 1895, 
General Manager— 
J. H. Saville, June 27, 1887. 
J, C, Payne, Oct. 13, 1890, 
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BoD Boston wae eleeted a direetoar Oet. 14, Psat, 
Names of directors of Columbia Phonograph Company from date 
of organization to October sth, ISis, 
Directors clectod at organization, February 12, 1888— 
Win, Herbert Sinith. 
A, Johns, : 
‘gani- Kk. D. Easton. f 
Benj. Durfee, \ 
Chapin Brown. ? | 3 
Annual meeting, October 21, 1889, All then serving as direet- 
ars re-elected, ! 


Annual meeting October 20, 1890. All then serving us direct- 
ors re-elected. 

Annual meeting, October 19, 1891, The only change in the 
Board of Directors was the election of Mr. Chas. H, Ridenour in 
place of Mr. A, Jolins. : 

(All re-elected thereafter, and still in service.) - 


Names of Directors of Columbia Phonograph Company from date 


a of organization te October 8th, 1898, | 
R. F. Cromelin, Elected May 25th, 1894, | vt ; 
Wim, E. Bond, ae | / 
KE. D. Easton, on organization, and all still in service, bs 
Wm. Herbert Smith, + 
Andrew Devine. x 
Names of Directors of American Graphophone Company from date ‘ 

of organization to October 13th, 1890. aa ae 

Directors elected at organization, January 25, 1887— | 

dames C, Payne, Heh ay 

‘ 187 Gardner C, Habbard, rf 
Austin Herr. h, 


John H. White, 
James IT. Clephane, — 
Nathaniel Wilson. 


ae a 





October 8th, 1888. Directors elected at annual meeting— 
James C. Payne, pelt 5: \ 
James HH. Seville, : 
Nathaniel Wilson. ’ 
Austin Herr, : | # 
i hi 


Raymond R. Wile 
Research Library 


onition of B. 
Pepratiion filed 
June 10, Lave, 


Sy pe dh or a “+ Le = ib > So. eS Pe ee a = ee ee f 
=" 
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‘Andrew Deyine. 
John H, White. 
Chas. J. Bell. 

October 14, 1889, Directors elected at annual meeting— 
Jas. C. Payne 
Nathaniel Wilson. 

Andrew Deyine. 
Jolin H. White. 
Chas. J. Bell. 
KE. D. Easton, 
Jas. A, Bates. 

Ovtober 18, 1890, Directors elected at annual meeting— 
das, G, Payne, ? . ! 
Andrew Devine. 

John H. White. 
Chas. J. Bell, 
James A. Bates, 
R. D, Easton, 
Rk. O, Holtzman. 

A. G. Co., Directors, with dates of election to Oct 10, 1805— . 

8. M. Bryan, Feb, 2, 1892, 
C. S. Tuinter, Feb, 2, 1892. 
G. G. Hubbard, June 27, 1892. 
Wm, B, Gurley, June 27, 1892, 
R, F, Cromelin, Ap], §, 1895. 
F. Dorian Nov. 9, 1895, 
F, J. Warburton, Oct, 11, 1897, 
Wm, E, Bond, Oct. 1893, 
Frank L, Hall, May 15, 1894, 
J, J, Phelps, Oct, 8, 1894. 
Andrew Devine, Apl. 8, 1895. 
Wm. Herbert Smith, Apl. 29, 1895. 
M. E, Lyle, Jan. 16, 1897, 
Philip Mauro, Oct. 11, 1898, 
(Signed) E, D, EASTON, 


HOWARD W, HAYES. 


Subscribed and sworn to before me’ this 8th day of June, 1899. 
; H. M. MUNDAY, 
(Notarial Seal.) Notary Public. 
(Endorsed) Filed June 10, 1899. 
5. W; BURNIIAM, 


Clerk. 
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iss IN THE CIRCULT COURT OF THE UNITED STATES, 
Northern District of Mlingis, 
Northern Division, 
American Araphephane Oo. | re Equity 
The Talking—Machine Co,, et al., | M BBLAG, 
AFFIDAVIT OF E: D, EASTON. 


Stute of New York a. 
Oounty of New York j ~" 


Kdward D, Easton, being duly sworn, says: Iam the President A 


of the Complainant corporation, and haye already made an affidavit 
herein, , 

Tt has been reported to me that the defendant, Douglass, claims 
that he has a license to make duplicate sound: records, 

The complainant has never, te my knowledge, granted a license 


under the patent in suit (or under any of its patents) to make dupli- 


cate sound-records, except to the Edison Paonograph works and to 
G, Bettini, 

I know from past discussions and correspondence with said Doug. 
lass that his pretense of a license is bused upon certain transactions 
which occurred many years ago, between him and myself individy- 
ally, regarding which the following are the facts: 

In and before March, 1892, said Donglass was making in an ex- 

perimental way, duplicate sound records by a process then 
189 secret, and on March 14, 1892, he assigned that process to me 
individually, agreeing to use his efforts to secure a patent for 


said process and to assign the same to me individually, A true 


copy of said ugreement is hereto annexed, and marked ‘* Exhibit A 
Easton’s Affidayit.’’ ‘This was done before I became manager of 
the American Graphophone Company, Application for » patent 
for the said Donglass process was filed March 17, 1892, and the 
patent therefor was granted May 24, 1892, No. 475,490. The 
process of this patent is inferior in its results to other processes, 
and so far as my knowledge extends it was never used commercially 
except fora few months before and after the issue of. the patent, 
ant then to a very limited extent. ‘On March 16, 1892, a substi- 
tule agreement was made between Douglass und myself substanti- 
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ally ilentical in terme with the agreement of two days previous. 
The principal modification is the more explicit statement that the 
royalty of two cents per record which | agreed to pay Donglass ap- 
plied only to records made by the process conveyed to me by said 
agreement, <A true copy of this second agreement is hereto an- 
nexed and marked * Exhibit B Easton's Affidavit, ”’ 

On duly 31, 1802, after the issue of the patent to the said Dong- 
lass, the latter executed a waiver of the royalty provided for in 
the previous agreement, in consideration of a license granted hy me 
‘to the Chicago Central Phonograph Company to use Letters Pat- 
ent No, 475,490,'’ A true copy of this paper with a memoran- 

dum made thereon by me January ¥, 1895, is hereto annexed, 
190 and marked '* Exhibit C, Easton’s Affidavit.’ 

In or about Jangary, 1895, Douglass informed me that he had 
another and better means of duplicating sound records, which he 
had snbstitnted for his patented method, and he desired to make an 
arrangement with me regarding this new method, under which I 
should take out 1 patent at my own expense. An agreement was 
made between Douglass and myself individually, with reference to 
this supposed new invention, January 3, 1895, and [annex hereto 
u trae copy, marked & Exhihit D, Easton’s Affidayit.”’ 

The sid application was duly made by my attorneys, Pollok & 
Manro, whe some months later adyised me that the application was 
rejected on and anticipated by Bettini’s patent, No, 488,881, Dec. 
%5, 1892. The said Douglass’ application was therefore abandoned, 
and the costs thereof were paid by me individually, 

The last paragraph of exhibit D indicates the existence of an 
agreement between aciane and the American) Graphophone Co. 
Ihave not been able to find this paper or any copy of it; but from 
recollection I can state that its general terms were the employment 
vf Douglass hy the American Graphophone Co, for a limited time, 
and included the use of Donglass’ then secret process for the hene- 


fit of the American Graphophone Co, I understand that the pres- : 


ent claim of right made by Douglass is based upon the papers 
whereof capies are hereto annexed, to which the American Grapho- 
phone Co, was not a party, and which did not relate in any way to 
the patents owned by said company. 
The question of the pretended rights of said Douglass 
191 has heretofore heen a subject of discussion with him. After I 
assumed the management of the American Graphophone Com- 
pany in 1893, that Company began to sue infringers of its patents 
for the purpose of establishing the latter, and the first final «le- 
cree was obtained in December 1896. During these years infringe- 
ments were quite general, Donglass and many others being engaged 
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in tioking cliptionte records, Tatil the patents were established 
Phoculoss was net toterfered with, for Che teason that) the relations 
between him and the Comphinunt were very cordial and friendly, 
nod toys net thenght fair to enforce the rights of the Company 
riverously against its friends, until the patents were established, 
Karly in 1807 Douglass was notified that he must cease duplicating 
and that the rights of the Graphophone Co, must be respected. 
After some discussion, oral and hy correspondence, Douglass and 
his ussociates edased the unauthorized operations complained of and 
surrendered all their duplicating apparatus, which were taken off 
their bands at cost by the American Graphophone Co, 

The correspondence hetween the American Graphophone Co, on 
the one hand, and the Chicago ‘Talking Machine Co. and said Doug 
lass on the other band shows the condition of affairs during this 
period. Ina personal letter to said Donglass, dated January 29, 
1897 I said: | 

‘ We are now arranging to enforce our duplicating patents and 
hope it will only be a short time before we completely control the 
art.’? 

Shortly after this [ learned that certain, business practices of the 
Chicago Talking Machine Cu, were detrimental to the interests of 
the American Graphophone Co, and their practices were the sub- 

ject of discussion with Mr, Douglass, On Mareh 19, 1897, 
192 the American Graphophone Co. wrote the Chicugo Talking 

Machine Co, stating the requirements of the former, which were 
to take effect April 1, 1897, Among these requirements were 

‘¢ Ist, —That you sell, exclusively, our line of supplies, including 
records, and discontinue duplicating, ” | 

On March 25, 1897, the Complainant wrote to the Chicago Talk- 


ing Machine Co, as follows: 


‘¢1£ you wish to uct as independent dealers we will give you the 
regular discounts, as per our lists published from time to time, and 
would certainly fill your orders with all possible promptness, You 
would, if on this basis, be entitled todo any lawful thing in the 
talking machine business; but you donbtless nnderstand that our 
definition ef this would not mean duplicating. We helieve our 

atents completely cover this art, and we are new testing the matter 
n the Courts in New York and meantime would not sanction dupli- 
eating by you. Shonld it be determined by the Courts that our 
patents are inyalid, you would be free to duplicate; or if you 
pleased we would test the matter with you in a suit in Chigngo; but 
would not deal with you on any basis, independent or otherwise, 
while we believed you were infringing our patents, The fact that 
we have thus far made no objection better indicates our frendliness 
than lack of right to object.” 
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Ina telephonic conversation Mr, Douglass raised the question 
of his rights under the papers hereinbefore referred to and follow- 
ing this conversation the complainant wrote him as follows, on 
April 5, 1897: 

‘*Tulso told you over the telephone that the only duplicating 
right you had was the right I gave you to use your own rarified air 
patent, of which L now have title, That was, however, always sub- 
ordinate to the fundimental graphophone patents and for which you 
never had a license.’? 

On April 18, 1897 Complainant was notified by a telegram from 
Douglass, (subsequently confirmed by letter) that the Chicago Talk- 

ing Machine Co, had stopped duplicating. 
198 Later in the same months the duplicating machines, which 

had been in use by the Chicago Talking Machine Co, were 
shipped to the Complainant, and receipt therefor was acknowledged 
April 27, 1897. Moreover, in the same month, the Complainant 
purchased the good will of the Chicago Talking Machine Co, and in 
August, 1897, employed said Douglass as the Manager of its Chi- 
caga oftice. 

[ supposed that this transaction settled finally any dispute between 
Dotglass and the Complainant as to any right or pretense of right 
hy the former to make duplicate records, and that he was thereafter 
morally as well as legally bound to respect serupulously the rights 
of Complainant, 

From these facts and from the letters, statements and actions of 
sail Douglass | haye been lead to believe, not only that he fully un- 
derstood the rights of the American Graphophone Co. but that he 
intended to respect them, Until yery recently I have rested in this 
belief, and have had every renson to do so, particularly as said 
Douglass has been conducting the operation of duplicating recorde 
with the utmost secrecy, and with great precautions against discoy- 
ery, when | was lately informed hy F. P. Moore (who lias conducted 
several investigations for Complainant) that Douglass was making 
duplicate sound-records, and that he could obtain evidence thereof, 
I did not have sufficient confidence in the report to employ Moore 
to make the investigation, and only authorized it upon said Moore’s 


‘undertaking to make the investigation without compensation unless 


he procured evidence establishing the accuracy of his statements. 
EDWARD D. EASTON. 


Subscribed and sworn to before me this 3rd day of June, 1899, 
(Seal) | ELISH CRAMP, . 
Notary Public, N. ¥, Co, 


(Endorsed) Filed June 10, 1899. : 
| 8. W, BURNHAM, | 
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Washington Ph’, Moreh da, Peue, 
Leon F. Doolis and B,D Easton terete aurea follows: 
Dotulise sells, transfers and wssigns to Basten all his right, title 
gd interest in Dongliss’ process for duplicating phonograph and 
graphopheone cylinders, in consideration of five slot) graphophones, 
complete, and a roeyalty of two cents per cylinder on each perfect 
phonograph cylinder nie und used or sold. Doulas werees to 
improve said process by every means in his power, and to furnish 
improvements ta Easton without cost for Douglass’ services. 
Douglass further agrees that he will use all efforts to secure 
patents on the process and improvements, and that he will assign to 
Euston, or a person named by Easton, any patent he may procure; 
rovided that the cost of taking out said patents shall be paid by 
Easton. : 
Douglass further agrees that, pending question of obtaining 
patents he will not communicate this process to any other persons 
thun those authorized by Easton, nor permit others to use it, if 
inhis power to prevent, , 


Exhibit A, tiled 


June 10, sve. 


All of Douglass’ untilled orders for records to be filled under this — 


ngreement, : 
The graphophones are to be delivered us soon as the saine can be 
obtained from the American Graphophone Company, 
‘Douglass and Easton agree to execute snch further agreements 
us may be necessary to secure to Easton a complete monopoly of 
the pee of Douglass, and to Donglass the graphophones and 


royalty above specified, 
LEON F, DOUGLASS, (Seal 
EK, D, EASTON, (Seal 


196 EXHIBIT B, EASTON'S AFFIDAVIT, 


3 Washington, D. C,, March 16th, 1892, 
Leon F, Douglass and EB, D, Easton hereby agree as follows : 
Douglass is the inyentor or discoverer of a process, now secret, 

for duplicating musical and other records on phonograph and grapho- 

phone cylinders; and Euston cesires to obtain complete ownership 
und control of said process. | 

Douglass sells, transfers and assigns to Easton all his,right, title 
and interest in sail process; and agrees to improve said process by 
every means in his power and to firnish improvements to Euston 
without evst for Douglass’ services, 
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130 Evhibit C, Euston's Afidavit, 


Douglass further agrees that he will use all efforts to seenre 
patents on the process and improvements; and that be will assign 
to Easton or a person named by Easton, any patents he may pro- 
cure; provided that the cost of taking out said patents shall be paid 
by Easton, Easton to be reimbursed by Douglass, ont of royalty 
hereinafter provided, in case Easton shall advance money for appli- 
eations which shall be rejected. 

Douglass further agrees that pending question of obtaining putents 
he will not communicate this process to any other persons than 
those authorized by Easton, nor permit others to use it if in his 
power to prevent, 

In consideration of the performance by Douglass of ull the un- 
dertakings in this agreement, VLaston agrees to pay Douglass a 
royalty of two (2) cents per cylinder on each phonograph record 

made by this process and used or sold. ! 
196 =Allof Douglass’ unfilled erders for records are to be filled 
hy Easton under this agreement. | 

Douglass and Easton agree to execute such further agreements ae 
may be necessary to secure to Easton a complete monopoly of. ths 
process of Douglass, and to Douglass the royalty above specified, 

LEON F, DOUGLASS. (Seal) 
E. D. EASTON, (Seal) 


197 EXHIBIT C, EASTON'S AFFIDAVIT, 


July 8ist, 1892. 

In consideration of the license granted by E. D. Easton to the 
Chicago Central Phonograph Company to use U, 8. Letters Patent 
No, 475,490 [ hereby release said Easton from the payment of the 
royalty on Phonograph cylinders made under said patent.as pro- 
vided in the contract of ‘sale between myself and said Easton, 

I further agree to furnish at least $50 worth of original records 
per month from the Columbia Phonograph Company for use in 
making duplicates or transfers for the Chicago Central Phonograph 
Company during the continuance of said license. 

LEON F. DOUGLASS. (Seal) 
Witness | 


F, DORIAN. 


waived 
dan’y 2, 1895. : 
E, D, EASTON, 


Purchase of $50 worth of original records per month is this day 
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Hits EATUIBIT DPD. EASTON'S ARFIDAVIT, | 


Jun, dred, Pai, 
Mr. Leon F, Douglass, No. 08 Madison St., Chicago, Mls, 

Dear Sir i— 

Referring to the contract of Mareh 16th, 1892, this is to evidence 
a modifieation of said contract as follows: 

Application is now pending for a patent for an improvement in 
your process for duplicating, and you haveassigned the same to me 
before issue. 

You are hereby licensed under the patent already issued, and are 
authorized to use the process covered by the pending application in 
such way, personally, as yon please, the consideration to me being 
a waiver of the royalty of two cents per cylinder specified in your 
contract with me March 16th, 1892. 

It is understood that this is a personal license; that it is not 
assignable, nor salable; but that yon may make, for sale, as many 
Phonograph records as you please under this license. 

The above is not intended to, in any way, modify or effect any 
agreement you may have with the American Graphophone Com. 
pany, 

Yours truly, , 
E, D, BASTON, 


(Endorsed) Filed June 10, 1899, 
| S. W. BURNHAM, 
Olerk, 


rhibit D, filed 
Pehiht 10, 149. 
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132 Apidanit of Henry B. Babson. 


199 )=©60s IN THE UNITED STATES CIRCUIT COURT. 
For the Northern District of Illinois, 
In Equity. 


American Graphophone Company, 
Complainant. 


v8, 
Talking Machine Company, Polyphone +No, 25,186. 
Company, Leon F, Dongluss, and Henry 
B. Babson, 
Defendants, 


State of Illinois, | .. 
County of Cook, ' 


Afidarit of Henry Henry B. Babson, one of the above named defendants, heing first 


a eaneen. pier duly sworn, deposes as follows ; 


] am twenty-three years of age, and reside at 77 Dearborn Ay- 
enue, Chicago, Illinois, Iam the President of the Talking Ma- - 
chine Company and am familiar with all its business. The business 
of this Company is the bandling and dealing in talking machines— 
that is to say graphophones and phonographs—and their supplies 
which the complainant or its licensed mannfacturers manufacture. 
The company buys gruphophones and phonographs of the Columbia 
Phonograph Company and of the National Phonograph Company, 
who ure licensees of the American Graphophone Company, eom- 
plainant, The Talking Machine Company buys its supplies, that is 
to say extra parts, record blanks, &c., and also its completed rec- 
ords from the same companies above named. And it has also 
hought some duplicate sound records from Leon F, Douglass, who 
is a licensed manufacturer of duplicates on sound record blanks 

which he purchases only wf the complainant, 

200 ‘The Talking Machine Company bas never made any graph- 

ophones ner phonographs, nor talking machines of any kind, 
nor any parts of the same, nor has it procured anybody elseto make 
the same for it; nor has it made any record hlanks nor duplicate 
records; nor has it ever sold any phonographs, graphophones, or 
parts of the same, or sound records or sound'record blanks, which 
were not manufactured by the complainant or its authorized man- 
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Adee Bovey UR diben, 1h 


nfs tarera oe teeter d leptons oe mysenite, tier lias itan any Woy in- 
franged ype tlie letters ponte sige} corkage Uae cee : 

| parroertully lave newer tnnceler mn plreotieesragilin or rraphophones 
ar pruits anf Chie sane, or dipltonte sininl reconels, ur nonin record 
blanks, nor have Dsold any. Dam inne way directly or indirectly 
enunged in the talking machine business, 

Lam perfectly familiny with the manner in which the graphopbone 
and phonograph business is carried on by the various dealers in talk- 
ing machines, and by the Columbia Phonograph Company und the 
National Phonograph Company, These companies nad all others en- 
gaged in this business sell the talking machines and sell with it blank 
wax-like cylinders called record cylinders or phonogram blanks. 
And these phonograin blanks which are consumed in the use 
of the machine area regular article of supply, and 1 understand 
they are patented, the patents being owned by the complainant or 
its licensees, the Columbia Phonograph Company and the National 
Phonograph Company. The‘lalking Machine Company, defendant, 
is authorized by the American Graphophone Company to sell these 
phonogram blanks, the sound records made on them, the grapho- 
phones or phonographs in which they are to be used and the other 
supplies which the user of the phonograph may require, and which 

merchandize has been purchased either of the complainant di- 
201 revt or its authorized agents and licensees and manufacturers, 
the Columbia Phonograph Company and the National Phono- 
graph Company, or any other person who has, bought such mer- 


chandise of them or of such authorized manufacturers, And the’ 


‘Talking Machine Company has been doing this without complaint 
ever since it has done business and it has paid may thoussand dol- 
lars to the complainant or its licensed manufacturers for such mer- 
chaniise. ) 

When 4 customer purchases of any phonograph company a ma- 
chine he is authorized to use this machine in the way it was in- 
tended to he used, namely with the blauks furnished with the 
machine or purchased afterwards and with the complete records 
purehased with the machine or afterwards. And affiant knows that 
all voli ne machine dealers sell their talking machines with this dis- 
tinct understanding, There is no limit to the number of blank 
phonograms which any person may purchase or use for making 
records for himself, provided only such blanks are used upon talk. 
ing machines which have been purchased of the complainant or its 
licensed manufucturers. Indeed the phonogram blanks\xre of no 
use to anybody except for use upon the talking machine which they 
are specially made to fit and which talking machines are only made 


Affidavit of Henry 
H. Baleon, nled 
June 10, Lévy. 
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Lid Affidavit of Silas F. Leachman. 


Atfidavit of Henry hy the complainant or itsauthorized manufacturers. And the sameis 
June lo, i. true of the completed records made on such phonogram blanks. 
(Signed) HENRY B. BABSON. 


Subseribed and sworn to before me this dist day of May; 1899. 
H. M. MUNDAY, 
(Seal) Notary Publie. 
(Endorsed) Filed June 10, 1899. 
5. W. BURNHAM, 
Clerk. 


202 IN THE CIRCUIT COURT OF THE UNITEDSTATES, 
For the Northern District of Illinois. 
In Equity. 


American Graphophone Company,  ) 
Complainant, 
v8, 
Talking Machine Company, Poly- } No, 25,186. 
phone Company, Leon F, Doug- 
lass and Henry B. Babson, 
Defendants, 


State of Illinois, ) 
County of Cook. 


AMidavit of Bilas Silas F, Leachman, being first duly sworn, deposes as follows: 
Hied June 10," ] um coming forty years of age, I reside in Chicago, Illinois, and 


inn singer by occupation. At the present time and since 1892 
my business bas been singing to make talking machine records. I 
um employed to do this beeanse my voice has a peculiar quality 
which fits it for this work, Iam inthe employ of Leon F. Doug- 
lass making sound records which are exclusively sold by the Talking 
Machine Company of Chicago. I also make the duplicates of my 
own records which I sing for Mr, Donglass. I make these dupli- 
cates npon Mr. Douglass’ own machine ns his employee, and I have 
no duplicating machine of my ownand never have had, 

I ain informed that somebody has said that I have at my house a 
large size ot ¢* grand ’’ duplicating machine. If anybody ever said 
this it is untrue in every particular. Ihave no such machine at my 
houseand never had, Moreover [am perfectly familiar with the 
whole business of making sound records and duplicates of the same. 


7. | 

' 
" 
| 





I never knew 
heing made. 
that any hay 
ever sit 

2038 Mr. De 
but he 

I have ne 
cate records 
chines. Ih 


| have neve: 


chine, or sou 

[ have ne 
Douglass ex: 
self. 

[ should n 
luss, to dlupl 
copyright on 
of the publis' 
them into th: 
their musie, 
customed to 
known as p 
phonograph « 
they will kee 
itis and alwa 
discovered, 
concerns, | 
ton, the Colu 
of my maste! 
catalogue of § 
man records t! 

my origin: 
204 time, un 

nized co 
sides in the p 
phonograph s 
ness because! 
inyself. Anc 


' originals, the. 


And new song 
are being con: 
any singer shc 
rate [ recogni 

I have alwa, 


Raymond R. Wile 
Research Library 








Affidavit af Silas I. Leachman. 13h 


I never knew or heard of a duplicate sound record of the *§ grand "’ size 

heing made, Ineyer saw such a duplicate record and do not believe 

that any have yet been made. All of the grand size records that I 
ever saw were original or master records, I understand that 

203 Mr, Douglass expects to make some duplicate grand records, 
but he has not made any yet. 

I have never for my own account or for myself made any dupli- 
cate records, nor sold any, I have never made any talking ma- 
chines, Ihave never made any duplicating machines or sold any, 
I have never infringed upon any body’s patent upon talking ma- 
chine, or sound records, ov duplicating machines, 

I have never sold any duplicate sound records even for Mr, 


Douglass excepting only duplicates of the records that I sing my- | 


self. 

I should not hesitate, if 1 had occasion to do so, for Mr, Doug- 
lass, to duplicate any other singer’s records; because there is no 
copyright on the songs sung in these records, 1 buy my own songs 
of the publishers, and they are glad to have me use them and sing 


them into the phonograph for reproduction, because it advertises 


their music, Indeed, of Inte years, the publishers have been ac- 
customed to send to me gratis a copy of each song as it comes out, 
known as professional copies. I have never objected to other 
phonograph companies duplicating the records which I make I hope 
they will keep the price up at a fair rate, that is all, know that 
itis and nlways has been, ever since the duplicating method was 
discovered, the general practice of the varions talking machine 
concerns, I know that Mr, KE, D, Easton’s company at Washing- 
ton, the Columbia Phonograph Company, at one time bought some 
of my masters’ records of Mr. Douglassand put my name on their 
catalogue of singers, And IT know from the great quantities of Leach- 
man records that they subsequently sold that they must have duplicated 
my originals very extensively, but made no objection to this at the 
204 time, and have no objection to make, because it is a well recog- 
nized common practice, My artis peculiar to itself. It re- 
sides in the peculiar quality of my voice, and this is true of every 
phonograph singer, And I have a perfect protection in my busi- 
ness hecause nobody can sing master records with my voice except 
inyself, And while they are able to duplicate my records from the 
originals, they cannot duplicate from the duplicates, successfully. 
And new songs are coming ont constantly, and old master records 
are being constantly worn out. So it is there is no good reason, why 
iny singer should object to having his records duplicated. At any 
rate [ recognize it it as a common practice.” 
[have always understood, and it isa matter of general knowledge 
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Affidavit of Silas 
I’. Leachman, 
filed Jone 10, 1899. 


136 Afidunit af Silas F Leachman. 


among talking machine men and dealers, that Leon F. Donglass is 
livensed by the American FPEROR RUE Company to make duplicate 
sound records, I know Mr, kb. D. Easton and haye known him 
since 1893, and [ know such right to make duplicate sound records 
was exercised by Mr, Douglass with Mr. Easton's full knowledge 
and consent. 

I have never used any duplicating machines for the Talking Mn- 
chine Company or for the Polyphone Company, and haye never 
made any duplicate sound records for either of said companies, or 


for Henry B, Babson. 
, SILAS D, LEACHMAN, 
(Endorsed) Filed June 10, 1899. 


S. W. BURNHAM, 
Clerk, 





al 


Raymond R. Wile 
Research Library 








a a ‘ok: vlerts tea he ow? ‘abo, tll “a hol by 1 aie Plas hare ead ¥ “ wy Ey ‘ae rae a ‘ye fora, yet e 


F 





mi | . (No Model.) | 2 4 Sheets—Sheet 1, 
ia 0, A, BELL & 8, TAINTER. : 
ws ie: RECORDING AND REPRODUOING SPEEOH AND OTHER SOUNDS, 


Boe. 4, No, 341,214, Patented May 4, 1886, 


" 


= 


Fr : ; he i <i 
BOP CTERR Piateecategragteee, bey varongacm, ne Raymond R. V 
| : Research Libi 








4 Sheete—Bheet 2. 


0, A, BELL & 8S. TAINTER. Reig | 
RECORDING AND REPRODUOING SPEEOH AND OTHER SOUNDS. ; 7 | 
No, 341,214. : Patented May 4, 1886, ee 


(No Model.) 


ie 








# 1 
! } 
a | f 
iW i 
i th 
* 
— 7 
’ ae f 
: pil? r t 
if | 
: A 
Wee eee 
a ne 4 
‘ ie 
i ‘i i] t 
‘4 at ip 
is mar 
iy J { 7 By 
i é. 
a i: 


rH -h 
ah 2 i t ae I 
ri ry Ma : f / itd 
Ro tha o +e {i peu i i? : 
t eT), his al Pa 
Pai . C i Me ; Sg ot 
f ee by ie 
ae Tae. my 
‘] ie ha Al’ ee | i if. 


a 
xa 





=" 


rl 





WN OPCTERE Protetatogreper. Watngton BE 


Research 


Raymond R 







—— 





) 4 Bheets—Sheet ; 
(NoModel) = «95 4, Bren & 8, TAINTBR, = 


RECORDING AND REPRODUOING SPEBOH AND OTHER SOUNDS. 
No, 341,214. Patented May 4, 1886, 


PUTER, Photo Litagrnpier Wieetengton OG 











= 
= ‘ oe, 
ae ee ee 
a age 
zz = = at 
te . _ 


] - mi ie 
= Pe 


= 


~ 
an 2 ae ee ‘ 
Ps : : = _— ; . 
i Oa oi = a % 7 
a ay a J _— 
: : ‘ r Fis 


== = ‘ 








| 
m5 3-215 


pg ae 
babe * 
—" me * 


= 


fa 
Fs 


= le, = or 
; 


lh 


+ i 


5 yo 
ng ew : 


= 
ie 
< 


i i ey 
eae A 
in | _ 
in A ‘| | 
t y a y | 
1 ¢ 
pay ! 
ous te 
i" | 


f oie 
Raymond 'Reyae 
“het 
Research Eieram 





i 

‘ 
*' 

it 





No Mode},) | 4 andots sheet + eae 
‘ibadbly 0, A, BELL & 8, TAINTER, BMS ke 
REQORDING AND REPRODUOING SPEEOR AND OTHER SOUNDS, 


Patented mt] 4, 1886, 


No. 341,214, 


Yi eee te 


= sone t ng WL. 


. alt if a 
A ieee A NTL 14\% milky ae 


ri. ’ r a ' 4. Nag , v1 | 
4 oe cael y Nath # rip emsrape wae Me arth igi ke aa, 
vat ae “ phebite ; t 4 a he gd xi 
i a | fh “e Pky 


. J igi pe th a Gt ow " on ¥ ib 1 
Mont 14 “he eS hay ni oe yf ie, Wiles Te Sma Bree 
1 tal sac Me aca" ob Ho! re ‘ga at: fehl TA il 


rene Hg 


" Mg) PP ql . 
My ‘ pink. Th 
‘ tae gh Vite Lay ae jf 


My 





i geayiagell R, Wile 
"WER earch pkey 





— 
C 
\ 
i ‘ 
‘et 
— 
1 
= 
je 5 
ee 
j 
, 10 
~ 15 
hy 
ifs 
snl f 
rue 10 
, st 
r A 
‘ Ps 
4 fi ry 
Lae 
ae 
a. k 25 
Ta 
{ i ee 
B, i" 
i 
PP 
ie 5 
q hk ! ve 
" ; { 4 a? ity ‘* " | J Oo 
‘ it WW) z | x 
i ae | 4 . | 
rt 2, The! ' 
— : eth Th 
' : ee eat r) 
UC ae 
# ie Mth 1 i 
7 BM is 
| Le Hel mT " = 
+ Bede 45 
4 Web Sy 
agin 
had 7 Le 
Pec ee 
PRE vole || vt 40 
jr" i 
ret 
gs 
r 
, 45 
| 
t 
AL 1] 
— a n 
A at 
A 
nice Suri 
abe AHEM 
$e So ee 








| | ) ig ar 2 } 

~ | t PEP WAY ak | 
rpaT; + ; rep ey 
Unirep SratTres PATENT OFFICE.®.,”. 

: if . m) bake th li | 

CUIMCHESTER ALS RELE AND SUMNER TAINTER, OF WASITINGTON, D, ¢, | 

RECORDING AND REPRODUGING SPEECH AND OTHER SOUNDS, 

Ty ; r I Nef 
SPECIFICATION forming part of Letters Patent No, 841,214, dated May 4, 1666, .. ut: 4 rt 
Application filod Juno 37, 1886, Serial No, 170,044. (No model.) Thal tae ABS Pag | 
Ya all whom it may concern: ' eon practicable with the indented records iia Mite 


be it known that we, CHICHESTER A, BELL 
and SUMNER VAINTER, both of Washington, 
in the District of Columbia, have invented a 
now and useful liuproyement in Reeording 
md Reprodveing Speech pad other sounds, 
Which improvement is fully set forth in the 
following specification, 

This invent! «relates to the formation, ina 
solid substance, of elevations and depressions, 
ov other inequalities corresponding more or 
loss perfectly tothe formes of sound-yvilrations, 
amd the reproduction, by means of such ine 
quuilities, of the sounds represented by them. 

The invention consists, first, inthe formation 
of (he record or * phonogram,” as it has been 
ealled, by moans ofa cuting-style whieh is vie 
brated by the sound-waves or sonorous vibra- 
tionstobereearded, The vibrations may be im- 
pressed upon the style direetly by the impact 


| 


of the soundl-wayes pon some device mechan | 


ically connected withor carried by the cutting: 
Alylo or its mU DON OF indirectly through the 
wetion of an eleetria current or other suitable 


vibratory meditm, Tloretofore a large num- 


ber of contrivances have heen devised for con: | groove with sloping w , 
verting electrical impulses into mechanient! | being represented by elevations aud depres: ~~ 
vibrations, and they could, of course, be used | sions af the bottom of 


for vibrating the eutting-style. Otherwise 
they have no relation to this part of the pres- 
ontaHivention, the essential new fenture of 
which is the removal of material to form the 
record by acutting, gouging, or graving action 
of the vibrating style. Tleretofure the yibrat- 


ingstyle has, asin Edison's well-known phonor | 


vraph, simply indented the recording material. 
It has been proposed to cut the record in the 
mige ora str pof metal orothersolid material 
by vibrating the stripin contact with the eut- 
ting-edgeof a rotary disk-eutter; but this pro- 
posal is essentially different from this inven- 
tion, the new mode being applicable to cutting 
the reeond wpon all sorts of surfaces, and not 
upon strips only, and is, besides, believed to be 
later in time than this invention. Under this 
part of the invention are included the yibrato- 


ry cutting-style asa new device in a sound-re- | 


corder, and the combination of the same with 
other devices: also the cut or engraved record 
itself. In this new or improved form of rerord 
not only may a larger number of words or 
sounds be reeorded in agiven surface than has 





| 
| 


heretofore in use, but the recorded vibrations 
are also sharper and better defined. It is S64 orc7 
found that an indenting style smooths over 0. | 
ile erests of the larger elevations, and also — 
rubs out some of the finer ones. rt 
The invention consists, secondly, inengray= 4 | 
ing or cutting the recom| in a waxy or amor- 60 5 | 
phous and slightly cohesive substance, Pref- its 
erably, a compound of beeswax and parafine 
(the latter in excess) isemployed, Thiscom- "© 
pound has ny tendency to clog the style, but): ‘ 
is readily removed thereby in chips or shay- | 
ings. ‘This partof the invention also consists” 
in a recording material composed of a waxor ... °° 
waxy surface on a paper or pasteboard foun- — "i 
lation. Ieretofore it has been proposed to,....” 
use soft paper saturated or coated with par- 7a.” 
atline as the material for recording by the | 
indeuting method; butits use does not appear. ia 
to have been suecessful,and an outer layerof 
tin-foil was therefore employed to receiyethe ...5 og 
indentations, Wey ae 
The invention consists, thirdly, in cutting ~~ py 
or engraving the record in the form of a™ | ou |e 
walls, the sound-wayes © yo °" )4 
fe eae 
the grooye or otherwise. 89. ; i ae 
‘he adyantage of this form of record is that... (3 
it forms an eflicient guide to the reprodueing- 7) 52% 4 
aye, eee Mes 4 sds t te. 
The invention consists, fourthly, in loosely «* “eet a 
mounting the reproducing-style so thatitean 85°, rr eel tl 
readily be guided by the record. Preferably! so ..5° 
the reproducing - style, or rather what may. 4. y¢” 
he called the “head” of the reproducing-in-w =o) ©! 
strument, is mounted on a dolvereal joint, 25. 
and the style is pressed against the record by ‘908 p: “t 
the yielding pressure of a spring or weight, .- gs Hf ‘ie 
Practically in the instruments made by us 4f*- 7. 54s 
the pressure is due to the weight of the in-. 9)..." 7’ 
strument, modified by the elasticity of a sec- — 4 
tion of soft-rubber tube, which supports the 9g" 5. /f 
same and constitutes a universal joint; but\© ~.°}6 9% 
evidently there are many deyices which ean fy. - + | 
be used to mount the reproducer, so that itis? (952). 
free to follow the sound record or phonogramy, 0". 
and which, therefore, would be within. the aloo 
spiritoftheinyention, The reproducing-style,®)  ~ 
mounted as justexplained, is specially adapt-. ,~ 
ed for use jn connection with a record in the © 
form of a grogye with sloping walls, and this 
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combination is specially elainid: Dot A many 
als be usefilly employed Te connection with 
other forms af record, 

The invention consists, HEY, I reprod nes 
ing direct=y frome the was record. 


ducingestylesse Chataconsiderable mumber ot 


reprodyetions can he obtained fram it. Phe: 


smootiness af The was Gives That growl advan 
lage in this reared. Bo Firs we are aware, 
noone has reproduced sounds from a wax rec 
ool by rubbing astiyle or reproducer oyer it, 

The invention consists, sisthly, ina repro 
dicerorreprodnenie-inetriment in whieh the 
reprodieiigesty le, instead of being placed be- 
hind ifs stipport, projects at the point beyond 
the edge thereof. One practical pdyantage of 
(his is thet it Manlavethe position of the style 
on the recon) ar phonogram readily to he ob- 
SOryven|. 

The invention consists, seventhly, ineutting 
the sonnd-record ina fosible material, (the 
waxy compound before referved to, for exam 
; ple) and then melting the surface slightly, sp 
ais fo removeany roughness left by the cutting. 
sivle. ‘Those roughnesses are allogether out- 
side of the sound-vibrations, and give rise in 
repromdicing taser ping noises, which interfere 
with the intelliginlity oF the sounds repro- 
duced, These seraping noises are greater 
Will some other Hades of reproducing which 
we have devised.and whieh will form the sub- 
jeet of other patents, than they are with a 
ribbing style; but even with the latter the 


Aldi Lional smoothness given tothe surface by 


the partial fasion bas some advantage. 
The invention consists, eighthty, ina som 
recorder having a entting or raving atyle 
Which is hell by elastic or yielding Pressure 
Againat the surface on which the reeord is to 


he made, The Object is tu aMiable Hie Vilna 


tory Braver oy cutting style to ride over ine 
sleadol plowing Mirongh any elevations on 


Sythe reconling-supface, The depth to whieh 


the polntof the cutting-stvle is embedded in 
the record affects the amplitude of the style's 
Vilvation. By this improvement the depth is 
kopl aniform, noiwithstanding any slight wn. 
evenness OF tlie recording su ninee, 

The iivention cousists, ninthly, in hayiig 
the recorder, of wlittever deseription, or the 
reprvlicer, ar both, rest against the tablet or 
recording material hy gravity, 

The invention consists, lenthly, in eombhin- 
ing with a souml-recorder oy reeording-in- 
sfriument of any suitable description, and spe- 
cially with one having a eutting-style, a tube 
ov hollow standard on which the recorder is 
mounted, and through which the sound-wayes 
are conveyed to the same, This part of the 
invention also consists in supporting this hol- 
low standard cua a iaeeniea having a sound- 
conveying tube communicate with the interior 
thereof through the hinge. This papt of the 
invention further consists in supporting the 
reproducer or reproducing-instrument on a 
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} in similarly conneeting the hollow standard 7¢. 


Ht im Pom | 
that snelia record has sufficient strength fo) 
Withstand the ribbing aetion of the repre | 





nee 





hollow sounmd-conveying standard, the mei: 
is explained with respect to the recorder, and | 


of the reprodueer with an exterior pound 
conveying tube, 

The invention consists, eleventhly, in cou: 
hining with the recorder a mouth-pieee so 
shaped as to include the nose of the user, Th 5s 
is found desirable ta concentrate the sound- 
waves as muchas possible upon the recording 
instrument or style, and if an ordinary mouth- 
pieee be used the sound reproduced from the’ 
record is imperfect in the nasal elements, ant 
sounds somewhat like the specch ofa person =} 7 
with a cold in his head, ity the se of these’! oe. 
improved mouth-piece this d sagveenble qua: 6 09 
ity: of the reproduced sound is avoided. aa 4 

The Invention ccusists, twellthly, in a re- | 
woducer in which the sonorous vibrations — 

mpreased by the record upon the style are by) 
the Intter communicated to a Dlock, plate, ar 
other body of hard rubbey, and through said os ue 
body are transmitted to the air or te other vir" t 
bratory medinm, It is found that this mate. 9° 4 
rial (hard rubber) gives niuch purer sonnds 07 | 
than metal and other substances heretofore. 
employed, It appears to absorb minute vieo 9 . , 
brations which give rise to seratching noises, go 
and also to communicate sonorous vibrations yo 3 47 
without at the samo time adding any foreign, rp 
vibrations due tothe movements of its own’) 
particles among themselves. The result is) 9: 
robably due to the high elasticity and the wo « 
lomogeneity of hard rubber. Pads p epee 






sated <a. ke = : = : ae 


: —s 


4 Bj 





ae ae te ; rt! 
‘The invention consists, thirteenthly,Ineom- ) 1!" 
bining with the disk of a recording andl Per a 
roducing apparatus, in which the record’ ise.) # 
ormecdt on the face of said disk ina yolute or 1) ae 
spiral by cutting or otherwise hy any KNOW ej i 
or suitable means mechanism for giving Jo tee & : 
said disk auniform surface-speed muder the 97 ty 
recorder, Teretofore when the record was rama. S| 


formed on the face of adisk the latter hay HM, 


ite 


a | 
f 
ine 
t | 
| 


b 


been given a uniform rotation, so) that the = yr 


same number of words were recordedin'the | 4 
ontormost civeles as in the smalter inner oes. f° 38 
By giving to the disk a Uni for airen es eed 1 
nnder the recorder, or by making the tines Ws Al 
of each rotation inversely proportional to the poh a 


distance of He recorder from the centeref thes 9 7 4 


disk, the record of any given word. or ed Be) 


* 
| 


a 





will be of the same length at whatever part | ie 
of the disk it may be, and in this way it is” Vj ha 
possible considerably to inerease the number -)7 fF 
of words or sounds on a given area, 9h) 
The invention further comprises ‘certain © |) 
special instructions, combinations, and) ar: )—~ 9) 
7 


rangement of parts, as hereinafter set forth, >. | 
_ Ilaving now explained the principle of the ”» act 
invention, the manner in which the sam@isor | 
may be applied will now be explalued with 
reference to the accompanying’ drAWings, 
which make part of this specification, 4 if 
Figure 1 is a plan yiew of an apparatus con- : 
structed in accordance with the invention,ar 
ranged for recording; Figs. 2 and 3, respect: ) 
ively, a front: elevation and cross-section «| 
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linnwol the recorders Pigs, danebd, views onan 
oolarged seale of the eraver or cutting style 
ies. Tadd, views in clovation and seetion, 
resporlively, af the reproducery Pigs. Hand 1), 
similar views of another form of reproadueer, 
and Figs })anelevation of the sound-eonvey- 
ing tube for use with the reproducer, Pigs. 
I? tol7 represent a modified form of appara- 
tus, Mig. 12 being a baek view, partly Tp see: 
tions bigs ae phim, partly in section; Pig, 
lian edge yiew, partly in section; Pigs, 14 
and 1, views Tn clevation amd seetion of the 
youwworder, and iv. an edge view of a frie- 
lion - clamp making partook the apparatus. 
Pigs. (and are plan ane longitadinal see 
lions, respectively, of an form oof apparatus 
nis constroeled Tiaceorhmee with the inyen- 
lion.or With paris thereof in whieh the record 
is mado on asteip. and Big. 2004 plan, partly 
in seetion, af the reproducer for use with such 
AD i a 
Which the style is operated electrically, 


Referring to Fins, | to t1, Ais the base or. 


Dodol the apparatus, and Pan upright fame, 


which earries the meehinisin for supporting | 


aad moving the tablet Py (showin as i disk,) 
an whieh the record is to be or has been 
formed. Inthe slide C, movable in ways of 
the frame Ly is journaled an arbor, Doon whieh 
wre fixedametaldisk, E,atone endanda bevel 
woul, tat the other Phe arbor projeets he- 
yond the metal disk FE, so.as fo form a supe 
port for the recording-tablet Py which is re- 
tained thereon by the nut 2 and washer a. Phe 
metal disk NH performs the double funetion of 
afriction-wheel and ofa laekingto the record- 
ing-tablet I. Phe bevel-yvear ] engages a simi- 


lar gear, 4,on the ond of the screw 4, whiel is | 


journaled ina bearing in the slide C, and ts 
lapped through a stetionary lug, 6, on the 
lrame 2B. As the arhor Dis reyolyed, the 
screw ois turned also, and in consequence of 
its Cngayement with the lug 6 it moves the 
slide ( fala treted ofthe frame EB. Vherota- 
tion is communicated to the arbor trom the 
shaft 7, Jouraated in bearings of the frame 1, 
and promtiod atone end with a fly-wheel, &, 
vm ecrank-lindle U, amdat the other with a 
frietion-pinion, (. "Phis pinion is formed, as 
shown, of robber disks chunped togethér be- 
tween melal washers. If bears against the 
hack of jnetal disk k,anl communieates mo- 
tion toit, As the slide C is moved by the 


‘netion of the serew 4, the metal disk Kis ear- 


ried past the friction-pinion, sothat it touches 
the metaldisk inaspirallineand serves to give 
auniform surlace-speed toeach part of the disk 
as it in turn comes oppositesaid pinion. The 


_recorder UF is placed on the opposite side of 


the metal disk KE, preferably as shown, with 
the point of the graver or cutting style 1 
Hivectly opposite the point where the pin- 
lon (i touches the disk I. The said pinion 
thus acts as a supporl to tle disk against 
the action of the cutting or recording style. 
The lather is preferably formed of a reund 


rig, 2) isa view of a reeorder in | 








oa zo] 4 =, : Bui | Fi ; am ~ os an 
' <* ie i'd hea rea , 
i \ 8 *. Vi ain ary) 1 Ph ’ Rt | i 
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Hhosamoes Plz. ta view i section and eleyas | wire by turning the end conical and rounding: ") ey > ee 


the extremity, and then grinding off one side: pa)” 
tu theaxisol tho wire, ‘This leaves sharp eut- 79 » 
ting-edges on both sides of the tapering point, (p"%q.. 
These edges remove the material in chips or¢ ee ‘a 
shavings, like a plane or turning-tool, It is 7%)... | re 
not essential to give this form fo the style. el) i, 
Any form which will reniove the material and. 
nol simply displace it will answer. Thestyle 


is sot in one end of a block, 12, provided on » 


ii i 


‘ t 
™ 
be 


the opposite end with a eup, 13, (see Big. 4) 0. 8 1 wh 

and secured in the eross-piece 4 by the nut 0t re 
lf. The eross-piece 14 is fastened to a ring, 8o ey om 

l(i, into which @ back plate, 17, is secured. y, 0°) A 
These parts, except the steel style, are prefer, "yf iy 
ably of hard rubber, although they could be iu ae | 
made of another material—of brass, forexam- {5 ¢ eo) | ae 
le. A sound-eouveying tube, 18, is serewed 85> fo pi : 
nto the back plate, 17,the end being just he. 0 Bist 

hind the enp 13. A diaphragm, 106, of any 5 at 


suitable material, whose edges are clamped be- 


tween the ring Iiand back plate, 17, is plaeed’ 13a etety . (Bp d 
behind the eup 13, which is pressed against go ft en 
said diaphragm by the elasticity of eross-plece frown 3c 
14, The cup 138 and blo¢k 12 serve to com- b K 


municate the vibrations from the diaphragm 
to the recording-style, i 
The tube 18 forms part ef a hollow standard, 
upon which the recorder is mounted, ‘The 
lower part, 19, of this standard is hinged in 
the bracket 20, as clearly shown in Tig. 2,60 © 
that itean be rocked to bring the recorder into | 
or put it out of action, lar Ale 
On the tube or standard 1% isa ring-weight, Te Osi SL 
Z, which is velained in position by a set-serew, . ©. ay 
127, It therefore can be adjusted uapordown, <)> 
in order to increase or diminish the pressure ‘ 
of the style 1! against the tablet Fy The use 
of this weight is desirable, but not neeossary, & 0% (+ Pao, 
The tube 21 communicates with the interior . 96 = 6 ee 
of the hollow standard through the hinge,and 0 9s 
doos not therefore interfere with its freedom | 
of motion, This tube 21 ean be fixed in the 
bracket or ean he allowed to turn. as may be 
preferred, . by bat ote) ke 
The mouth-pleee [Tis shaped to fit the face oS 
of the user, and is ovidart with a notch, 22, "acy apt 
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to receive thenose, Lt isattached ta the tube 115 | 
wt, which at its lower end fits snugly in the © ..>5 sf 
tube 21 and communicates through the series 9° go 
of tubes 25, 21,179, and lawith the space inside ¢ 9 )<¢ hy 
and baek of the cup i. oe Pe aes 

In operation the vecordey rests by lin own pao Ph. | 
weight, assisted by the pressure of weight Z, > 6 0 PF 
or by its own weightalone,if preferred, against 9 0" 8 ay 
the recording-tablet P, said weighteansingthe ©) 7). 6) 0 ihe 


style to embed itself to the proper extent in, > « 


the recording material, The sonorous vibra 125 0 oy °- 
tions iipressed upon the style reso rapid, as pi ye nie 
well as so ininute, that the record is made as. 6 Je) 


perfectly as if the recorder were held posi- 9°. 
ively, while at the same time the reeorder can 3 
he moved bodily to conform to the unevenness 
of the surface of the tablet, and thus keep uni- 
form the depth at which the style operates, 
The tablet I consists of a paper or paste- 


board foundation, 24, with a coating, 24, of | 
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or 
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Be | 


wax, A composition excellently adapted to 


the purpose, and according to our OxperiGnee 
the best, consists of one pith by weight, of 
white heoswax and two parts of paraffine. The 
two bodios are melted together, and if not per- 
fectly free from dirt and grit should be fil- 
tered. A filtration through eotton-wool will 
answer, ‘The coating is or may be about one- 
dwentioth of an inch in thickness, (the paper 


being one-tenth of an inch, more or less,) and 
can be made by flowing the melted composi- | 
tion over. the payer disk or foundation, The | 

reproducer ix mounted on @ universal 


surface is preferably turned off flat ona lathe. 


In order to pines the tablet in the machine, | 


the recorder [Lis turned back outof the way, 
When the tablet has been secured in place, the 


recorder is turned forward Into the position, 


shown, the style resting against and slightly 
penetrating the wax coating. A penetration 
of one one-hundredth of an ineh has been 
found very effective, the style being formed 
of No. Wiwire shaped at the eutting end asin 
Pies. Sand 6. Upon taming 
the disk Mand tablet Pf will he thrned, and 
the style LL willent or engrave a spiral line 
in the wax couting of the tablet. Tf one talks 
into the mouth- piece TI, the style will be 
thrown into yibrations corresponding to the 
spoken words, and the ehETAYEY line will be 
of varying character, the inequalities ar yari- 
ations from unifovinity representing the forms 
of the sound wyyes. 

The reproduecer K, (shown in Figs. 7 and 8,) 
for reproducing from the engraved tablet or 
from other suitable reeord the sounds whieh 
formed said records, has a reproducing-style, 
20, formed of a narrow jwetal strip bent near 
the end, as shown im lig. 8, and pointed, as 
shownin Pie. 7, This style is held by ce- 
menting, riveting, or otherwise, between tho 
strip 27 and the eiveular plate 2s, both pref- 
seats of hard rubber, The strip 27 is fast- 
ened af the bottam to an olfset on the block 
2), In which a passage is formed for the sound- 
wives. This passage terminates just behind 
the plate 28. There isa fixed disk, $0, of the 
sme size as the movable plate 28, If in ee- 
mented ov otherwise fassened on the face of 
the block, and is perfnvo ben at the center, in 
order not to obstruct the opening therein, 
The plate 28 is close to but notin contact with 
thedisk, Tho tube 31, fixed at the upper end 
tothe bloek 21), is joined at the lower ena to 
the tube 55 by a section of soft flexible vul- 
eanized-rubber tubing, #2. For use the tube 
Ud is slipped into the tube 1) in the manner 
shown for the tube La of the recorder. 

The reproducer K when so placed is mount- 
edupon a hollow standard eomposed of the 
tubes or tubing 81, 82,83, and 19, and in con- 
sequence of the flexibility of the rubber tub- 
ing J2 it is free to follow the record. No spe- 
cial care is necessary to insure its adjustinent, 
for if the reproducer Ki be allowed to rest 
against the record with the style upon the 
engraved line the style will of itself gravi- 
late to the bottom of the groove. 
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| these accounts are avoided by the loose «| 


the fly-wheel 8 | 


of its point on the record can be easily se 





a Poe, ‘ 


‘There exints et bi Hanitiity todisurran ye: 
nent Insome partot the mach ue either in Rr 
recorder or thesupport therefor or the record 
ing-tablet or its support, or if there be no 
disavrangement it would be dificult to iisury 
that the reproducing-style should touch the 
record precisely at the proper ppotne, if the 
reproducer be held rigidly, Dificuities oi 






flexible mounting of the reproducer, the styl] 
automatically adjusting itself 10 ihe prope) 
place on the record, If will be soon thai qh 
| Ont, Fe 
that it can move inany direction, tHe InOVE: 
ment parallel with the faceof the tablet would |. 
however, by itself allow the style to follow ay. 
LAE itself to the record to a mseful exten: 
n operation the yeproducey Kis placy 

against the record, and on turning the whe 
8 in the same direction and at about thesan 
speed that it was turned in recording, there. 
ord will move the style 26 and plate 2k, sq, > | 
to throw the airin the hollow standard in. 4 
vibrations, and produce sound-wayes simiby 
to those which originally acted upon the + 
cording-style to makethe record. The repy 
duced sounds are audible by placing thee 
in proximity to the mouth-piece I; bat it-. 
preferred to withdraw said month-piece, fy BY 
lo connect the flexible tube 34 (see Big.) 
with the tube 2l and listen at the ear-piece ) 
After the record has been ent it willofcon®, 4 
he understood that the machine is turned bay. || 
to the starting-point for reproducing. .'T/- 
surface of the cul record can be render 
more smooth by removing the engraved ta - 
lot from the machine and exposing the surfa — 
to heat—as, for example, by rotating the ta 
let face downward oyer an aleohol-lamp un, 
the surface begins to glisten. Of course at) 
long exposure would destroy the record, ° 
isthe merest surface action that is require. 
The record can be used for reproducing wit) ; 
out submitting it to this operation and with 
out removing it from the machine. Tt m © 
however, be remoyed, and at any time ther. 
after replaced on the same or @ similar npg” 
chine, and be made to reproduce the origi et") 

The reproducer K’ (shown in Figs. 9 ae “¢ 
10) has the style 26 attached to the outer |. Gf 
fwo light plates, 3liand 37, which are attach -— ) 
to a diaphragm, 38, of thin ‘sheet rubt 4 
clamped at the edges between the ring 38. 7% 
the border of the back plate, #0, The ty «°° 
31 is fastened inthe back plate. 9. —. 

It will be observed that in both forms of — 
producer the style 26 projects beyond the ev 
ov ondot the instrument, so that the posit 
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Referring now to Figs. 12 to 1%, A is 
bed, B an upright frame, D an Arbor, ] 
nietal disk, F the tablet, and Ga frigtion-y 
ion, asin Figs. toll, The nut 2 and wis. 
3, the shaft 7, wheel 8, and erank 9, and the 
per disk 24 and wax coating 25 are ident 
with the parts similarly numbered in Pigs 
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Yama. The arbor D, instead of being HE 
uated in astide, is carried by an arm, L,which 
is suppartoal hy and is fixed}on the short shaft 
0, Phisshaftis supported on eenters 4) and 
2, so that the arm 7 van be rocked. The 
worm-wheel 43, loosely mounted on the shaft 
Ad, is held stationary by the clamp M, (he jaws 
‘fitting on either side of the wheel, and be- 
iny pressed agatips! iby the Uhamnl-serew 6, 
The arbor Docarries a serewewhoel, a6, whieh 
onmages the wornepinion Av at the upper en 
af shaft $8. ‘The screw othat the lower end of 
the shalt engages the wornewheel 45. This 
shafi a8 and the wears 47 and 5) carried there- 
hy prevent the arm L being turmed independ- 
ently of the worm-wheel 44, except as the said 
shiatt is rotated. As the arbor D, disk BE, and 
lablet Fare rotated, the serew 40 turns the 
shall Asamd consequently —theworm-wheel 43 
being held stathonary by the clamp \i—the arm 
Lis swing gradually toone side, so That the re- 


order cngrayves a spiral line on the wax faee 


af the tablet. When the veéord has been eut, 
it is only necessary, in order to restore the 
tablet to the starting-point for reproadpeing, to 
draw back the recorder and to loosen elamp 
M, when arm L can be moved at once to the 
proper position, 
A recorder constructed and mounted pre- 
cisely as in Migs. 1, 2,5, and 4 could be used 
in this machine; but, as shown, the pecording- 
Instrument FL is modified to same extent, 
The cutting-style tL (which is the sine as that 
of Pigs, 4406) is set intoa block, (0, carried by 
ninetal strip, G1. ‘This is fastened to a block, 
(i2,at the lower end of a back piece, 65, whieh 
isattached to the upper end of the tube (4, 
which forms the hollow standard for the re- 
carder, and which is mounted on the bracket 
(ia, so a8 ta be enpable of being turned to put 
the record into or ont of aetion, The sownd- 
conveying tube ti corresponding to tube 2b of 
Pigs, ] and J communicates through tho hinge 
wilh the interior of the tube 4. In frout of 
the opening al the upper end of tube 64 is 
stretched Alp aarti ie AF thin sheet metal, 
other membrane or material, 
its cies being clamped hetween the ring bs 
mud back pigee, 0d, sofl-rubber rings GY and 
70 being interposed one on each side of the 
diaphragm, On the opposite side ofthe dia- 
phragm U7 from the tube if a light plate, TI, 
of metal enpped in the center, is hold against 
the diaphragm by the pressyre of the strip 1, 


i projection on the back of said strip bearing | 


against the said plate Tl,” 
In this machine the repradneer K, instead 


of being mounted on the same bracketas the 
recorder when the latter has been removed, is 


carried by a separate bracket, 72, the tube 34 
being hinged thereto, so that the recorder and 
reproducer remain, or may remain, always at- 
fached to the machine, it only being necessary 
fo turn one or the other into position, as mary 
be required, | 

Referring to Figs. 18 to 20), A is the base or 





bed, B an upright frame, 7 the Hrivingene 
8 the fily-wheel, ? the operating-crauk. 

dle, and G the friction-pinion, as in Figs. 1 
ana 2, 
right position in bearings 


aging the frietion-disk Q. ‘The record is made 
Ah i Wax-coated strip, R, of paper, which is 
passed around the periphery of the disk 5 in 


the groove formed thereon, As the strip. 


mses in front of the recorder or reproducer, 
tis wound off one reel—say the recl T—and 
upon theother reel, U, Thestri p can be wound 
hack wpon the reel ‘Ty when desired. 
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Each 80. 


reel rests by its own weight upon a platform ©. 


J 4 
in * 


. Tyree Blt 

The arbor P is supported fn an ujpr 70 e.4. a 
of the frame AL, ©). ae 

and is revolved by the friction-pinion G_ enea he's, 
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or flange, 75, at the upper end of a hollow ~ 


shaft, 7, which turns upon a stud, 77, fast: robes 
pin, 73, alee Vek 


ened at the base to the bed DB. A 


passes through thecenterof the reel,and forms 8 cat 


, haf 


i era for it to turn upon, A nut, 79, —. 
holds the reel on, and may be used to bind _ 
it with more or less tension, On each shaft ©. 
7 is a belt-pulley, 80 and 81, respectively, * ..- 
driven by a crossed belt, 82 or 83, from a go." . 


pulley, 84 and 85, on the arbor P, These 
yulleys RE and 8) are loose upon the arhor, 
hit are provided each with a clutch, 86 and 
87, so placed (see ig, 18) that when the arbor 


. 
1 


is turned to the left the clutch 87 engages 9§ 


ihe hub s&s? onthe arbor, and the pulley BA 


is turned therewith, while when turned to thes.) 


right the clutch 86 engages the hub 88. Each 


shaft 70 has # stop-elutch, 10 and OL, respect- Ses. oe 
1aQ E a | : Pa Hi ‘-. 


ively, which holds it stationary when thestrip 


is being wound on the otherreel. Thus, when 
the arbor P is turned to the left the reel U is 
revolved in the direction indicated by the ar-": 
row, and the sleeye-supporting reel Tis held 
is thus stretched at all 10g 


stationary, The ay 
times, the degree of 


porting-fanges 74. 


ring 7 and the back plate, (5, 
screwed into the back plate, is fastened b 
soldering or otherwise to the CE ak bie 92. 


Le ~y 


ension depending npon) 
tho friction between the reels and their pupr ., 
‘The recorder II” is ears.) 
ried by a eross-piece, 92, supported by posta ~~ 
13. ‘The style IL is carried by a cross-pieea, Tro: 
(4,10 which it is attached by means of the © )\) 
eup 945,of hard rabber, which forms.a nut on” Vy © ae) Ties 
the screw-threaded shank of the style, and’\ >) o% [2 

suid cup rests against a mica diaphragm, 96,2) 05 |) 
whose edges are clamped between the screws 115 0%). FY AD 
The tube 18, 0 FL) 400 eae 
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The tube 23 of the mouth-piece I fits into said, ... ¥ 


tube 1s. ‘The ends of the cross-piece 92 are 


slotted to fit around the serews at the top of) 
| posts 3 and rest upon nuts M),andare clamped ~~ 
by nuts 100, By means of these nuts the verti- .~ ee ee 


cal position of the recorder can be adjusted, +” 


After one line has been engrayedon the strip, 125 * ar 


the recorder can be adjusted to engrave as 
many widitional lines parallel thereto as the 
strip will receive, 


1! allow the recorder to be moved toward and 


ala) 


The slots in the cross-piece - % 


fe 


e 


& 


¥ 


Wf. 


away from the strip, so as to regulate the 1 30° f4 


ilepth of the engraved line, ‘To insure a 


greater nicely of adjustment, serews 101 are rah 
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tapped Chyariel (he petal at ibe We il ay | 1H a a oa Hashenpobnengo patter 
Pslots, uid bear at The pola Ages Thre | pee » PY OA ' Miser Feibaaie et. 2 Naas eS 
ripntinsesenw toe Rete | | Th torn mentite in Nervi napoy ied tg jy 
The reproducer WS Pig, 20, is simihue to | indicate an action in which ta HAHA A 
That shown in bigs. tad 10, exeoph thant the remover in chi iprs, shavings, Ly N 1a a 
style 2h is se phiced Chat Che point ds at the | pieees as in cHerey ing, Har rantnagey. sane otf 
centor insteaclol projecting bevond the edge | like- aid not simply displaces, | yao, 
ot the instrament. Hs position an the record | Phe disphieementot the materials natanly 7: 
is (Therefore nob se readib: seers hutbwith thee a diferent operon fron the cutting conten 
ro forurel machine shown i those fires this pinta by this invention, but is not caleutated 
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is dess diportnt. Phe same ay Hn Ba uf 0 Peer Ae Uk for whieh erat | Unngs uy 
the loose mondial! Che roprodiieer, ai hough | yay ine Is employed, vo ata bre NeeIR pds 
i porine at nt thin rubber diaphragiay ds Having now fully, described our sais Inyety in 
vives aceermatn latoral play ta the style, ‘The | ton and the yanner in which the same fe ov mt 
is Inbe St is riidly fastened to a eross-plece, | may be carried into offeet, what we claim iss > 
OT Terie wth Che eross-piece RAR with }, The methodlof forminga recordofsomnits °, 
said (ibe ch the berring-tibe dO and ear-pleee | by impressing KOTLOPOMS vibrations: WPON Wee: 
Hoe eomnertod. style, and thereby cutting ina SOTTC body phe be ! 
The paper stip ean be easily coated with | record corresponding in form to the somtiel 
2o the beeswas aud paratineg compound by mine | Wwayes, In contradistinetion to the formation 
ning the same through a body of melted com: | of sound-records by Indenting a foil with ave. 
position and scraping one side, leaving what | bratory style, er eutting a strip by vibrating 
wdheres to the other to harden thereon, it against a revolving disk-entter, SUDST itt Wy” 
Ih Vig. 2) a erangement for aqperating the | Hally as deseribod, , Se 
25 recorder by clectro-smagnelisinis showin, [Phe 4. The method of forming a sound-recard 
Inagnel LT is mounted ona bap, Os, jour 
ned in beawings in stiidards (OM This pre- 





by impressing the sonorons vibrations apo. 
stylo t i direction at right angles to the res 

vided with a lobhbin, 106, af wire, surround: | eording-surface, and thereby cutting ina solid gs | 

lng the polepieee, which bobbin is ineluded | body a series of elevations and depressions of 

30 Ina eivenit over whieh electrical nadulations | varying depth, corresponding fu formato the 4 Sat 
are caused fo pass by any suitable transmit: | sound-wayes, substanthuly as deseribed., 9 0) a ® 

Ling - justemment—for example, such as cane | A. The vibratory entting-stylo of asound- | 

monly cnployed on telephone-tines. In front | recorder, substantially as deseribed. ¢ 9) ore: 

of the pole-piece or core of the hobhin is a 4, The eutting-style, in combination with ao: 

35 diaphragm, 104, of magnetic material, whose | support permitting the same to be vibyated, €; 
edges are clamp betyeen the ring 1 and | And means Tee preset ia eernaronte vilvations 7 

bik plate 17. Phe eup Uishonld always be) thereon, substantially as deseribede ee Lae 

incontact with diaphragm 19, aud is pressed | 4, A vibratory entting-style, in combination 1) ieee 

digminst i by the springet piece 1h, This enp, | witha sound-conveying tube forconcentratings: (6) 89 
qa as wellas the style EL, block 12, tb 14, aad) the sound-waves npon the style, substantially ©, 

GHOss- pie I+, is the SiG as in the recorder as deseribod, | Bit | J i eye 
Tot Bigs. and f (i, \ vibratory euttingsstyle, incombination — 

Ht is evident that various modifientions | with a tablet ar other solid body in which tha’aj 

Otfior thin those indicated can be mate ant) peeord iste he cnt, and mechanism for sup: 

45 the Invention still be employed in whole or) porting the same and moving it with refe cones ob 

Hh part, end also that parts at the invention Ii the said style, substantially as decal Mf. © 
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nny be iso sepuurately. | 7, A souned-record consisting ofa tablet or. A 
ein the foregoing description details have | other solid body having its surftee cub-oren- Fp 
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== 


wer 


¢ been fiven with BU min LTC ORS, ‘| lis Ihits raved with Hetyrow lines mn i irregular or vue i re | b 

P.. 5° been done tn furnish the best information in| vied form: corresponding Fo sot Wares, BABS bik) 
ie on power for enabling those skilled in the | stantially as deseribed, a ages A Aan 
Pe | i'l ) ake wnt vse the invention, anil biel ms. vA sound-record CONS Test Tg ofa tablet we eh aah ib She 

‘Se With the intention of limiting the invention to | solid body having Us surface ent or engraved Po 2 
the precine dimensions, Proportions, shapes, with a number of lines of variable CPOSSSEGS | he 
55 el materiads stated, tion, the irregularities op variations earres ))) ofan 

A ineans Has hoon shown for impressing yi | sponding in form to sound-wayes, sabstang 7 ok 

brations Upon the recov izes ty lo by an ele) tally as deseribed. . Gre cig jag He va ieee 


Hrieal current through the intermediary of an . Phe methodol forminga sound orspeech. 1 is 

electromagnet, ing manner simikutothatin | record which consists in engraving oreutting 

fo which the diaphragm of an ordinary reeciy> | the same in wax or a was-like composition. 

ing-lelephone has been vibrated. substantially as deseribed, Bier as teat 

H is evident that other means heretofore | 10. The sound ov speech record cut Orens. * 

used for vibvatirg a diaphragm eculd be nsed raved in wax or away-like composition, sul. 1 A 

in place of the magnets also, it is evident that | stantially as described, fay 4 

65 the vibrations of the reproducing-style could | 11, The recording-tablet of a phonograph or 
he taken up and transmitted by the means | sound-recording machine, haying as the ma- 
heretofore used for taking Np ana trasmit- | terial for recording samids or sonorous yibra- 
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lions the composition of beeswax and paraf- 
lina, SUDAtt EY as cleseribed, 

IZ. The somnd or speech record aut or en- 
raved ina wasx-tike composition, such as the 
COMPO OF booswins aid parafline, substimn- 
Hilly as deseriland. 

I. A tablet oor body for recording sound: 
Vibrations, consisting ofa parperoar paste board 
Foun On and a strfaee-comting ob beeswax 
Awd parafing compound, substantially as cde. 
seribed, 

14. The sound or speech peeord cut or en- 
graved Tia was-like composition, such as the 
Heseribedcompoundor boeswas and parattine, 
eonstituting a surfaee-conting fo a paper or 
pastehourd foundation, substantially as de- 
scribed, 

14. Themethod of making a sound orspeech 
record which consists in engraving op eaiting 
in the recording material an irregular groove 
Wilh sloping walls, the shape af the groove 
representing the somnd-vilrations, substan- 
tially as deseribed, 

li. Themethodofmakingasonnid or speceh 
record which consists in eutting in the re- 
cording materiala groove with sloping walls 
and of yariable cross-section, the variations 
eorrespomding in form to sound-wiives, sub- 
stantially as deserted, 

17, The sound-record in the form of an ip 
regular groove With sloping walls eut in solid 
material, substantially as deseribed, 

18, The sound-record ent in wax ov wax- 
like composition in the form of an irregular 
groove willisloping walls, substantially as de- 
scribed, 


i). The combination, with a reproducing 


style, of amounting therefor whieh loaves said 
stvle-face to move laterally, and therely ad- 
just itself automatically to a sound-reeord, 
substantially as deseribed, 

2, Phe reproduecer loosely imomited ana 
siritalle support, sothatihe reproducing-sty le 
iscapableof a lateral movement, and may iy 
conseqience thoreot adjust iself automati- 
eally on the record, substantially as deseribed, 

21, ‘The reproducer mounted onauniversal 
jomt and hold against (lie record by yielding 
pressure, substantially as described, 

22. ‘The combination, with a grpoved tablet 
orather body having a sennd-recorl formed 
Therein, Of a veproducer haying a rubbing- 
style loosely motnted, so that itis free to move 
laterally, and thus adjust itself to the groove, 
substantially as deserihed. 

23. Thecombination with the tablet or other 
body having the sound record formed therein 
as an irregular groove with sloping wills, of 
hreproducer having a style for rubbing over 
said record and mounted ona uiversal joint, 
substantially as deseribed, 

4. The combination, with a sound-reeord 
formed in wax ora wax-like material, ef a re- 
producer having arabbing style for receiving 
sonorous Vibrations fron said recom, substan- 
tially as deseribed. 

24. A veproducer having a style projecting 


standard hinged to its bracket or base,and.) | - |, 


=a 
ta? ete 2 iF ie 


beyond the edge or end of the instrument, 59 yar | 
that the position of the point of the styleon . \. if 


the record may readily he seen, substantially Jo | a 
as dleseribed. see We fF . 
2. Ina reproducer, the combination, with ——~ oF 
a vibratory plate or diaphragm, of a repro- ‘ft 


ducing-style fastened flatwise on said plate ov, 

diaphragm and bent at the end, substantially 75 

us deseribed, We, 
‘7, The method of recording and reprodue- 

















ingsounds by cutting the reeord in a wax or 4, 
wax-like material, and then rubbing over the ae, | 
revord the style of a suitable reproducing-In- Bo, wie 
sipument, so as Lo dmpress sonorous vibrations ays 
on said style, substantially as deseribed, =: kgs 

28, The method of improving a sound-ree- >). bi PA 
ord which consists in producing an incipient gt 

fusion of the surface, substantially as de- 8§ 0 0 2 

scribed, Sb | 

20, ‘The improvement in preparing a sound: kil 9g 
record, consisting In cutting the record in a = ey! 
fusiblo material, and then producing an ineipy: we 
ent fusion of the surface, substantially as de- 90. eb 


- 


scribed. } 

80. The sound-recorder haying a yibratory 
cutting-style held against the recording mate- 
rial by yielding pressure, substantially as de- , 
scribed, , 05 

31, The recording instrument having a vie __ 
bratory eutting-style and mounted ona hinged © 
am, substantially as deseribed, 

82. Thecombinationwiththetabletorbody =... 
in which the sound-reeard is to be made, of 100 
the reeording-instrument mounted onahinged 
arm and resting by gravity against the tablet, 
substantially as deseribed. 

sh The reeorder mounted on a hollowarm — |. 
or standard, which constitutes also a sound- 105) 
conveyer, substantially as deseribed, | 

$+. The recorder mounted upon an arm er 7 
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wovided with a sound-conveyer extending ~ | 
enethwise of said arin, substantially as de- 110) 
seribed, 7, 

Ho, The recoarder mounted upon a hinged 
um, aid combined with a sound-conyeyer — . | 
which extends lengthwise of the arm, and is © >> 4 
eauneeted atthe hinge withan exterior sound- \ 
conveyer, substantially as deseribed, ea 

i, The reprodueer mounted uponahollow © |, 
standard which forms a sound-conveyer, sub- | 
stantially as deseribed, 
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i7, The repvoducer mounted on a hinged 120° Ley 
arn, aud provided with a sound-conyeyer ex- i ¢ 
fending lengthwise of said arm, substantially «9°. fe 
as deseribed. 7 ia See rib f 
j8. The reproducer mounted on a hinged ae 
arm, and provided with a sound-conveyer ex: ras) 0 oh 
fending lengthwise of said arm, and connected | pia ae 
at the hinge with an exterior sonmd-conveyer, 6. hoe q 
substantially as deseribed. | }, hey 


om”, The combination, with a sound-record- 1 aga 
er, ofa mouth-piece shaped to surround the 1$& 4 eae + | 
mouth and nose of the user, and to concen- yo > Oe 
lrate the sound upon the recording devices, ‘ Pha. 
substantially as deseribed, bdo 
40. Thecombination, with the tablet,in the — 
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46, A tablet provided with a way or way. sf 
{lk eoiting, and having enyraved in said ont. 

ng a spiral line with inequalities or inept. 
larities corresponding in form to somnd-wayes, 
substantially as cdleseribed. : 

4, A tablet provided with a coating of way 
or Wax-like composition, and heving a sound. 
record eugray HH in said coating, said Oneraved 
couling having the glazed surface whieh) yo- 
sults from an Ineipient fusion of the wax after: 
cutting or engraving the reeord, substantially 
| a8 described, Oe & te 

47, In Sambinorian With a sound-rocordoy, 
a flaring mouth-piece shaped to fit over thea }- 
face of the user and to inelude his noseyand | 
communicating through a tube or contracted — 
opening with the space behind the diaphrath ti 
of said recorder, substantially as described. | | 


forneof a disk, andl a reeorder or reproducer, 
Of mechanism for causing a spiral line ta he 
traced on the disk hy the recorder or repro-- 
ducer ata uniform surface-speed, substan- 

§ lially as doseribed. Me | 
HH. The combination, with the tablet, inthe 
fovieoala disk, (he arbor, and the metal disk 
opening asa frietion-wheel, of the slide, or 
Hs oquivalent, suchas herein shown, in whieh 
io suid arbor is journaled, and the frietion-pin- 
ion for revoly ne saute disk, substantially ils 
doseri bor, | | | 
2. The combination, with the recorder or 
ihe Hel NCH the disk, the ahah and the 
15 laterally-movahle BHP to the arbor, of the 
friction-pinion placed behind and bearing 
Agtinsl the disk at a point opposite the re- | 
comdey oor reprodiuecer, substntially as de- | 


seribed. Tn testimony whereof we have signed this | 
2004. The combination, with a reeording-style | specification in presence of two: subserthing | ) 
‘ mul the support therefor, ofa eupon the back | witnesses. eee it aA 


Of said support, and the sound-eonveying tube 


lerminating just behind the cup, substantially SL aa A, BETAS | 





as dleseribed, SUMNER TAINTER, 

25 41. In combination with the style of a AP Ea 
sounid-reproducer, a vibvatory body or plate | Witnesses: ye OP 
af hard rabber, 1 jay which vibrations are im- PHILIP Mauro, | ar aeey? 55) aay 
pressed by said style, and through whieh they . J, HEDRICK. i OE wae 4 
ane transmitted, substantially as deserihed. | Oto RAYS eh. 
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Geter tte eee lay tee wit the Poth tee ef Jiptre, Piet, 
in tie teed ad ptr ewetinng yaoi d wet Bleed oopepee, before the 
Hon Chroetin @. Boblaat, Detect date, apperee the following 
rotev, fee wes 


) * 
Pe: 


ORDER. 
CIRCUIT COURT OF THE UNITED STATES, 
Northern District of Illinois, 
Northern Division. 
Suturday, June 10, 1899. 
Present, Hon, Christian C. Kohlsaat, District Judge. 


The American Graphophene Company, 
25, J el Va. : 
Talking Machine Company, et al. 


Now come the parties by their soliciters, Now comes on to be Entry, June 10," 
henrd the motion of complainant for preliminary injunction ! 
herein. ! 

‘The Conrt after hearing said motion and the arguments of coun- 
sel thereon takes the matter under advisement. 


218 Afterwards, to-wit, on the 28th day of June, 1899, in the 

record of proceedings of said Court in said entitled cause, be- 
- fore the Hon, Christian C, Kohlsaat, District Judge, -appears the 
following entry, to-wit; 
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154 | Order. 


ORDER. 
CIRCUIT COURT OF THE UNITED STATES, 


Northern District of Illinois, 
Northern Division. 
Wednesday, June 28, 1899. 
Present, Hon, Christian C, Kohisaat, District Judge. 


American Graphophone Company, 
24,156 VS. 
Talking Machine Company, Polyphone >No, 25,186, 
Company, Leon F. Douglass and 
Henry B. Babson. | 


The court haying fully considered the motion for a preliminary 
injunction in this cause which was heard on the tenth day of June, 
1899, doth hereby deny said motion, And doth further order that 
the indemnifying bond heretofore given on the vacation of the re- 
straining order be released, and that the property of the defendants 
seized under the restraining order be returned to the defendants, 


And on, to wit, the 5th day of July, 1899, there was filed 


219 in the office of the clerk of said court the petition of appeal , 


and assignments of error of complainant, in the following 
words and figures, to wit: 





ee 


A 1) 


Leon } 
pan: 
Ba Li: 


The 
order r 
penden 
the abe 
United 
the rea: 
with, a 
transer 
onder y 
States ( 

Chie: 


TAYLA 


The 
peal ho 
Milw 


(End. 
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Phiten of Appel hh 


seo dS THE CURCUTRE COUR OF THE UNITED STATES, 
For the Northern Division of the 
Northern District of Minnis. 


American Graphophone Company, 
Complainant, 


vs, ; 
Leon F, Douglass, Talking Machine Com- in Chaneney, 186 
pany, Polyphone Company, Henry B, eat eeern 
abson und Silas F, Leachman, | 
Defendants. } 


PETITION OF APPEAL, | 
The above named complainant conceiving itself rieved by th 
| ie) ue | ) ig s ugg ev y e Petition of Appeal, 


order refusing to grant complainant’s motion for an injunction 
pendente lite made and entered on the 28th day of June, 1899, in 


_ the above entitled cause, doth hereby appeal from said order to the 


United States Cirenit Court of Appeals for the Seventh Cireuit, for 
the reasons specified in the assignment of errors, which is filed here- 
with, and it prays that this appeal may be allowed, and that a 
transcript of the record, proceedings and papers upon which said 
order was made, duly authenticated, may be sent to the United 
States Cireuit Court of Appeals for the Seventh Circuit. 

Chicago, IIl., July Ist, 1899. 


POOLE & BROWN, 
| Solicitors for Complainant. ; 
TAYLOR E. BROWN, 
Of Counsel, 
The foregoing claim of appeal is allowed, the amount of the ap- 
peal hond being hereby fixed at $250, 
Milwaukee, Wis., July 3d, 1899, 
JAS, G. JENKINS, 
Circuit Judge. 
(Endorsed) Filed July 5, 1899. 
5. W. BURNHAM, 
, Clerk, 
’ 4 
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156 Assignment of Ervor— Band an Appeal, 
221 IN THE CIRCUIT COURT OF THE UNITED STATES, Age ! 
For the Northern Division of the Northern Ties 
calmin. 
District of [linois. and mil 
Triatiors 
American Graphophone Company, we hin 
Complainant, mil ses 
Vs. this thi 
Leon F. Douglass, Talking Machine i Chanenry, ~ Hat 
Company, Polyphone Company, Henry RY PR: eRe EAH Whe 
B. Babson and Silas F, Leachman, the Ny 
Defendants. depend 
puny, ' 
ASSIGNMENT OF ERROR, | Faiya 
an at 
And now on this first day of July, 1899, comes the said com- Compa 
plainant by Poole & Brown, its solicitors, and says that the order obtain: 
in said cause is erroneous and aguinst the just rights of said com- the: sui 
plainant for the following reason : | citation 
That the court erred in denying complainant's motion, and in re- Compa 
fusing to order the issuing of the injunction as prayed, Leach: 
Where, suid complainant prays that the said order may be re- United 
versed und that the said Court may be directed to enter an order be 
for an injunction pendente lite in accordance with the prayer of the 293 
bill. la th 
POOLE & BROWN, said ar 
Solicitors for Complainant. make j 
TAYLOR E, BROWN, main ji 
: Of Counsel, | 
(Endorsed) Filed July 5, 1899, 
5. W. BURNHAM, 
Clerk, ert 
222 And, on, to-wit, the 10th day of July, 1899, there was filed 
in the Office of the Clerk of said Court, the Bond on Appeal 
of American Graphophone Company, in the words and figures fol- 
lowing, to-wit ;— 
BOND ON APPEAL. 
(En 


Know allmen by these presents, that we, Americun Grapho- 
phone Compuny as principal, and Rudolph G,. Giesler, Chicago, 
Illinois, as sureties, are held and firmly bound unto Leon F, Doug: 
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Looe. Leleins Mouchine Company, Pity yt one Pepys Henry is. Rnd vp apes 
ew, 


Histo, ahh Silos BL Desehaien ga the fall aod) just sam af Pwo 
Pde des Danl Difts Loeollwis Vee tee genteel tee hee neared Laon F. Dhovterlass, 
Datking Machine Company, Poly plone Company, Henry 8. Babson 
wod Silie BY Leachtoan, ther certain attorneys, executors, adminis- 
tiaters or aesigns; to which payment, well aud traly te be made, 
we bind ourselves, our heirs, executors and administrators jointly 
und severally, by these presents, Sealed with our sents ine dated 
this third day of July in the year of our Lord one thousand eight 
hundred and ninety-nine, 

Whereas, lately at a Circuit Court of the United States for 
the Northern Division of the Northern District of Illinois iu a suit 
depending in said Court, between American Graphophone Com- 
pany, Complainant, and Leon F, Douglass, Talking Machine Com- 
pany, Polyphone Company, Henry 5. Babson and Silas F, Leach- 
man an Order was rendered against the said American Graphophone 
Company and the said American Graphophone Company having 
obtained an appeal and filed a copy thereof in the Clerk’s Office of 
the suid Court to reyerse the said order in the aforesaid suit, und a 
citation directed to the said Leon F. Douglass, Talking Machine 
Oompany, Polyphone Company, Henry B. Babson and Silas F, 
Leachman citing and udmonishing them to be and appear at a 
United Stutes Circuit Court of Appeals. for the Seventh Circuit, to 
be holden at Chicago within 10 days from the date hereof. 

Now, the condition of the aboye obligation is such, that if 
the said American Graphophone Company shall prosecute its 
said appeal to effect, and answer all damages and costs if it fail to 
make its plea good, then the above obligation to be vuid; else to re- 
main in full force and virtue, 

AMERICAN GRAPHOPHONE COMPANY, 
By F. J. WARBURTON, (Seal) 


Vice President. 
RUDOLPH G. GIESLER. (Seal) 

Sealed and delivered in presence of — 

WM. HERBERT SMITH, 

' as to F. J. Warburton, 

GEORGE W. LYLE, 

DAVID 8. RAMSDELL. 

| Approved by— 

JAS. G. JENKINS, {Seal} 


) | U. S. Circuit Judge. 
(Endorsed) Filed July 10,'1899. ii 


Ss. W; BURNHAM, 
Clerk, 
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Olerk's oeitificate. 


Citation. | 


158 Clerk's Certificate— Citation 


924 Northern District of [llinois, Wa 
Northern Division. 


[, 5. W. Burnham, Clerk of the United States Cirenit Court, for 
the Northern District of Illinois do hereby certify the above and 
foregoing to be a true and complete transcript of the record of ull 
proceedings had in the cause entitled : 


American Graphophone Company, 
vs, | No 25186, 
Talking Machine Company, et al. 
us the same appears from the records and files of said Court now 
remaining in my custody and control. 

In testimony whereof, I have hereiinto set my hand and affixed 
the seal of said Court, at my office in Chicago, in said District, this 
14th day of July, A. D. 1899, | , 

(Seal. ) 5S. W. BURNHAM, 

Clerk. 


United States of America, ss, 


The President of the United States, To Leon F, Douglass ; Talking 
Machine Company, Henry B. Babson, President; Polyphone 
Company, Leon F. Douglass, Vice President, Henry B, Babson 
and Silas F, Leachman, all of No, 107 Madison Street, Chicago, 
Illinois, Greeting ; 

You are hereby cited and admonished to be and appear ata 
United States Cirenit Court of Appeals, for the Seventh Circuit, 
to be holden at Chicago, Illinois, within ten days from the date 
hereof, pursuant to a petition of Appeal, filed in the Clerk's 
Office of the Cirenit Court of the United States for the Northern 
District of Illinois, Northern Division, wherein American Grapho- 
phone Company, Appellant, and you are Appellees, to show 
cause, if any there be, why the Order rendered against the said 
Appellant, as in the said Petition of Appeal mentioned, should not 
he corrected, and why speedy justice should not be done to the 
parties in that behalf. / : 

Witness the Honorable James G, Jenkins, Judge of the Circuit 
Court of the United States, this Third day of July, in the year of 
our Lord one thousand eight hundred and ninety-nine, at Mil- 


waukee, Wis. 
s JAS. G, JENKINS, 
U. 8. Circuit Judge. 
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United States Circuit Court of Appeals 


Ocroser Term, 1898. 


No. G18. 


AMERICAN GRAPHOPHONE Co., 


Complainant-A ppellant. 

Uv. 
TALKING MACHINE CO., POLYPHONE CO., LEON 
F. DOUGLASS, SILAS F. LEACHMAN AND HENRY 


B. BABSON, 
Defendants- Appellees. 


BRIEF FOR COMPLAINANT. 


Puitip Mauro, | 

C. CLARENCE Poot, PooLte & Brown, 

Tartor E. Brown, . Solicitors for Complainant. 
Counsel for Appellant. 
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Filed 

August 27, 1899 

Edward M, Holloway, 
Clerk 
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United States Circuit Court of Appeals. 


OcToBER TERM, 1898. 





AMERICAN GRAPHOPHONE COMPANY 


Complainant—A ppellant, In Equity. 
: | “fe ; No. 618. 
TALKING-M ACHINE CoMPANY et al., 


Defendants—Appellees. 





BRIGE FOR APPELLANT. 





E 
Statement of the Case. 


This is an appeal from an order denying a preliminary 
injunction. | 

The bill of complaint charges infringement of claims 7, 
8, 10, 17 and 18 of letters-patent No. 341,214, granted May 
4, 1886, to Bell & Tainter (p. 1588). 

The invention of this patent gave existence to the com- 
mercial art of recording and reproducing sounds. It em- 
braces (1) the art or method now universally employed, 
to-wit, the engraving method of recording sounds; (2) the 
instrumentalities employed in practicing that method ; and 
(3) the “ sound-record.” 

Theclaims of which infringement is alleged relate to the 
engraved sound-record, which is an article now in extensive 
use. 
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Complainant and its licensee (the Edison Phonograph 
Works) manufacture and sell machines, known as “ Graph- 
ophones ” and “ Phonographs,” respectively, and also blank 
tablets upon which, by the normal operations of these ma- 
chines, records of sounds are cut or engraved. Sound- 
records thus made by the normal operation of the grapho- 
phone are known as “original” or “master” records. 
Manifestly, purchasers of graphophones and blank tablets 
from authorized dealers have the right to use these instru- 
mentalities for the production of sound-records. But nearly 
all the sound-records made and sold by the manufacturing 
companies are those known as “ duplicates,’ which are 
copies of “original” records, and are not made by the 
graphophone, but by special “duplicating machines,” so 
organized and constructed that they can make, upon a 
blank tablet, an engraved copy or counterpart of an 
original or master record. 

Eaton’s affidavit (beginning p. 18 of the transcript of 
record) explains the meaning of the terms “original” and 
“ duplicate” records, and the means whereby the latter are 
made. (See also Douglass’ Affidavits, pp. 71 and 75.) 

The infringment complained of consists in the unauthor- 
ized manufacture, use and sale of “duplicate” sound- 
records. 

The duplicate records embody the invention defined in 
claims 7, 8, 10, 17 and 18 of the patent. It will suffice to 
quote claim 7 (p. 150): 


“7, A sound-record, consisting of a tablet or other 
solid body having 'ts surface cut or engraved with 
narrow lines of irregular or varied form corresponding 
to sound waves, substantially as described.” 


There is nodispute that the sound-records made by de- 
fendant Douglass embody the invention of the claims. 
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The proof upon which complainant charged that the defend- 
ants were operating duplicating machines and extensively 
manufacturing duplicate sound-records, was obtained by the 
investigations of Frank P. Moore, and the methods by which 
he procured this evidence are detailed in his affidavit (p. 
23), and in the affidavits of True (p. 15), Cartier (p. 9) and 
Shaw (p. 44). Inasmuch as the charges of the bill in this re- 
gard are adimittedly true, it will not be necessary to state the 
contents of these affidavits. Upon the proof they contain 
the court below granted an order (p. 39) directing defend- 
ants to deliver into the custody of the court all duplicating 
machines and duplicate records in their possession. 

Charles W. Hills deposes (p. 46) that he accompanied the 
deputy marshal when the latter served this order on the 
defendants, Douglass, The Talking Machine Company and 
the Polyphone Company. All these defendants have the 
same place of business at 107 Madison street, Chicago. 
Douglass, who was personally served, said to the marshal and 
to Hills 


“that he, Douglass, did not know that he had any- 
thing that would come under the description given in 
the order.” 


After being warned of the consequences of disobeying 
the order of the court, Douglass asked leave to communicate 
with his attorney, and after so doing, by telephone, admitted 
the possession of duplicating machines, and finally led the 
way tothe back part of the store. In order to reach the 
room where these machines were found, it was necessary, 
first, to pass an iron chain stretched across a passageway 
leading to a store-room. Part of this room was partitioned 
off, and access to the space beyond the partition was through 
a locked door bearing the inscription, ‘ Positively no admit- 
tance,” with the device of askull and cross-bones. This 
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door gave admission toa small hall, from which opened 
two doors, both locked, leading to the rooms wherein the 
machines were found. The windows of these rooms were 
carefully screened. 

_ The arrangement of the rooms is shown in the drawing 
following Hill’s affidavit (opposite p. 50). 

The order of the court directed that the answering papers 
of defendant should be filed and copies served on complain- 
ant’s solicitors on or before May 31,1899. On that day 
defendants filed affidavits of Douglass (p. 55), Babson (p. 
56), Dickinson (p. 59 and p. 61), and Leachman (p. 68). 

Douglass states (p. 55) that he had built up a large busi- 
ness buying patented sound-records of the complainant, 

“and writing or culting duplicates thereon by use of his 
own duplicating machines which the complainant has here- 
tofore licensed him to use for the purpose of making dupli- 
cates for sale to others.” 


And further stating that— 


“Complainant well knows that it has given affiant 
a free and unrestricted license to make and sell duplicate 
sound-records " (p. 59). 


The alleged license was not exhibited, nor any proof of 
its existence offered. 

The other defendants declare that the manufacture of 
duplicate sound-records has been conducted solely by 
Douglass personally. 

On June 10, the day of the hearing in the court below, 
defendants filed two more affidavits of Douglass (pp. 81-105, 
inclusive), another by Dickinson (p. 107), one by Hayes (p. 
111), one by Babson (p. 132) and one by Leachman (p. 134). 
Complainant has had no opportunity to reply to the state- 
ments contained in these affidavits; but in view of the 
claim of license set up in the papers which defendants had 
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__ filed (in compliance with the order of the court) on May 31, 


Ld9a, wo rinant filed an additional affidavit of Easton 
(p. 125) reciting tue ~ ‘ations that have in the past sub- 
sisted between Douglass ou ‘ie onc Land ond himself 
(Easton) and the complainant on the other. 


Complainant has also filed ine affidavit of Massie (p. 21) 
~—destribia, oe of the previous litigation in which the 


patent has been inVotvea, Lut inasmuch as the patent is not 
attacked, and as defendants all justify theis .ctc under an 
alleged license from complainant to Douglass and therefore 
could not attack the patent, this subject calls for no discus- 
sion. 

From the papers so presented (defendants having as yet 
filed no answer) it is understood that the main, if not the 
sole, question before the Court is whether the statement of 
defendant Douglass, namely that complainant has given him 
“a free and unrestricted license to make and sell duplicate 
sound-records ” is supported and established with requisite 
legal certainty by the papers in the case. 

The allegations by which defendant Douglass seeks to 
show the existence of the alleged license are found in his 
long affidavit filed June 1.0, 1899 (p. 81). 

In 1892 Douglass claimed to have devised a practical 
process for making duplicate sound-records. Mr. KE. D. 
Easton, of Washington, was at that time deeply interested 
in the talking-machine business, controlled a company (the 
Columbia Phonograph Co.) which was engaged in that 
business as a dealer, and was a director of the American 
Graphophone Co. It was of some importance to note that 
Mr. Easton, who is now the president and manager of the 
complainant company and thoroughly identified with it, 
was at that time conducting an independent business and 
had interests of his own quite distinct and apart from those 
of the American Graphophone Co. 
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4 Douglass says (p. 81) that on March 3, 1892, he and 
‘¥ Easton had a conference with respect to ” (Douglass’) 
= a method of duplicating sound-records, which was at that 
= time asecret. At Easton’s request he (Douglass) went to 
a Washington, and while there made some duplicate records 
y | which were exhibited to certain directors of the American 
' 4 Graphophone Co. The negotiations and discussions, what- 


ever they were, resulted in three agreements, which are 
printed in the record. Two of these, dated respectively 
March 14 and March 16, 1892, are between Douglass and 
Easton individually (Exhibits A and B, Easton’s Affi- 
davit, p. 129), The second agreement (March 16, 1892) 
was made to replace the first, so that virtually there is but 
~ : | : one agreement between Douglass and Easton. Douglass 
| produces only the agreement of March 16th (p. 92). 
The third agreement (p. 93) is between Douglass and the 
American Graphophone Co., and is dated March 17, 1892. 
The effect of these agreements is briefly as follows: 
Douglass agrees to sell all his right in his alleged inven- 
tion to Easton, provided that the latter shall procure the 
patent at his own expense. The consideration named is, 
: that Easton shall pay Douglass two cents royalty for every 
P 4 phonograph record made by him (Easton) by means of ~“ 
. Douglass process. 
~ 4 The agreement with the American Graphophone Co. 
| granted the latter a license to use the process of Douglass 
on graphophone cylinders. The consideration was machines 
a to the value of one thousand dollars to be delivered by the 
Graphophone Company to Douglass as an advance payment, 
and a rovalty of two cents for every graphophone record 
made by this process. 
These papers relate entirely to an inv ention of Douglass. 
4g No reference is made therein to the patents of the com- 
a. plainant.  - } 
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Pursuant to the Douglass-Easton agreement of March 16, 
1892, an application for patent for Douglass’ process was 
filed March 17, 1892, and the patent was granted May 24, 
1892, No. 475,490 (p. 125). This process is known as the 
“rarified air”? method, and it has never been used “ except 


- for a few months before and after the issue of the patent, and 


then to a very limited extent ” (p. 125). 

Inasmuch as the process was not commercially successful, 
it proved of no benefit to any of the parties who contracted 
with reference to it in 1892. 

On July 31, 1892, Douglass having become identified 
with a concern known as the Chicago Central Phonograph 
Co., Easton, as the owner of the Douglass patent No. 475,490, 
granted said company a license, under said patent, in con- 
sideration of a release by Douglass to Easton of the royalty 
on phonograph cylinders, Douglass further agreeing to pur- 
chase from the Columbia Phonograph Co, (Easton’s com- 
pany) $50 worth of original records per month (Exhibit ©, 





lleged inven- Easton’s Affidavit, p. 130). : 
| procure the This paper is a grant from E. D. Easton to the Chiteago * 
on named is, Central Phonograph Company, under patent No, 475,490 ; F 
alty for every and not from the American Graphophone Co. to L. F. 5 
means of this Douglass, under patent No. 341,214. % 

In January, 1895, nearly three years after the events last : 
yhophone Co. recited, Douglass claimed to have devised a beiter means : 


s of Douglass 
was machines 
livered by the 
ince payment, 
phone record 


L of Douglass. 
3 of the com- 


of making duplicate sound-records. There is a discrepancy 
here between the statements of Douglass and Easton, the 
former claiming that he had made this second invention 
and disclosed it to Easton along with his unsuccessful air 
method in 1892; but this second invention is not mentioned 
in any papers until 1895, and the application for patent for 
it was executed January 3,1895 and filed January 21, 1895. 

On January 25, 1895, Mr. Easton wrote Douglass inquir- 
ing about a machine of this type which Douglass was then 





bh ' , = a) i 2 " ia 7 = : Be gt Tl aia 
eltester' 3 8 Ts itil a ee ar wil es ae dell a r ee ae ar a ial ll ee aati ' ee a — v eo 
Sai a ee ee Ng icles PE : = a + + ane Pere ah Me . sa a or * —' “ i == - “Gs al ‘ 


| 
2 
@ 
a R. Me 





' 
ct 
. - 
” et 
v ha 
hw | 
vid 
ary 
i =a 
. ‘ae 
Mi 
+ h, 
# i 
: 
“hha 
‘ 
a 
= 8’ 
Pi. 
ie. 
Fi 
= 1 
ie 
2 
al 
= Hl. 
ry * aa 
i. 
Ls 
4 
4) 
a 
i. : 
= 
; 
/~ A 
1 
fi 
7 
$ 
a, 
& i 
a 
ir P 
i 
| i 
a 
ss 
- 
=" 
BY, 
oe 
i. 
wg 
‘} * 
i 4 
r 
ar 
i 
é 
ie 
a 
7 ia 
: 
ar 
k a 
=e] 
:.. 
iy. 
: 
* 
aw 
oe 
a n 
+ 
v 4 
Te 
3 
in 
A 
=— : 
+ 
“a 
a 
ye. 
a 
o. 
= 
“| 
il 
aii, 
_ 
7: 
2 
, 
i 
: 
= 
} 
L 
e . 
~ 
Be 
_— 


8 


making. for him, and on March 25, 1895 (p. 97), wrote 
Douglass acknowledging its receipt, and stating that it 
would shortly be tested. 

» From these facts it would seem unlikely that Douglass 
had made this invention in 1892 and communicated it to 
Easton at that time; but it is not believed that this matter 
is of importance in determining the issue presented. 

On January 3, 1895, Douglass and Easton made a new 
agreement with reference to this second supposed inven- 
tion of Douglass, or rather a modification of the agree- 
ment of March 16, 1892. This document is printed on 
page 95, following Douglass’ affidavit, and again on 
page 131, following Easton’s affidavit. It recites the new 
application for patent, the fact of its assignment to Easton, 
the fact that Douglass was licensed under his own previous 
patent, and under the pending application. It is signed 


by E. D. Easton, and its last paragraph is as follows: 


“The above is not intended to in any way modify 
or affect any agreement you may have with the Amer- 
ican Graphophone Company.” 


This second application of said Douglass was, on Febru- 
ary 16, 1895, rejected as to all the claims, on patent No. 
488,381, December 20, 1892, to G. Bettini (p. 102), and the 
application was finally rejected October 21, 1895, and was 
abandoned. This second supposed invention therefore like- 
wise failed to be of any benefit to Douglass or Easton. 

Mr. Easton became president of the American Grapho- 
phone Co. on April 8, 1895 (p. 122), and has held that 
office ever since. He has devoted much effort to establish- 
ing judicially the validity of the fundamental/ patents of 
that company, which (as appears by Massie’s affidavit) had 
been extensively infringed. , 

Douglass, and many other persons, were making dupli- 
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cate records (p. 126) and numerous suits were brought. Mr. 
Easton says: 


“ Until the patents were established Douglass was not 
interfered with, for the reason that the relations between 
him and the complainant were very cordial and 
friendly, and it was not thought fair to enforce the 
rights of the company rigorously against its friends 
until the patents were established. Early in 1897 
Douglass was notified that he must cease duplicating, 
and that the rights of the Graphophone Co. must be 
respected. After some discussion, oral and by corres- 
pondence, Douglass and his associates ceased the un- 
authorized operations complained of, and surrendered 
all their duplicating apparatus, which were taken off 
their hands at cost by the American Graphophone Co.” 


(p. 127). 


Douglass claims that his manufacture of duplicates, 
prior to 1897, was conducted under license from complain- 
ant, and alleges (p. 85) that the consideration of the license 
was the waiver by him of the two cents royalty. But this 
license is not produced, nor is there any proof of a waiver of 
the agreed rovalty of two cents per record. 

Mr. Douglass says (p. 85): 


“Since the modification in the contract dated Jan- = 


uary 3, 1895, neither Mr. Easton nor the Columbia 
Phonograph, nor the American Graphophone Com- 
pany have ever paid me for, or rendered me any ac- 
count of, the number of duplicate records made by 
them, or either of them.” 


It is true-that complainant has not paid Douglass any 
royalty, except the advance payment, but complainant ac- 
counts for this by the fact that it has never used the device 
of patent No. 475,490, under which it was licensed by 
Douglass. The latter does not account for the fact that 
between March 17, 1892, and January 3, 1895, no royalty 
was paid him by complainant. : 
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Mr. Easton (p. 127) quotes the correspondence of the 
spring of 1897 to show that Douglass’ claim of license from 
the company was discussed at that time. On April 5, 1897, 
Mr. Easton wrote Douglass as follows: 


“T also told you over the telephone that the only 
duplicating right you had was the right I gave you to 
use your own rarified air patent, of which I now have 
title. That was, however, always subordinate to the 
fundamental graphophone patents for which you never 
had a license.” 


There was no rupture of friendly relations by this dis- 
pute, which was terminated by the surrender, in April, 1897, 
of the duplicating machines then in the possession of Doug- 
lass and his associates (p. 128). In August, 1897, complain- 
ant employed Douglass as the manager of its Chicago office, 
which indicates Mr. Easton’s continued friendliness towards 
him. In February, 1898, Douglass began doing experl- 
mental work for the benefit of complainant at a salary of 
$5,000 per annum and expenses(p. 20). In the fall of that 
year he expressed a desire to go into business as a dealer, 
-and did so with the approval and encouragement of com- 
plainant, promising “ for himself and his associates to con- 
duct the business in strict conformity to the rules established 
by the complainant” (p. 20). 

When, a few months later, Mr. Easton was informed that 
Douglass was, in addition to his legitimate business and 
with the utmost precautions against discovery, engaged in 
manufacturing duplicate sound-records, he (Easton) would 
not credit the report until conclusive evidence of its truth 
was produced (p. 128). 

Upon these facts the issue for the Court to determine is, 
whether the manufacture of such duplicate records has been, 
and is, carried on by Douglass under license granted him 
by complainant under the patent in suit. 
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II. 
Errors Relied Upon. 


It is respectfully submitted that the court below erred in 
denying complainant’s motion for an injunction pendente 
lite. 

The learned Judge, in his opinion (printed as an appen- 


dix to this brief) denying the motion for an injunction, held 
as follows: 


“The alleged license to Douglass is therefore the 
chief contention. In determining this question, for the 
purposes of this motion, the absolute existence of a 
valid license need not be shown; it is sufficient if, 
upon all the evidence submitted, the question can 
fairly be said to remain in doubt.” 


As to the effect of the testimony, the learned J udge held 
as follows : 


“T therefore hold that, from the papers before me, 
there is considerable doubt as to the question of license 
to Douglass, that the question is uncertain, and the 
preliminary injunction will be denied as to all de- 
fendants.”’ 


We respectfully submit that the court below erred— 

(1) In holding that, defendants having justified their acts 

by a plea of license, it is sufficient if, upon all the evidence 
submitted, the question can fairly be said to remain in 
doubt ; 
(2) In holding that, there is a fair probability or presump- 
tion, upon the evidence, of the existence of a license from 
complainant to Douglass, to manufacture duplicate sound- 
records. 

Appellant’s contentions are— 


(1) That, inasmuch as defendants justify under an alleged 
license to use complainant’s property, the burden is on them 
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to show the existence of such license beyond a fair doubt, 
7 and that, until the existence ofthe alleged license be shown 
x 4 with legal certainty, defendants should be restrained from 
; a using the property of complainant; 

4 (2) That regardless ofthe burden of proof, there is not a 
4 vestige of evidence tending to show the existence of the 
alleged license, and that its existence can only be said to be 
“ doubtful” or “uncertain ” in the sense that any inatter 
may be called doubtful or uncertain in regard to which no 
evidence has been presented. 


a 
ee 


Se es 


“ a III. 
Brief of Argument. 


The statute gives a right of appeal from an order deny- 

ing an injunction, and the effect of such appeal is 
understood to be the same as the effect of an appeal from | 
an order issued after final hearing, namely, to remove the i 
4 . : entire case to the Court of Appeals for consideration on the 
merits, to examine all the facts before it, and to decide 
whether, upon the record as presented, complainant is 
entitled to the relief asked in the motion. 
” e: While some of the circuit courts of appeals have indicated 
a tendency to take a: narrower view of the scope of the 
a review on an appeal from an order granting or denying a 
| preliminary injunction, the view above presented is that 
which generally prevails and obtains in this circuit. 
(Stover Mfg. Co. v. Most, Foos & Co., 89 F. R., 353.) 

The validity of the patent and complainant’s title thereto 
are undisputed. It is also admitted that the defendant, 
: Douglass, made the duplicate sound-records complained of, 
4 and that the other defendants are his business associates, 
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occupying the same premises, and participated with him in 
the use or sale of such records. ° 

Inasmuch as all the defendants justify their operations in 
this regard under an alleged license from the complainant 
to Douglass to use the invention of the patent in suit in the 
manufacture of duplicate sound-records, there could be no 
question, in this proceeding, of the validity of the patent or 


rof complainant’s title thereto. The validi.y of a patent 


cannot be disputed by one who undertakes to justify his use 
of it under a license. (Platt v. Fire Extinguisher Co., 59 F. 
R., 897, citing Kinsman v. Parkhurst, 18 How., 289, and 
Brown v. Lapham, 27 F. R., 77.) 


1. 


To JUSTIFY THE USE BY DEFENDANTS OF COMPLAINANT'S 
PROPERTY THE EXISTENCE OF THE ALLEGED LICENSE 
MUST BE SHOWN BY EVIDENCE SUFFICIENT TO CARRY — 
THOROUGH CONVICTION. 


The court below, on the question of the proof necessary to 
establish defendant’s contention, held as folluws: 


“In determining this question, for the purposes of 
this motion, the absolute existence of a valid license 
need not be shown; it is sufficient if, upon all the 
evidence submitted, the question can fairly be said to 
remain in doubt.” 


By “sufficient ” the learned Judge here means sufficient 
to justify a denial of the motion. : 

We take issue with this proposition as in direct violation 
of the well-settled rule touching the burden of proof. If 
the question of license, upon all the evidence submitted, can 
fairly be said to remain in doubt, then the conclusion should 
be that defendants have not shown a right to use complain- 
ant’s property, and it is the duty of the court to restrain 
such use until defendants have removed the doubt. 


‘ 
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The learned Judge has here inadvertently given to the 
doubt resting upon defendants’ alleged right the same effect 
as if the doubt rested upon complainant’s right, and allows 
defendants to proceed under a license whose existence has 
not been shown, just as if it had been duly proved, and this 
ce notwithstanding that defendants have as good an opportu- 
3 nity to produce or prove their license (if it exist) at this 
a time as they could possibly have at final hearing. 
If the license, upon which defendants rely, be in writing, 
it could and should be produced. If it be oral, the testimony 
of the persons having knowledge of it, and the facts tending 
to show its existence, could and should be fully presented. 
If such testimony and facts fail to establish the existence of 
the license, and at best leave its existence doubtful and un- 
certain, the same testimony and facts could not nave a 
different effect at final hearing. 

Manifestly, if the view taken by the court below were to 
be adopted as the law, complainant could never secure a 
preliminary injunction, and its patent would be simply a 
source of expense for litigation to the end of its term. Asis 
usual with patents for important inventions, infringment in 

4 the past has been extensive, and every infringer could, 

| under this rule, swear that. he was licensed (or believed that 

4 that he was licensed) and point to his unauthorized use of 

al a the invention while complainant was establishing its 
a patent, as a corroborating circumstance. 

It is believed to be a sound proposition, and requiring the 
support of no argument beyond a reference to the general 
rule touching the burden of proof, that the Court will not- 
presume the existence of a license and permit defendants 
freely to use complainant’s patented invention, until evi- 
dence is produced, sufficient in character and amount, to 
establish the existence of such license beyond a fair doubt. . 
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THE PAPERS IN THE CASE DO NOT RAISE A RESPECTABLE DOUBT 
AS TO THE EXISTENCE OF THE ALLEGED LICENSE NOW OR 
AT ANY TIME. 


The papers show the existence of contractual relations 
between Douglass on the one hand and Easton, indi- 
vidually, and the complainant on the other. The agree- 
ments, which are in evidence and are produced by both 
sides, are clear and explicit in their terms, and_ there 
is no difficulty whatever in determining the rights cre- 
ated or conveyed and the obligations established by these 
writings. As between Douglass and Easton it is seen that 
the practice has been to make a written memorandum of 
the modifications agreed upon from time to time in the 
original contract. It is for this reason the more unlikely 
that the parties would have left to an ora] understanding 
so important a matter as the grant of a license to Douglass 
under complainant’s patents. 

It is a priort improbable that the executive of a large 
corporation, whose business rests entirely upon letters pat- 
tent, should convey to another a “free and unrestricted li- 
cense” to use that property without a formal instrument 
clearly defining the rights conveyed, showing the consider- 
ation therefor, and showing that it was done by the author- 
ity of the corporation. 

It is equally improbable that Douglass, who was not with- 
out business experience, and who in his dealings in this in- 
stance alone had become acquainted with the usual method 
of granting licenses, should have been content, in a matter 
of so much importance, with anything less than a written 
conveyance. 

It is also inherently improbable that the complainant 
would have granted a franchise of such value without some 
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adequate consideration, and it will be seen that there 
was absolutely no consideration and no conceivable reason 
why such a license should be granted. . 
Defendants do not, in their papers, distinctly formulate 
| their theory regarding the character, date, or conditions of 
| the alleged license. Had they done so the discussion would 
be simplified. As the case is presented it appears necessary 

for us to review the papers with some detail, discussing such 

circumstances as appear to be relied upon by defendants in 
support of their contention. The pertinent statements will 
all be found in the long affidavit of Douglass (p. 80), filed 
i) : the day of the hearing in the court below. | 

It is not easy, upon reading this affidavit, to determine 
whether defendants’ claim that the alleged license was in 
writing or wasoral. Atthe argument below counsel claimed 
that it was an oral license, and the court below evidently 
inclined to the view that, if the alleged license was ever 
granted, it was granted orally. 

This being the theory, we would naturally look for a 
definite circumstantial statement of the time, place and con- 
ditions under which the agreement was made and the ex- 
tent and character of the grant. Such statement, however, 
nowhere appears. On the contrary, careful perusal of 
Douglass’ affidavit shows (p. 84) that his claim of license is 
based upon Easton’s letter to him dated January 35, 1895 
(printed on p. 95, and again on p. 1381). This document 
(which was a modification of the Easton-Douglass con- 
tract of March 16,1892) will be better comprehended after 
a brief review of thé antecedent events, taking the version 

_of these events given by Douglass, 

In March, 1892, Douglass had invented the rarified air - 
process of making duplicate records, but had not obtained or 
applied fora patent. A good commercial method of copying 
records would be, of course, valuable to manufacturers, and a 
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negotiation took place between Easton and Douglass with 
respect to the method of the latter. In the course of the 
discussion Easton called Douglass’ attention to the funda- 
mental patents of the American Graphophone Co., and he 
recognized their controlling effect (p. 81). 

The negotiation eventuated in the agreement between 
Douglass and Easton of March 14, for which two days later 
the agreement of March 16, making slight changes in the 
former, was substituted (Exhibit A and Exhibit B, Easton’s 
Affidavit, p. 129). 

By the latter document Douglass sold to Easton all right 
in the Douglass process “ for duplicating musical and other 
records on phonograph and graphophone cylinders.” 

The considerations were (1) “a royalty of two (2) cents-per 
cylinder on each phonograph record made by this process 
and used or sold”; (2) Easton’s undertaking to defray the 
expense of procuring patents. The application for patent 
was immediately executed. It was filed March 17, 1892, 
and the patent issued May 24, 1892, No. 475,490. 

Furthermore, Easton used his influence as a director of 
the American Graphophone Co. to interest that company in 
Douglass’ process, and to secure for the latter an advan- 
tageous contract. This contract is produced by Douglass 
and is printed on page 93. Itis dated March 17, 1892, and 
grants a license from Douglass to the Graphophone Company 
to use his (Douglass’) secret process of making duplicate 
graphophone records. The considerations were, (1) a royalty 
of two cents per record to be paid by the company to Doug- 


lass on all records made by his process; (2) ten slot grapho- 


phones valued at one thousand dollars delivered to Douglass 
as advance royalties, but to remain his property even if the 
royalties never amounted to that sum. 

Several important deductions may be drawn from this doc- 
ument. That Easton negotiated this contract is evident from 
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the fact that his signature appears onit. Douglass is the sole 
beneficiary in the consideration named, notwithstanding that 
on the previous day he had assigned his entire right, title 
and interest in the process to Easton. Manifestly the latter, 
in addition to the royalty he was to pay in case he individ- 
ually used this process of Douglass, secured for the latter an 
arrangement which, if the invention had been of practical 
utility, would have made him wealthy. Donglass says (p. 
85) that on the basis of present output of duplicate records 
his royalty would amount to $120,000 per annum, if his pro- 
cess were employed by the complainant, as it would be if it 
had been practical. 

Furthermore, this document shows that Douglass was well 
aware that the Graphophone Company, whereof J.G. Payne 
was president and manager, was a distinct entity from E. 
D. Easton. Nevertheless the counsel who drafted Douglass’ 
affidavit studiously confounds Easton and the company, 
seeking to produce the impression on the mind of one not 
reading the paper carefully that the personal acts of one were 
the acts of the other. The substance of the two agreements 
is stated on page 82 (fol. 128) in such way as to blend and 
confuse the two. As the agreements are in evidence and 
are entirely perspicuous, and as the affidavit was drawn by 
skilled counsel, we are justified in supposing that this con- 
fusion is not inadvertent, or due to lack of ability to use 
language with precision. 

Proceeding with the recital of events Douglass is made to 
say on page 83: 

“ Before I left Washington, however, I made an 
agreement with the American Graphophone Company 
and the Columbia Phonograph Company, through 
Mr. Easton. I agreed to buy of them at least 50 
master or original records per month, and I was then 
to have the privilege for my own account to make as 
many duplicates from these originals as L wished, or 
until they were worn out.” 
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This is the’ first statement hinting at the grant of any 
right from the American Graphophone Co. to Douglass, and it 
will be noted that, by his own account, it was a right re- 
stricted to duplicating fifty records which he was to buy “ of 
them ” (the Columbia Phonograph and American Grapho- 
phone Companies). If the statement were accurate it would 
not, of course, justify the present operations of Douglass and 
his associates ; but the agreement here referred to is in evi- 
dence (Exhibit C, Easton’s Affidavit, p. 130). Itis as follows: 


“July 31st, 1892. 

In consideration of the license granted by LE. D. 
Easton to the Chicago Central Phonograph Co. to use 
U.S. Letters-patent No. 475,490, I hereby release said 
Easton from the payment of the royalty on Phonograph 
Cylinders, made under said pateut as provided in the 
contract of sale between myself and said Easton. 

I further agree to purchase* at least $50 worth of 
original records per month from the Columbia Phono- 
graph Company for use in making duplicates or trans- 
fers for the Chicago Central Phonograph Company 
during the continuance of said license. 

Leon F. Doveiass. [Seal] 
Witness 
F, Dorian 


Purchase of $50 worth of original records per month 
is this day waived. 
Jan’y 2, 1896. EK. D. Easton.” 


Thus it appears that the American Graphophone Co. 
was not a party to this agreement at all, nor could 
Douglass or anyone have supposed that it gave any rights 
whatever under any patents of that company. It shows 
that Douglass wished to acquire, for his Chicago company, 
a license under his own patent No. £75,490, and that the 
consideration he gave therefor was a waiver of the royalty 





*Misprinted ‘* furnish ” in the record. _ 
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which Easton had personally agreed to pay. It further 
appears that Douglass’ agreement to purchase $50 worth of 
original records per month was waived on January 2, 
1895. 

Thus, when Douglass left Washington in March, 1892, 
he was doubly barred from manufacturing duplicate sound- 
records. First, he was barred by the fundamental patent 
of the American Graphophone Co., the force of which he 
says was explained to him and recognized by him (top of 
page 82); and, secondly, he was barred by the fact that he 
had assigned the only process of makirfg such records with 
which he was familiar. 

On the other hand he obtained from the owner of the 
broad patent covering all engraved sound-records, one 
thousand dollars worth of machinery and an agreement 
assuring him a large income, dependent only on the con- 
tingency that his process should prove commercially useful. 
The Douglass process, however, proved to be worthless, and 
has never been used commercially to any considerable ex- 
tent by anyone (p. 125). Such use as it had occurred 
about the time the patent issued (May, 1892). \ 

There was no change in the situation as between any of 
these parties, nor is any pretended, until January, 1895, 
nearly three years later. At this time Douglass came for- 
ward with another plan for making duplicate records, re- 
ferred to in the papers as the “ mechanical-connection ” 
method, to distinguish it from the “air-tube” method. 
Douglass says (p. 83, fol. 129) that he had invented this 
“mechanical-connection ” plan and disclosed it to Easton 
and to the American Graphophone Co. at the same time 
that he disclosed his air-tube plan. Easton, on the con- 
trary, says that Douglass informed him of, this mechanical 
plan in January, 1895 (p. 126, fol. 190). 

So far as we can see it is immaterial, for the purposes of 
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the issue presented, which of these statements is correct ; 
but the undisputed facts amply prove the correctness of Mr. 
Easton’s statement. The agreements of 1892 refer speci- 
fically to “a process, now secret,” not to two processes. More- 
over, an application for patent was prepared immediately, 
while Douglass was in Washington, and of course under his 
instructions, since the information was in his exclusive pos- 
session. This application contained only the air-tube 
method. Manifestly, if Douglass had made known another 
invention having the same object, and included in the sale to 
Easton, it would have been included in the patent, partic- 
ularly if this were a better method. Fiially, Douglass him- 
self swears (p. 84, fol. 130) that in December, 1894, he vis- 
ited Easton in Washington, “ and told him of some improve- 
ments on the duplicating machine I had made.” Easton 


‘asked him to make one of these improved machines for 


the purpose of testing it. The improvements could be none 
other than the “ mechanical-connection” plan, and subse- 
quent events confirm this. 

Easton still had faith in Douglass’ ability to devise a val- 
uable improvement in this line, and Douglass evidently 
recognized his obligation to Easton to assign to him (as 


provided in the original contract) all improvements which - 


he (Douglass) might make in this line. 

Accordingly, on January 3, 1895,a new agreement, or 
rather a modification of the agreement of March 16, 1892, 
between Easton and Douglass, was made. With the usual care 
exhibited by Mr. Easton in such transactions, this agree- 
ment is also evidenced by a written instrument (p. 95 and 
p. 131). Douglass gives his version of this agreement on 
page 84 (fol. 130), and as usual the version varies from the 
paper and confounds Easton with the complainant com- 
pany. As this is the point at which Douglass claims he 
received his license from the complainant under the patent 
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4 in suit, it-is important to pay particular attention to what ) 
id : 


he says: 


j “Tn December, 1894, I visited Mr. Easton in Washing- 
: ton, and told him of some improvements on the dupli- 
f cating machine I had made, and to which his com- 
panies were entitled under my agreement.” 


a) Pe 


nt Sh i 


| . The effort here is to create the impression of dealings 
' : with the American Graphophone Co. by referring to it as 





one of Kaston’s"“ companies” : 

i + ‘‘He asked me to make one of the improved ma- | 

; as chines for his companies, as his companies would like to ' 

w | af get into the duplicating business more extensively. ‘ 


And while I was in Washington he asked me to 
modify the agreement which I had made with his com- 
panies. He stated that they thought of going more 
extensively into the business of making duplicate 
sound-records, and asked me to waive the royalty of 
two cents per record, and stated that if I would waive 
this royalty to his companies they would give me a_per- 
manent permit or license without any conditions as to the 
purchase of master records from them to manufacture and 
sell as many duplicates as I saw fit. I thought this was 
a better arrangement in some respects than the one we 
were working under then, and therefore consented. 
Thereupon Mr. Easton wrote me a letter dated Janu- 
ary 3, 1895. which he said would evidence the modifi- 
cation of the contract between his companies and myself, - 
and that its effect was to give me the unrestricted right to 
make and sell duplicate sound-records.” 


The allegations here made, if they are to be regarded as 
pertinent to the issue, must be construed to mean (1) that 
Easton for and on behalf of the American Graphophone Co. 
negotiated with Douglass a modification of the contract 
of March 17, 1892, between Douglass and that company, 
the provisions of the modification being that Douglass should 
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waive the royalty of two cents per record which that com- 
pany had agreed to pay for the use of the rarified air patent, 
and that in return the American Graphophone Co., acting by 
E. D. Easton, granted Douglass the unrestricted right, under 
its patents to make and sell duplicate sound-records; and (2) 
that Easton delivered to Douglass a written memorandum 
evidencing this modification of the contract of March 17, 
1892, between him (Douglass) and the American Grapho- 
phone Co. , 

These statements, if proved, would undoubtedly consti- 
tute the license Douglass claims, provided Easton did act, as 
alleged, for the American Graphophone Co., and was duly 
authorized thereto. It would be enough to dispose of the 
whole contention to say that Easton had no authority to dis- 
pose of the property of the American Graphophone Co. 
and that no attempt to show such authority ismade. (He be- 
came president of the American Graphophone Co. three 
months after this (p. 122). But in fact the statement 
is, on the evidence in this case, false in every material point. 
Easton did not even pretend to act for the American Grapho- 
phone Co., nor did Douglass so suppose for a moment. The 
written instrument which Douglass produces shows this con- 
clusively. We quote it in ertenso, omitting only the printed 
heading, which is the ordinary letter-head of the Columbia 
Phonograph Co. : 

“Jan. 3-95, - 
Mr. Leon F. Dovuauass, 
No. 98 Madison Street, 
Chicago, Ills. 

Dear Sir : | 

Referring to our contract of March 16, 1892, this is 
to evidence a modification of said contract as follows : 

Application is now pending for a patent for an 
improvement in your process for duplicating, and you 
have assigned the same to me before issue. 
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You are hereby licensed under the patent already 
issued, and are authorized to use the process covered by 
the pending application, in such way personally, as 
you please, the consideration to me being a waiver of 
the two cents royalty per cylinder specified in your 
contract with me of March 16th, 1892. 

It is understood that this is a personal license; that 
it is not assignable nor salable; but that you may 
make, for sale, as many phonograph records as you ! 
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please under this license. 

The above is not intended to, in any way, modify or 
affect any agreement you may have with the American j 
Graphopone Company. 
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Yours truly, 
E. D, Easton.” 
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It is not conceivable that any person of ordinary intelli- 
gence could suppose that this paper was the act of the 
American Graphophone Co., or that it related to any patent 
except that which Douglass had assigned to Easton in 
March, 1892, and the patent which it was expected would 
issue for his (Douglass) improvement. 

No one could possibly suppose, even without the last 
paragraph, that this paper was a modification of the con- 
tract of March 17, 1892, between Douglass and the Ameri- 
ean Graphophone Co. It is explicitly a modification of 
the agreement of March 16, 1892, between Douglass and 
Easton. If Douglass were an imbecile he could not suppose, 
as he pretends, that this paper was a modification of his 
contract with the American Graphophone Co., when in 
terms it states that it is “not intended to, in any way, modify 

or affect any agreement you may have with the American 
Graphophone Company.” 
' Easton had become at this date the manager of the 
| American Graphophone Company, and to express clearly ’ 
: pF the understood fact that he was here acting in a personal, 
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and not in an official, capacity, he inserted this concluding 
paragraph. . 

These facts show the disingenuousness and bad faith of 
Douglass in the statements we have quoted above; but if 
he had made them in the utmost good faith it would not 
affect in the least the legal situation. The complainant in 
this Court is the American Graphophone Co., a body- 
corporate, which ean dispose of the property of its stock- 
holders only-by the authorized acts of its duly-constituted 
officers. It would be an unheard of proposition that the 
act of an individual not the president of the corporation, 
purporting to dispose only of his own individual property, 
could pass title to the property of the corporation, even if 
the grantee indulged in the mistaken belief that the grant 
was from the company, and did pass title to the property of 
the latter. 

What really happened, and in regard to which Douglass 
could not possibly have been ignorant or mistaken, was this: 
Easton had acquired from Douglass in 1892 a patent for 
what they both then supposed was a useful invention, but 
in regard to which they had been disappointed. There 
was the utmost good-will between them at that time and for 
many years afterwards, and the record is not altogether 
barren of evidence of Easton’s uniform generosity to 
Douglass and his successful efforts to promote the latter's 
interests. It was natural, and just what we would expect, 
that when in 1895 Douglass again supposed he had in- 
vented a feasible machine for making duplicate records, he 
should convey that to Easton. In fact his agreement of 
March 16, 1892, in terms obligated him to do that without 
any further consideration. 

For the second time Mr. Easton was disappointed and put 

- to expense for which he received no return. The applica- 
tion for Douglass’ supposed imaprovement was duly made at 
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Faston’s cost, and it was found that Douglass was not the 
inventor of it at all, but on the contrary that it had been pat- 
ented, three years previously, to another (see file of ap- 
plication, pp. 101, 102, and Easton’s Affidavit, p. 126, fol. 
190). 

We think the papers, so far from leaving the existence of 
Douglass’ alleged license a doubtful matter, prove with reas- 
onable certainty that it never existed. His statement with 
reference to the alleged license is squarely contradicted by 
the paper which he declares was executed to evidence it. 
But the surrounding circumstances exclude the possibility 
that such a license could have been granted. ‘To give the 
contention any plausibility there must have been some ade- 
quate consideration. This is appreciated by Douglass and 
his counsel. Hence the allegation of Douglass that Easton 
said— 

“Tf I would waive this royalty to his companies they 
_ would give me a permanent license or permit without 
any conditions as to the purchase of master records 


from them to manufacture and sell as many duplicates 
as I saw fit.” 


In other words, the consideration from Douglass to the 
American Graphophone Co. for the alleged license from the 
company to Douglass was a waiver of the royalties due from 
the former to the latter. But Douglass expressly says that 
the alleged modification of the contract between himself and 
Mr. Easton’s “ companies” was evidenced by the instrument 
of January 38, 1895, which, we have seen, expressly states 
that it does not, and is not intended to, modify or affect any 
agreement between Douglass and the American Grapho- 
phone Co. Furthermore, that company had not for years 
used, and virtually never did use, the process of the Doug- 
lass patent, under which it acquired a license by the agree- 
ment of March 17, 1892. It, therefore, owed Donglass 
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nothing, the latter having in fact received one thousand 
dollars’ worth of machinery without consideration. It is 
not reasonable to suppose that the American Graphophone 
Co. granted a license under its patents in return for a waiver 
of royalties which had never accrued; and certainly the 
court will not indulge in that supposition when the evidence, 
adduced by Douglass to support it, contradicts it flatly. 

It thus appears that the agreement of March 17, 1892, 
between Douglass and the complainant, was never modified. 
It stands to-day as it was written, and it follows that the 
obligation of that company to pay Douglass two cents for 
every record made by it according to his (Douglass’) process 
remains in full effect and vigor. On this point Douglass 
says (p. 85, fol. 132): , 

“At this time, if these companies and Mr. Easton 
should pay me two cents for each duplicate sound 
record which they have made by means of the method I 
have disclosed to them, the amount would exceed at the low- 
est estimate half a million dollars.” 


If, therefore, Douglass’ story be true, the consideration he 
gave for his license amounts to an accrued royalty of at 
least half a million dollars, and we concede that this amount 
would be an adequate consideration for the alleged license. 

But conversely, if the alleged license was never granted, 
the accrued royalties were never waived by Douglass. The 
Court will perceive therefore that, in holding that the 
alleged license is not proved no injustice will be done Mr. 
Douglass upon his own showing. He should be rather 
solicitous that the Court should find, in accordance with the 
undoubted facts, that the royalty was never waived. - 

Douglass, therefore, concedes that, up to January 3, 1895, 
he had no license to manufacture duplicate sound-records 
from the American Graphophone Co. His license, he 


says, dates from that day, and was granted by Mr. E. D. 
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Easton, in an instrument of that date, which.instrument, 
however, expressely states that it does nut have the effect 
claimed by Douglass. 

Between that date and 1897 Douglass says he manu- 
factured duplicate sound-records, which fact is adduced as 
evidence tending to corroborate his claim of license, That 
Douglass did make duplicate records during that period 
is an undoubted fact; but that such fact tends in the least 
to prove that the manufacture was authorized, we dispute. 
Complainant was during that period in litigation involving 
the validity of its patent. Pending a final deeision, in- 


fringement could not be arrested, and naturally, in proceed- 


ing against infringers, complainant paid attention first to 
its antagonists rather than to its friends (p. 127). 

In January, 1897, Mr. Easton being then the presi- 
dent of the American Graphophone Co., Douglass was noti- 
fied that he must cease duplicating. This notice was re- 
peated with emphasis March 19,1897 (p. 127, fol. 192). 
Douglass then set up his claim of a license, and the matter 
was discussed in an amicable way orally and by correspond- 
ence, Mr. Easton stating very clearly to Douglass that the 
rights he claimed under the graphophone patents had no 
existence. In his letter of April 5, 1897, to Douglass, Easton 
said : 

“T also told you over the telephone that the only 
duplicating rights you had were the right I gave you 
to use your own rarified air patent, of which J now 
have title. That was, however, always subordinate to 
the fundamental graphophone patents and for which 
you never had a license.”” (P. 128, fol. 192.) 


This is a very clear and accurate statement of the facts. 
Mr. Easton also offered, if Douglass and his associates so de- 
sired, to test the matter by a suit in Chicago (p. 127, fol. 
192), but apparently that was not desired. The matter was 
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settled, for the time, by Douglass’ surrender to the complain- 
ant of the duplicating machines in the possession of the 
Chicago Talking Machine Company, complainant taking 
the machines at cost. 

That the matter thus ended in mutual good will and sat- 
isfaction is evident; for in August of that year (1897) 
Easton appointed Douglass manager of the Chicago office of 
the Columbia Phonograph Co., and in February, 1898, 
changed his duties to that of experimentation for the benefit 
of complainant. This arrangement continued, until, by his 
own desire, Douglass went into business as a dealer in the 
fall of 1898. 

Douglass has been aware of complainaut’s efforts to sup- 
press the manufacture of duplicatesound-records, and has ac- 
tively participated in enforeing the patent against infringers 
in this district. His affidavits given in the cases against Bos- 
well e¢ al. and against the Western Phonograph Co. et al., re- 
spectively, are printed in this record (pp. 71 and 75). In 
the latter he describes, as an expert, ‘ original” records and 
“duplicate” records, pointing out that both of these “ are 
equally covered by the claims of said letters-patent” 
(No. 341,214). He refers to the manufacture of duplicate 
records as an “ illegitimate business.” 

From all these facts we feel justified-in concluding that, 
not only is the contention of a license from complainant to 
Douglass, upon which defendants rely, destitute of support 
in fact and in the papers in this case, but that it is, so faras 
Douglass is himself concerned, a fabricated pretension, not 
made in good faith. The mannerin which the duplicating 
operations were carried on, under the cover of a legitimate 
mercantile business, and elaborately screened and concealed, 
as detailed in Hills’ affidavit (p. 46), furnishes an additional 
and strong confirmation of the insincerity of the defense. 
This affidavit of Hills was filed two weeks before the hearing 
in the court below, and its statements are uncontradicted. 
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3. 


THE OPINION OF THE CouRT BELOW. 


We have attempted’to show that there is no basis in the 
paper for presuming the existence of the alleged license to 
Douglass. It remains to discuss specificially the reasons 
given in the opinion of the court below for the conclusion 
that there was a fair doubt on this point. 

The learned Judge refers to certain “ uncontradicted state- 
ments” made in the affidavits,and from which he draws 
certain inferences. The statements here referred to are 
made in the papers filed by defendants the day of the hear- 
ing and to which there was no opportunity to reply. This 
will account for the fact that certain statements, the truth 
of which we cannot concede, are uncontradicted. Of course, 
the Court is bound, for present purposes, to accept such un- 
contradicted statements; but we respectfully submit that 
these statements are wholly immaterial to, or at best have 
but a remote bearing upon, the question at issue, and do 
not in the least tend to support defendants’ contention. 

The learned Judge says that these uncontradicted state- 
ments tend to establish several propositions of fact, which 
we will briefly discuss : 

“(1) That Douglass was the first person to commer- 
cially make duplicate records.” 


Douglass does claim this distinction, but whether justly 
or not is immaterial. The fact, if it be a fact, does not give 
him any right to use complainant’s property. 


“(2) That complainant company procured from 
Douglass the knowledge of his secret process, and gave 
valuable considerations therefor after Douglass had 
admitted that he was in doubt whether a patent could 
be obtained therefor on account of the anticipating 
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claims of the Bell & Tainter patent (although a com- 
mercially successful apparatus had not theretofore been 
constructed in pursuance of such patent).” 


It. is true that complainant gave Douglass valuable con- 
sideration for information that proved to be of no value; 
but the consideration is named in the agreement, and it did 
not embrace a license to Douglass. 


“(3) That Douglass at intervals during the next siz 
or seven years operated under the license which he 
claims to have obtained from the company through 
Easton as its representative.” 


There are no uncontradicted statements tending to support 
this proposition: Douglass himself does not claim that his 
license began until January 3, 1895. From that time until 
the first part of 1897 he undoubtedly manufactured dupli- 
cate records, thus enjoying the use of complainant’s prop- 
erty without recompense to it; but that he did so under a 
license is contradicted, and we maintain is disproved. 


“(4) That complainant, through its various officers, 
knew of his actions in this regard, and, despite the 
meaning claimed by complainant for Easton’s Jetter of 
January 3, 1895, no intimation appears to have been 
given Douglass prior to 1897 that complainant had 
forfeited his license to make duplicate records, or that 
he never had a license therefor.” ° 


Complainant’s officers. undoubtedly learned, prior to 
January, 1897, that Douglass was making duplicates, but 
just when the fact came to their knowledge does not appear. 
At that time formal demand was made upon Douglass to 
desist from this unauthorized business, and, after some 
demur, he complied with that demand. It does not appear 
that Douglass ever advanced the claim of license before this 
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date, and the claim could not well be disputed before it was 
made. 
“(5) That complainant acted upon the waiver of the 
2 cent royalty procured by Easton in 1895 and 
obtained the benefits thereof.” 


This statement is a serious error.’ It nowhere appears that 
the two-cent royalty in complainant’s agreement was ever 
waived. Douglass’ statement to that effect is flatly and in 
express terms contradicted by the written instrument, as we 
have elsewhere fully shown. 

“(6) That Easton (while president of complainant) in 

1897 attempted to procure the signature of Douglass to 

-a paper stating that Douglass’ license to make and sel] 
duplicate sound-records had expired.” 


This statement is made by Douglass on page 90 (fols. 139, 
140). The date of the alleged event is April, 1897. It is 
true that this statement is not categorically contradicted. 
It is, however, traversed, not by an oral statement merely, 
but by Easton’s letters of March 19, March 25, and April 5, 
1897 (pp. 127, 128), in which Mr. Easton pointed out to 
Douglass that the alleged license never existed. 

The learned Judge further says: 

“From the papers before me I cannot reconcile the 
various documents and:agreements set forth in the affi- 
davits of Easton and Douglass, dated respectively on 
March 14th, 16th and 17th, and July 31, 1892, and 
January 3, 1895,” 


We submit that these documents need no reconciliation ; 
and that, though not drawn by lawyers, they are quite per- 
spicuous. ven if they were open to criticism for obscurity 
or inconsistency, it would, nevertheless, be perfectly clear 


that none of them purports to convey the alleged license to 


Douglass. 
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The court continues— 


“And while not intending to intimate that either 
hypothesis is correct, these papers and the affidavits 
would seem to justify the contention that Easton was 
playing double with the complainant and its officers 
and directors, for the purpose of personally obtaining 
the benefits of Douglass’ secret process in the event it 
should be remarkably profitable, while causing com- 
plainant and its officers and directors to believe that 
the secret had been obtained for the use of complain- 
ant; or that Easton was taking advantage of Douglass’ 
youth and lack of business experience in causing him 
to sign personal agreements with Easton (the consid- 
eration for which Easton had no right to grant) under 
the belief that they were agreements with complainant.” 


We have here two alternative hypotheses suggested, each 
imputing to Mr. Easton motives and conduct of the most 
reprehensible character. We cannot give expression to our 
amazement at the words of the court below.. Not only are 


these severe and unjust hypotheses wide of the mark, but 


we can find nothing in the papers to lend them the sem- 
blance of reality. Notwithstanding the serious differences 
which now exist between the parties to this suit, and the 
bitterness naturally engendered thereby, there is not one 
word in the affidavits of Douglass reflecting upon the char- 
acter or motives of the man who has been his consistent 
friend and benefactor. 

Had these comments appeared in the briefs of counsel, we 
would pass them with scant notice, but coming from the 
tench of the United States Circuit Court we feel called upon 
‘o treat them seriously; and we most earnestly ask the 
Court of Appeals, in justice toa man of the highest and 
purest character, to pay particular attention to the state- 
ments and cireumstances upon which these injurious sug- 
kestions are based. 











Raymond R. Wile 
Research Library 


“ef 


-_ 









34 


The first suggestion. is, that Easton played double with 
complainant (whereof le was a director) in seeking to obtain 
the personal benefit of Douglass’ process in the event it 
should be remarkably profitable, while causing complainant 
to believe that the }rocess had been obtained for its use. 

Easton had a perfect right—legal, moral and ethical, or 
from any possible standpoint—to purchase for his own bene- 
fit any invention that he desired to acquire. Upon what 
conceivable theory could a sale by Douglass to Easton of the 
former's invention be regarded as an indication “ that Easton 
was playing double with the complainant”? Who sug- 
gests such a thing, and where is the slightest intimation 
that Easton caused “the complainant and its officers to 
believe that the secret had been obtained for the use of com- 
plainant,” when the contrary was the fact? 

On the face of the two agreements of March 16 and 
March 17, 1892, it appears conspicuously that at the very 
time the assignment from Douglass to Easton was arranged, 
the latter negotiated between Douglass and complainant 
terms, acceptable to both parties, whereby the complainant 
obtained the perpetual right to use this process. 

And how, upon these papers, could Easton obtain the 
personal benefit of the process in case it should prove re- 
markably successful (which, if true, would not be reprelen- 
sible)? Hecould get no benefit from the agreement between 
Douglass and complainant, for all the benefits of that con- 
tract went to Douglass. He could not himself use the 
Douglass process without the license and consent of complit- 
ant, nor license others to use it. In fact, the papers untiis: 
takably show that the very converse of the court’s hypothw>'s 
is true. They show that Mr. Easton acted in the most 0: 


* ; 4 i 
selfish manner, and in every way preferred the interest o! 


his friends and associates to his own. Can the Court woucet 
that an aspersion so unjust, and so utterly at variance wit) 
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the undisputed records in the case, should sting with peculiar 
force the man against whom it is gratuitously levelled, as well 
as all those who have learned to admire and respect him ? 

The alternative hypothesis is “that Easton was taking 
advantage of Douglass’ youth and lack of business experience 
in causing him to sign personal agreements with Easton 
(the consideration for which Easton had no right to grant) 
under the belief that they were agreements with complain- 
ant.” | 

This hypothesis is, if possible, even less justified than the 
other. From the time Easton secured for Douglass’ sole 
benefit, in 1892, an agreement from complainant calling for 
handsome royalties, to the time when, in 1897-8, he made 
him manager of the Chicago office, with “a compensation 
amounting to about $6,000 per year” (Douglass, p. 89, fol. 
138), we find him always friendly and solicitous for 
Douglass’ interests. As this is a personal matter, not 
affecting the merits of the case, we think it not a transgres- 
sion to go out of the record so far as to say that, in a 
voluminous correspondence extending over all these years, 
Douglass repeatedly acknowledges, with sincerest gratitude, 
that he owes his progress and prosperity to the unselfish 
and generous devotion of E. D. Easton. The Court will ap- 
preciate our embarrassment in meeting an assault of which 
the papers in the case gave no intimation. 

The full value of the service rendered by Easton to 
Douglass in securing the agreement of March 17, 1892, 
with the American Graphophone Co. will be appreciated 
when it is remembered that the invention of Douglass 
was dominated by the patents of that company, and could 
not lawfully be used by him. Thusa most liberal arrange- 
ment was secured for Douglass with the only concern by 
whom his invention could have been employed. 

The intimation that Easton caused Douglass to believe 
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a that his, agreements with Easton personally were agree- 
4 ments with the complainant, is not only without a shadow 
¥ of support in the papers, but the contrary clearly appears. 
| ; When Douglass signed the personal agreement of March 
a 16, 1892, he could not have been caused to believe that it 
a was an agreement with complainant, since the very next 
a day an agreement with complainant (certainly arranged and , 
probably drafted on or before the 16th) was executed. In 
view of this, Douglass could not have supposed (and did 
not) that in dealing with Easton he was dealing with the 
company. As to the crucial agreement of January 3, 1895, 
Za the intimation that Easton caused Douglass to believe that 
q : it was a modification of his agreement with the American 
Graphophone Co. has only this basis in that document: 
“The above is not intended to in any way modify or | 
affect any agreement you may have with the American 
Graphophone Company.” | 
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4 We note in passing that the statement of the court below 
4 contained in the words “the considerations for which 
Easton had no right to grant,” admits the legal correctness of 


our position; but we are not content with merely showing 
that complainant’s position is legally correct. ; 
a Finally, the court below seems to have regarded as a 
P suspicious circumstance the fact that Douglass, on March 
4 17, 1892, granted a license to complainant, after he had, the | 


* day previously, conveyed all his rights to Easton, “ thus 
leaving in Douglass no further rights to grant with respect 
to this process. 

This certainly has no bearing on the question whether 
Douglass obtained, in 1895, as he claims, a license from 
complainant. But if it be borne in mind that the negotia- 
tions eventuating in these two agreements covered many 
days and were conducted concurrently, and that the terms 
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of both were discussed and doubtless settled before either 
was put in writing, it will be seen that the agreements 
are virtually simultaneous. That the execution of the 
agreement with the company was one day later than that 
of the personal agreement, may easily be accounted for by 
the necessity of securing the presence of some officer of the 
company. 

What the circumstance emphatically shows is that Easton 
was seeking no personal advantage, for the benefits of the 
Jater agreement accrued not to him, as assignee, but to 
Douglass. With much greater propriety could it be urged 
that Douglass sold (as he apparently did) the whole to 
Easton and subsequently a part to the company; but as a 


matter of fact there was entire good faith on the part of 


every one participating in these transactions. 


4. 
- Minor Points PRESENTED IN DEFENDANTS’ PAPERS. 


- It is stated in some of the affidavits that the blanks or 
cylinders upon which sound-records are engraved are sold 
by complainant without restriction as to use, and upon this 
it was argued that a purchaser of such blank cylinder ac- 
quired by its purchase the right to make duplicate records 
thereon. 

Presumably the doctrine here intended to be invoked is 
that of implied license. For the most obvious and sound 
reasons it is recognized that the purchaser from the patentee 
of a patented machine acquires an implied right to use it 
for its intended purpose; and by logical deduction, if the 
product of that machine be also covered by a patent the im- 
plied license extends to the product. 

Thus, the “ original” sound-records are outside of the 
monopoly of the patent for the reason that they are made 
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by licensed graphophones. “ Duplicate” sound-records 
cannot be made without license of complainant for the 
reason that they are not produced by licensed machines. 

The point does not call for elaborate discussion as the 
principles by which it is determined are obvious and ele- 
mentary. It is not a new point. In the Waleutt case 
( ), Judge Wheeler said : 


“The right to make sound-records by the use of cer- 
tain phonographs does not include a right to make like 
sound-records by other means, or by the use of phono- 
graphs and other means necessary to accomplish the 
making of them.” 


In the Jones case in this circuit Judge Grosscup, granting © 
a preliminary injunction against the manufacture of dupli- 


cate records on blanks bought from complainant, also dis- 
posed of this contention. (See also Troy Nail Factory v. 
Corning, 14 How., 193.) 

It is further stated by Douglass as his opinion (p. 105, fol. 
164) that complainant’s patent covers several separate, dis- 
tinct, and independent inventions, from which it may be 
intended to argue that the patent is for that reason invalid. 

The only evidence on this point is the patent itself, which 
shows that the inventors set forth a complete means for 
recording and reproducing sounds. The entire invention 
has that single definite object, and the criticism would here 
seem to be directed to the completeness with which the in- 
vention is presented in the patent. Asa matter of fact, 
therefore, we submit that the opinion expressed by Mr. 
Douglass is not supported. As a matter of law, we are not 
aware of any decision invalidating a patent because it con- 
tained more than one invention. Whether several related 
improvements tending to the same object should be em- 
braced in the same patent or in separate patents, has uni- 
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- formly been regarded as a matter of discretion with the 

Commissioner of Patents. Itis a matter of convenience in 

office adininistration, regulated by the rules and decisions 

of the Commissioner, and upon which the law is silent. 
Respectfully submitted. 
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APPENDIX. 


Opinion of Court Below. 
IN THE UNITED STATES CIRCUIT COURT; 


NorTHERN District or ILLINoIs; 
NORTHERN Division. 


AMERICAN GRAPHOPHONE CoMPANY ) 
| vs. No. 25,186. 
TALKING MACHINE Company, et al. 


, | OPINION, | 
Kouusaat, J. 


Complainant’s contention, on this motion for a_pre- 
liminary injunction, is that defendants are making and sell- 
ing duplicate sound-records; that said sound-records are 
made upon blank cylinders purchased by defendants from 
authorized sources, but that the use of such blank cylinders 
for the purpose of making thereon duplicate sound-records 
is not a lawful use without a special license; that the pur- 
chase of the blank does not give the purchaser a license or 
right to use the same for the purpose of making sound- 


- records thereon; and that the making of sound-records on 


such blank cylinders infringes certain claims of the Bell & 
Tainter patent No. 341,214, and especially claim 7 
thereof. 

All the defendants, except Leon F. Douglass, deny that 
they are making duplicate sound-records as charged, and 
disclaim any intention so to do; but acknowledge purchas- 
ing such duplicate records from defendant Douglass and 
selling the same. 

Defendant Douglass admits the manufacture and sale by 
him of these sound-records, but claims to do so under per- 
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sonal license from complainant. His method of duplicat- 
ing and duplicating apparatus are not in controversy 
herein on this motion except in connection with his alleged 
unlawful use of the same, and except further as his methods 
and apparatus may be connected with the procurement by 
him of his alleged license under which he claims to act. 
There is no proof that the other defendants have manufac- 
tured any records or have had any in their possession not 
obtained from Douglass or some source acknowledged to be 
lawful. 

The alleged license to Douglass is therefore the chief con- 
tention. In determining this question, for the purposes of 
this motion, the absolute existence of a valid license need 
not be shown ; it is sufficient if, upon all the evidence sub- 
mitted, the question can fairly be said to remain in doubt. 

The dealings of Douglass with complainant were almost 
entirely through Easton, although it appears that verbal 
understandings were had with other officers or directors, 
and the President of the corporation sigued one paper. 
Easton in 1892 was Manager of Agencies for complainant. 
Counsel strongly urges that he had no ofticial connection 
with complainant at that time and could not bind it. In 
view of the affidavits and exhibits I do not concur in this 
view. Besides being Manager of Agencies he was a mem- 
ber of the Board of Directors; it was at his request that 
Douglass went to Washington in 1892; he and Doug- 
lass were present at meetings with other directors and 
officers of complainant at which Douglass’ secret process or 
processes were discussed ; he was apparently the active rep- 
resentative of complainant in its dealings with Douglass; 
complainant took advantage of his agreements with Doug- 
lass, Whether made in Easton’s name as an individual or in 
the name of the company by himselfas Manager of Agencies. 
- From the papers before me I cannot reconcile the various 
documents and agreements set forth in the affidavits of 
Easton and Douglass, dated respectively on March 14th, 
16th and 17th, and July 31st, 1892, and January 3rd, 
1895; and while not intending to intimate that either 
hypothesis is correct, these papers and _ the affidavits would 
seem to justify the contention either that Easton was play- 
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ing double with the complainant and its officers and diree- 
tors, for the purpose of personally obtaining the benefits of 
Douglass’ secret process in the event it should be re- 
markably profitable, while causing complainant and 
its officers and directors to believe that the secret had 
been obtained for the use of complainant; or that 
Easton was taking advantage of Douglass’ youth and 
lack of business experience in causing him to sign personal 
agreements with Easton (the considerations for which 
Easton had no right to grant), under the belief that 
they were agreements with complainant. The fact that 
Easton procured from Douglass the assignment of March 
14th, 1892, and the agreement of March 16th, 1892, 
thus leaving in Douglass no further rights to grant 
with respect to this process, and on March 17th, 1892, 
procured a similiar grant from Douglass to complainant, 
signing the latter as Manager of Agencies in connection 
with the President of complainant (all of which appears 
from Easton’s affidavit) would seem to need explanation 
other than appears in the papers before me. 

Uncontradicted statements made in affidavits before me 
tend to show; (1) that Douglass was the first person to com- 
mercially make duplicate records; (2) that complainant 
company procured from Douglass the knowledge of his secret 
process and gave valuable considerations therefor after 
Douglass had admitted that he was in doubt whether a 
patent could be obtained therefor on account of the antici- 
pating claims of the Bell & Tainter patent (although a com- 
mercially successful apparatus had not theretofore been con- 
structed in pursuance of such patent) ; (3) that Douglass at- 
intervals during the next 6 or 7 years operated under the 
license which he claims to have obtained from the company 
through Easton as its representative ; (4) that complainant 
through its various officers knew of his actions in this 
regard, and, despite the meaning claimed by complainant 
for Easton’s letter of January 8rd, 15945, no intimation 
appears to have been given Douglass prior to 1897 that 
complainant had forfeited his license to make duplicate 
records, or that he never had a license therefor; (5) that 
complainant acted upon the waiver of the 2 cent royalty pro- 
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cured by Easton in 1895 and obtained the benefits there- 


of ; and (6) that Easton (while President of complainant) in 
1897, attempted to procure the signature of Douglass to a 
paper stating that Douglass’ license to make and _ sell 
duplicate sound-records, had expired. 

In view of the foregoing, I um forced to the conclu- 
sion that the acquiescence of complainant in Douglass’ 
actions tend more strongly to corroborate Douglass’ claims, 
than the other circumstances of the case not so favorable to 
Douglass’ contention tend to corroborate Mr. Easton's ver- 
sion of the transactions. I therefore hold that from the 
papers before me there is considerable doubt as to the ques- 
tion of license to Douglass, that the question is uncertain, 
and the preliminary injunction will be denied as to all de- 
fendants. Of course, the opinions herein expressed are based 
only upon the papers before me. The evidence would be 
entirely inadequate and insufficient for a proper hearing on 
the merits. 

As the giving of a bond by defendant is only properly 
required when an injunction should go, and is simply an 
alternative for an injunction under proper circumstances, 
the bond heretofore given on the vacation of the restraining 
order may be released and the piiparty taken by the Mar- 
shal returned. 
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United States Circuit Court of Appeals 
FOR THE SEVENTH CIRCUIT. 
Octoper Term, A. D,. 1899, 
No, 618. 
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Appellant, 





vs, 


TALKING MACHINE COMPANY, POLYPHONE COMPANY, 
LEON F. DOUGLAS, SILAS F. LEACHMAN ano HENRY 
R, BABSON, Appellees, 
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STATEMENT. 


This is a motion for a preliminary injunction, for an 
alleged infringement of letters patent No. 341,214, to 
Bell and Taintor, dated May 4, 1886. The complainant 
contended that the defendant, Leon F. Douglass, in- 
fringed upon certain claims of this patent of which claim 
7 here quoted is the broadest: 

‘7. A-sound record consisting of a tablet or other 
solid body having its surface cut or engraved with 
narrow lines of irregular or varied form correspond- 
ing to sound-waves, substantially as described.” 

The italicized words are the part which is supposed to 
distinguish the subject-matter of the claim from the prior 
art. 
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The complainant sells a machine called a phonograph 
or graphophone, which uses these tablets. The tablets 
are made of a proper size and shape to fit this machine, 
and when placed in the machine the whole apparatus be- 
comes a complete talking machine. ‘The nature of this 
machine is also such that when a blank tablet is placed in 
it the machine can be made to record sound-waves upon 
the blank tablet and thus make of the thing the cut or en- 
graved “‘sound-record” claimed in the above claim. 


It has been the practice of the complainant to sell blank 
tablets in unlimited quantities and without any restriction 
to the trade, who in turn supply purchasers of the machine 
with these blanks. The purchaser of the machine uses 
the blanks first to form sound-records upon them, and 
secondly to audibly reproduce the sounds recorded upon 
the tablets. And by paring off the surface of the blank 
with what is called a paring attachment, also sold by the 
complainant, the purchaser could use these blanks over 
and over again, until pared down too thin for any further 
use. 


The burden of the charge against Mr. Douglass is that 
he bought of the complainant or of its licensee, the Na- 
tional Phonograph Company, these blanks, and by use of 
a pattern lathe (made out of a phonograph with some at- 
tachments added to it) copied, mechanically, on these 
blanks duplicates or replicas of the sound-wave indenta- 
tions from an original sound-record, and sold these repli- 
cas so formed on said purchased blank tablets to the users 
of graphophones and phonographs bought of the com- 
plainant, 


The contention on the part of the complainant was that 
although the tablets are sold with the intention that they 
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form the sound-record indentations upen the blank in any | 

w manner other than that pointed out in the patent in suit. 

That is to say, while it is true that Douglass bought his ' 

blanks and his phonograph of the appellant, and that 
thereby he acquired the right to use a cutting style in 
forming the sound-records on the blanks, yet, masmuch 
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as the patent covers the moving of the style by sound vi- 
brations conveyed through the air, Douglass cannot move i 
the style in any other way in cutting the records on the ar, 
blanks without making the resultant product, to wit: the i 
duplicate record, an infringement, notwithstanding the ‘ eae 
way used by him is neither described or claimed in the ie te 
all patent. | | 
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The answer of Mr, Douglass to this proposition is (a) 
that the blanks are sold by the complainant and - its 
licensees without any express condition or limitation as 
to their use; so that he was free to use them in any manner 
he saw fit; (b) that the formation of the sound-record 
indentations upon the blank is an act which must be done : 
as an intermediate step someliow by somebody, and by 
some means before the blank can be used for its final pur- 
pose, and that hence, in so far as the claims in suit are 
concerned, it is no invasion of the patentee’s monopoly, 
to form these sound-wave indentations upon the blank 
as an intermediary step, by other means than those set out 
in the patent; (c) that when the complainant sold the 
blank it was the intention that it should be consumed, and 
a sound-record made on it, and that the number of sound- 
records is not in fact increased by any particular means 
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employed for making them out of the blank, as for each 
sound-record blank sold by complainant one sound-record 
at least will result, and hence the act of Mr. Douglass does 
not in fact increase the number of sound-records at all, 
beyond the number of licensed blanks purchased by him. 
And hence, therefore, the act complained of is no invasion 
of complainant’s monopoly, as it does not multiply the 
number of such sound-records as are claimed in the pat- 
ent. (d) Anda further answer to complainant’s conten- 
tion is that the complainant’s licensee, the . National 
Phonograph Company, which has authority to sell the 
blanks without restriction under an agreement containing 
no limitations whatever, has chosen to sell to Mr. Doug- 
lass these blanks or supplies, and has expressly assured 
Mr. Douglass that he may use them to make duplicate 
records upon, 


In addition to the contention that the sale by the com- 
plainant and its licensees of the blanks upon which the 
sound records are made, to Mr. Douglass, and the assur- 
ance by the authorized seller of said blanks to Mr. Doug- 
lass that he was at liberty to use them for making dupli- 
cate sound records, Mr. Douglass further asserts and 
proves that he is and has been for years licensed by the 
American Graphophone Company, the appellant, to make 
duplicate . sound records without any restriction, and 
whether the blanks be purchased of the appellant and its 
licensees or not. 


In the year 1889 Leon F. Douglass invented a method 
of duplicating original sound records for phonographs. 
At this time he contrived two forms of apparatus for this 
purpose, both substantially the same and equally efficient. 
This apparatus consists essentially of a sort of 
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pattern athe, which can easily be made out of an 
epbnary phonograph by supplying it with an ex- 
tra oor additional arbor, geared to min at the 
came speed as the main arbor of the — phono- 
graph. The sound record to he duplicated is placed on the 
main arbor and the blank upon which the record is to be 
duplicated is placed in a similar position upon the extra 
arbor of the phonograph. <A point or tracer rests upon 
the rotating sound record and a cutting tool] rests at the 
corresponding place upon the rotating blank, and the 
tracer and the cutter being connected together, each move- 
ment of the tracer is imparted to the cutter, and the form 
on the sound record is duplicated on the blank. In one 
form of apparatus the connection employed between the 
tracer and the cutter was an air tube. In the other form 
this connection was mechanical, that is, a lever or levers. 
When the lathe is put in motion the result is that the cut- 
ting tool engraves, indents or cuts a duplicate of the sound 
record in the blank in reverse, but practically the same as 
though the blank had been placed on the arbor of the 
phonograph itself and the record formed by the original 
means, that is to say, by the sound waves moving a dia- 
phram to which ts attached the indenting or cutting tool. 


In 1891 Mr. Douglass brought this invention to Chi- 
cago and began to manufacture duplicate sound records 
for use on the appellant's machine, using for this purpose 
the “tablets” or hollow cylindrical lead-soap blanks, which 
the appellant, or its licensees, sold openly and freely in the 
market without any restriction as to their method or man- 
ner of use. These blanks are made of a composition in- 
vented by Mr. Edison, which consists chiefly of lead soap. 
This material has a very peculiar texture, unlike anything 
clse, but resembling more nearly than any other material 
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avery hard soap. its qualities are the following: It is ex- 
cessively brittle; it is very easily cut; the cuts have a 
smooth surface, the material being exceedingly smooth- 
grained and fine in texture; it is very hard; if is totally un- 
like wax in that it has no plasticity and no adhesiveness or 
stickiness. It was the discovery by Mr. Iédison of the 
qualities of this material and its use by lim which made 
the phonograph a practical success as a commercial instru- 
ment. The previous tablets made of wax and waxlike 
material had all been practical failures on various ac- 
counts, among other reasons, because the cutting tool was 
liable to clog, and also because the material would not 
stand the rubbing of the style in reproducing. To be prac- 
tical it should stand a hundred or more reproductions, 


Although the “body” described in the patent is a paper 
or pasteboard foundation, coated with a composition of 
beeswax and paraffine, the appellant has contended that 
Mr, Edison’s hollow cylinder of lead soap is the equiva- 
lent, and that a record formed upon such a lead soap 
blank comes within the scope of the claim above quoted. 
This, however, has never been decided by the court in a 
controverted case that we can find. The appellant and its 
licensees in their practice under the patent in suit, as 
might well be supposed, do not use the waxlike tablet of 
the patent composed of the composition of beeswax and 
paraffine on a paper foundation as described in the patent, 
but on the contrary use the cylindric hollow blanks made 
of lead soap, etc., as invented by Edison, 


In the practice of the alleged invention under the patent 
sued upon the appellant and its licensees are and have been 
accustomed to make and sell these tablets or blanks ready 
for use in the machine, and made to fit the machine sold 
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by the apy ellant and its licensees. It will be wnderstood 
hat the purchaser of a phonograph (or of the imitation 
machine called the graphophone, both of which are sold 
by the complainant and its licensees), in order to use the 
machine at all must have a supply of the tablets or blanks 
upon which to record the sound which it is intended to 
record and reproduce by aid of the machine. The blank 
would be of no use without the machine and the machine 
of no use without the blank. It was the practice of the 
appellant and its licensees to sell these blanks without any 
patent mark upon them, and without notice of any restric- 
tion whatever as to the manner of use. Neither the blanks 
nor the boxes or packages holding them contain any no- 


_ tice or restriction of any sort whatever to the purchaser, 


The size of the blank—that 1s to say, the hole or hollow 
in the blank made of the same size and the same taper of 
the machine which it is designed to fit, so that it could not, 
in fact, be used upon any other phonograph than the one 
made and sold by the appellant and its licensees, is the only 
restriction existing. And it may be incidentally remarked 
that from the shape and the nature of the material it is, 
iri fact, impossible to conceive of any use to which the 
blanks could be put by anybody except to record sound 
waves upon and to reproduce such sounds in a phono- 
graph. 

Douglas bought these blanks of the appellant and its 
licensees, and employed a singer named Leachman, one 
of the defendants, to sing songs to the phonograph and 
thus write upon the blank or tablet a sound record. He 
then took this sound record, which is termed an original, 
and put it into his duplicating lathe and duplicated it by 
the aid of this lathe upon other blanks, similarly bought 
of the appellant and its licensees. 
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It is for making and selling these duplicate sound rec- 
ords made on the blanks purchased of the appellant and its 
licensees, and sold by them without restriction as to the 
method in which the record shall be written on them, that 
this suit is brought and for which this injunction is asked, 

Mr. Douglas was himself the originator of the business 
of making the sound record on the blank by this process 
of duplication, and the first to discover a practical means 
for so doing. (Rec., 80.) 

Until Douglas made this discovery or invention the 
only way known for practically indenting or cutting the 
record on the tablet was by aid of the voice or other 
sounds. And consequently, as will be readily seen, the 
sound records were expensive, We are informed by the 
affidavits that the appellant was obliged to charge two 
dollars apiece for the sound records which it furnished its 
customers. Mr. Douglas was able to sell the duplicates as 
low as fifty cents each. During this year 1891 Mr. Doug- 
lass’ duplicate sound records were extensively advertised 
and sold. (Rec., gt.) 


In 1892 E. D, Easton, then director of agencies for, and 
who has always been a leading spirit in the appellant cor- 
poration, came to see Mr. Douglass about this duplicating 
business. He told Douglass that his company had a pat- 
ent which covered it, and referred him to two patents. 
These patents he showed to Mr. Douglass. One of them 
was the patent in suit. Mr, Douglass acknowledged that 
it seemed to be a fact Mr. Easton’s company did have a 
patent, but that he, Douglass, was in possession of a secret 
way of doing the thing. = 


“T told him that it looked to me as though that was 
so; that he owned the patent, but that the machine 
of the Taintor patent 341,287, could not do the work, 
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and was utterly impracticable (which is now a well- 
kiwi fact) moreover, that he did net know how to 
do the work, and that nobody else knew how except 


— 


» me: that if he had the patents | had the practical pro- 
cess and machine, and nobody else knew the secret of | 7 

it; that it was this secret-—my knowledge of how to | 3 

do the thing—which nobody else knew how to do— 

which IT had to trade with him, and nothing else; for re 

~ I did not have any patents on it and did not know or | 


whether or not any could be obtained.” (Rec., 82.) 404 


Mr. Easton induced Douglass to go to Washington and 
into the employment of the American Graphophone Com- 
pany, appellant. They were anxious to find out from 


= ——= = 


Douglass how to make duplicate sound records, and he | : 
says “worked at me continually seeking to get me to dis-~ ee 
close my secret method.” (Rec., 82.) He finished some 4 
duplicate records ) | | 


“and they were submitted to the board of directors 
of the company, or various companies which Mr. 
Easton represented. At this meeting of the board of 
directors there were present Mr. Easton, Mr, Payne, 
Mr. Chichester S. Bell and Mr. Charles Suniner 
Taintor. | was told that the directors were very : 
much pleased with my invention, Within a day or Ff 
two I made an agreement with the American Graph- | 
ophone Company, and the other companies repre- 
sented by Mr. Easton. I told them I had no patent, 
and they knew that | had not applied for any, and I 
did not know that I could ever get one, and told them 
so. But I had the knowledge of how to make sound 
records, which could be sold at a large profit at 50 
cents apiece, and almost, if not quite, as good as the 
ones which they were compelled to charge $2 apiece 
for, and they fully understood this. I agreed to dis- 
close this secret method or process and to show them 
how to build the apparatus for using it for a royalty 
of 2 cents on each duplicate record made by them; I 
to make application for any patents which they might 
see fit to pay for at their own expense, and to assign 
any such patents to them if they were applied for and 
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obtained; they were also to advance me on royalty 
account one thousand dollars, or its equivalent in 
graphophone machines. This agrement was carried 
out and the American Graphophone Company sent 
me $1,000 worth of machines in accordance with this 
agreement. And within a month or two Mr. Easton’s 
other company, known as the Columbia Phonograph 
Company, gave me a check for about $16.00 on ac- 
count of royalties. About the time when the agree- 
ment was made between us, the American Grapho- 
phone Company wrote me a letter, dated March 17, 
1892, signed by the American Grapophone Company, 
by James G. Payne, its president, and E. D, Easton, 
its director of agencies, and they asked me to sign it 


also, which I did. On the same day, and at the same - 


time, Mr, Easton wrote me a letter which was dated 
March 16, 1892, signed by Mr. Easton, and which 
he asked me also to sign at the same time, which I 
did sign on the same day that [ signed the other one 
dated March 17, 1892. Mr. Easton told me that these 
letters would be evidence of the agreement between 
us. These two letters, evidencing the agreement, I 
am ready to produce in court if wanted.” (Rec., 82, 
83.) (For the two letters or contracts, see pages 92, 


93, 94.) 


Although the agreement of the appellant to pay a roy- 
alty of 2 cents per cylinder on all records made according 
to Douglass’ secret method was not dependent upon the 
obtaining of any patents by Douglass, still the companion 
agreement with Easton (Rec., 92, 93), made by Easton 
for the benefit of appellant, provides that Douglass shall 
make such applications for patents as Easton may wish 
and pay the expenses of. In pursuance to this supple- 
mental agreement Mr. Easton had Douglass make appli- 
cation for a patent upon the air connection form of the 
apparatus, which resulted in letters patent No. 475,490, 
dated May 24, 1892. 

“At that time I told Mr. Easton that I thought they 
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pat letter te am appleated upen the other form. 
Pst fer Mette reas te tre derived hong at outa) an 
feos, altheuph Pspeke te him about at and ted him 
he ought te do it in the iiterest of lus companies, as 
[had pot both ofthe forms up in 88g while Twas at 
Grand Island; that one was quite as good as the 
other.” (Ree., 86.) 


A copy of the specification of this application filed in 
1895 on the apparatus having the mechanical connection 
is found at pages 98 to 101 of the record, 


In July, 1892, the appellant, by Mr. Easton, gave Mr, 
Douglass a letter stating: 


“Your duplicating process has been successfully 
applied to the graphophone, and this company has 
contracted with you for the right to its use hereafter 
on payment of a royalty.” (Rec., 83.) 


In July, 1892, pending the existing agreement with the 
appellant, Mr. Douglass was licensed by appellant to man- 
ufacture duplicate records upon certain terms and con- 
ditions : 


“T agreed to buy of them at least fifty master or 
original records per month, and I was then to have 
the privilege for my own account to make as many 
duplicates from these originals as | wished, or until 
they were worn out.” (Rec., 83.) 


Under this arrangement Mr. Douglass continued to 
operate until January, 1895, when a modification was 
made which is stated by Mr. Douglass, as follows: 


“In December, 1894, I visited Mr. Easton in 
Washington, and told him of some improvements on 
the duplicating machine I had made, and to which his 
companies were entitled under my agreement. He 
asked me to make one of the improved machines for 
his companies, as his companies would like to go into 
the duplicating business more extensively. And 
while | was in Washington he asked me to modify 
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the agreement which TI had made with his companies, 
Ile stated that they thought of poi more extensive- 
ly into the business of making dupleate sound ree- 
ords, and asked me to waive the royalty of 2 cents per 
record, and stated that if 1 would waive this royally 
to his companies they would give ime a permanent 
permit or license without any conditions as to the 
purchase of master records from them to manufac: 
ture and sell as many duplicates as I saw fit. I 
thought this was a better arrangement in some re- 
spects than one we were working under then, and 
therefore consented. Thereupon Mr. Easton wrote 
me a letter dated January 3, 1895, which he said 
would evidence the modification of the contract be- 
tween his companies and myself, and that its effect 
was to give me the unrestricted right to make and 
sell duplicate sound records,” (Rec., 84.) (Fora 
copy of the letter referred to, see page 95.) 


Under this modified agreement and license or under- 


standing, Mr. Douglass has continued purchasing sound- 


record blanks of the appellant and its licensees, and mak- 
ing with them duplicate records ever since January, 1895, 
excepting for a time during which he was personally in 
the employment of the appellant, or its selling agency, the 
Columbia Phonograph Company, from August, 1897, to 


October 1, 1898. (See page 89-90.) At the time he en- 


tered the temporary employment of the appellant’s com- 
pany, he sold to the Graphophone Company, appellant, 
five duplicate machines which he had been using in his 
business up to that time, and the appellant paid him for 
the same. (Rec., 89-90.) 
_ “At the time of this purchase of my five duplicat- 
ing machines, the American Graphophone Company 
and its president. Mr. Easton, well knew that I had 
a license to make and sell duplicate sound-records; 
that I had been exercising that license for years, and 
that I did not sell it, surrender or give it up.” (Rec., 


90.) 
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13 
ty March, r8o8, Mr. Deaglass entered the employ of 
the Atnerican Graphophone Company itself, directly, and 
remamed in such employment until October tst, 1898. 
During these periods, i. ¢., from August, 1897, until Oc- 
tober rst, 1898, while he was in the employment of the 
appellant and one of the appellant’s companies, it does not 
appear that Mr. Douglass made any duplicate sound-rec- 
ords under his license, ' 


On October 1st, 1898, Mr. Douglass left the employ- 
ment of the appellant: 


“for the purpose of starting in the business of man- 
ufacturing duplicate sound-records under my license, 
with the full knowledge and consent of the Ameri- 
can Graphophone Company, and Mr. Easton, its 
president.” (Rec., 90.) 


And he has continued in this business ever since, 


Attempt was made upon two occasions by the appellant 
and its agents to have Mr. Douglass sign a paper which 
would indicate that he had no license from the appellant. 
These are mentioned upon page 90 of Mr. Douglass’ affh- 
davit, as follows: 


“In April, 1897, about the time when the Chicago 
Talking Machine Company made this agreement 
with the American Graphophone Company to wind 
up its affairs, and I agreed to enter the employment 
of the Columbia Phonograph Company, Mr. E. D. 
Faston admitted and acknowledged to Mr. Charles 
Easton [Dickinson] and myself the existence of this 
license from the American Graphophone Company 
to me, and asked me to sign a paper stating and ac- 
knowledging that the license or authority granted 
me by the American Graphophone Company had ex- 
pired. I flatly refused to sign the paper. 

In the spring of 1898; while I was in the employ of 
the American Graphophone Company, that company 
had a suit against the Western Phonograph Com- 
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pany, in which they desired my testimony concerning 
some matters, in the form of an affidavit. They pre- 
pared an affidavit for me to sign, which was pre- 
sented to me by Mr. Brown, of Messrs. Poole & 6 
Brown, their attorneys, of this city. This affidavit 
contained the statement that the American Grapho- 
phone Company had not granted a license to any one 
except to the National Phonograph Company, for 
making duplicate sound-records under its patents. I 
reminded Mr, Brown that this was not true—that 
I had a license to manufacture duplicate sound-rec- 
ords. He corrected the affidavit in this respect, and 
I then signed it.” (Ree., go.) 


-—=s- = 


(“Charles Easton” in the first paragraph above, should 
read Charles “Dickinson.” ) 


SE a iE i 


Mr. Dickinson states with reference to the first above- 
mentioned attempt, as follows: 

“T know of my own knowledge that for several 
years prior to 1897 Mr. Leon F. Douglass had used 
a number of duplicating machines and made dupli- 
cate sound-records on them, and sold them to others, 
including the Chicago Talking Machine Company, 
and that he had a license from the American Graph- 
ophone Company to so make and sell duplicate 
sound-records, and that his said license was exer- 
cised by him with the full knowledge and consent of 
FE. D. Easton, the president of the American Graph- 
ophone Company. I was present with Leon F, 
Douglass and I. D. Easton in April, 1897, when the 
Chicago Talking Machine Company agreed to wind 
up its affairs, and I know of my own knowledge, that 
at this time the American Graphophone Company, 
by E. D. Easton, its president, admitted and acknowl- 
edged that Leon F. Douglass had a license from the 
American Graphophone Company to make and sell , 
duplicate sound-records. And afterwards I was pres- 
ent and heard the American Graphophone Company, 
by Mr. E. D. Easton, its president, agree to buy of 
Leon F. Douglass five (5) duplicating machines 
which Mr. Douglass then had, and some of which he 


—% ee on Yes oe 


= 


ad 


Raymond R. Wile 
Research Library 


: =——-- 
“=e Sr re it at ie “er et F 
= ae |b =m + ' = he =e a ee ye a eS a ey Tt css Se eS Ss ro er i 


7 


# 
Stee te Por veageen peak ge fun peate acres 


(fp cite titer Vee fvesee, ae Me bast mat 
thoogere well knew. | kr of ins own hrasledje 
thatatthe time Me. Pkangiass aurreed ty sell these five 
dupheating oachines for S2sn0a te the American 
Graphophone Company, he did not agree to sell or 
surrender his license to make and sell) duplicate 
sound-records. On the contrary, I remember dis- 
tinctly that Mr. Easten presented to Mr. Leon F. 
Douglass a paper for Mr. Douglass to sign, stating 
or acknowledging that Mr. Douglass’ license from 
the American Graphophone Company to make and 
sell duplicate sound-records had expired. And I 
know that Mr, Douglass refused to sign this paper.” 
(Rec., 106-107.) 
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The manufacture of duplicate sound-records by Mr. 


Douglass has been open and a matter of public notoriety 
and general knowledge. | 


“T have been engaged in this business of manufac- 
turing and selling duplicate sound-records since July, 
891, with full knowledge and consent of the com- 
plainant and its president, EK. D, Easton, and under 
their license; such manufacture and sale being for 
and to Mr, Easton’s branch company, up to August, 
1893, and on my own account, under personal license 
to me since that date.” (Affidavit of Douglass, Rec., 
80. ) 

“Since my license, the American Graphophone 
Company, the Columbia Phonograph Company, Mr. 
Easton, who is president of the American Grapho- 
phone Company, and also president of the Columbia 
Company; Mr, R. F. Cromeline, who is vice-presi- 
dent of the two companies, and Mr. Mervil Lyle, who 
is also vice-president of the American Graphophone 
Company, have all been fully aware that I have been 
engaged in the business of making and selling dupli- 
cate sound-records under my license from them. 
Cromeline and Easton have been at my house where 
I made these records, and Lyle has been with Eas- 
ton at my place of business on Madison street, where 
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I make them. And [aston has been in my place of 
manufacture, 107 Madison street, many times, and 
has seen my employes making the duplicate records. 
And they have all known that | have invested my 
money in this business, and [aston and others of 
them have personally encouraged me to proceed in it, 
and have seemed glad that I was making money out 
of it.” (Douglass’ affidavit, Rec., 85.) 

“T have always understood that Leon F, Douglass 

. was licensed to manufacture duplicate sound-records 
by the American Grapliophone Company, and I know 
of my own personal knowledge that he has openly 
exercised this right with the full knowledge and con- 
sent of IX. D. aston and the American Graphophone 
Company for many years.” (Affidavit of Charles 
Dickinson, Rec., 62.) 

“T have always understood, and it is a matter of 
general knowledge among talking machine men and 
dealers, that Leon F. Douglass is licensed by the 
American Graphophone Company to make duplicate 
sound-records. I know Mr. E. D. Easton, and have 
known him since 1893, and’ I know such right to 
make duplicate sound-records was exercised by Mr. 
Douglass with Mr. Easton’s full knowledge and con- 
sent.” (Affidavit of Leachman, Rec., 65.) 


Mr. FE. D. Easton, who is mentioned so often as a lead- 
ing’ spirit in the affairs of the appellant corporation, and 
who is a lawyer by profession and a man of affairs, says 
of his connection with that company: 


“T have been a director most of the time since the 
organization of the company. I became general 
manager about five years ago, and president shortly 
after becoming general manager.” (Rec., 120.) 


In 1895 Mr. Easton was also counsel for the appellant. 
(Rec., 122.) 


In 1892 Mr. Easton was director of agencies of the 
appellant company, (See his signature as such, Rec., 94.) 
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fen Fo Denglass is now thirty vears old (Ree., Bo); 


ay Pan Sg was twenty-three vears ald, 


There seems to have been at all times, prior to this suit, 
a most cordial and mutual confidence and esteem existing 
between Mr. Douglass and Mr. Easton. Mr, Douglass 
seems to have trusted Mr. Easton, and Mr, Easton ap- 
pears to have held Douglass in high esteem. (See letter, 
page 96.) 

Mr. Douglass explains the cause of this litigation as 
follows: 


‘A long time ago—just when, I am advised by 
my counsel not to disclose, as it might jeopardize 
my rights in the Patent Office—lI invented a very im- 
portant improvement in talking machines. Up to 
the time of my invention it had been supposed that 
the loudness of the sound-waves produced depended 
entirely upon the depth of the undulations in the bot- 
tom of the sound-groove of the record. This I dis- 
covered is not true. I demonstrated that the distance 
from crest to crest of the sound-waves, and the sur- 
face speed motion of the cylinder, was the measure 
or important feature upon which the loudness de- 
pended. This is my invention, I have built ma- 
chines at different times containing this invention for 
experimental purposes, and to demonstrate the in- 
vention, I explained this invention and its principle 
to Mr. If. D. Easton many months ago. Some months 
after I explained it to him, he caused one of his em- 
ployes, by the name of Macdonald, to file an applica- 
tion in the Patent Office, claiming this invention of 
mine as his own, and, as I am informed and believe, 
to assign the same to Easton’s companies. And an 
interference is now about to be declared between my 
application and that of said Macdonald. And Fas- 
ton has sent his attorneys, and other persons have 
been repeatedly to see me, to arrange a settlement or 
to get me to state my dates. And their attorneys © 
have written to my attorneys to the same effect. Mr. 
Easton himself came to Chicago to see me about the 
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matter. But I sent Mr. [aston word that T would 
not talk to him about it except in the presence of my 
attorneys. I believe this made Mr, [aston very an- 
ery, because he could not control me in this matter, 
as my invention, above referred to and known as the 
Concert Phonograph or Graphophone Grand, and 
which can be readily heard a block away, is regarded 
as an invention of the utmost value and importance, 
Mr. FEaston’s companies, and also the National 
Phonograph Company, its licensees, are making 
these machines and selling large numbers of them 
with my invention and without my consent. While 
the ordinary phonograph or graphophone sells for 
from $5.00 to $25.00, these improved instruments, 
which cost very little more to make, have been 
bringing in the market from $100.00 to $300.00 
apiece. And | am informed that the factories are 
months behind in their orders for them. Mr. Easton 
very well knows that I am the inventor of this ma- 
chine in which he is so deeply interested, and the 
patent for which he is now trying to deprive me of. 
And I have no doubt that this suit brought collect- 
ively against me and others with whom J have busi- 
ness relations, is solely for the purpose of breaking 
me down in my business in order to prevent me from 
fighting the interference in the Patent Office, and 
with a view of forcing me to a settlement on Mr. 
I-aston’s own terms.” (Affidavit of Douglass, Rec., 


87-88.) 


The remaining defendants besides Mr. Douglass are 
the Talking Machine Company, the Polyphone Company, 
Silas F. Leachman and Henry B. Babson. The Talking 
Machine Company is a trade concern engaged in Chicago 
in the business of handling, commercially, the phono- 
graphs or talking machines manufactured by the appellant 
and its licensees. This concern has no interest in the busi- 
ness of Leon F. Douglass complained of. The Polyphone 
Company is another trade concern which buys talking 
machines of the appellant and its licensees, adds an im- 
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; peewee pateensm te them. amd <elly them again for 
- ce Das concern bas noonterest in the business of 
Deon BP. Douglass complained of. This true that the Poly- 
phone Company, the Talking Machine Company and 
Leon F, Douglass have an office in the same building, and 
at the same place, as they are al] engaged in handling the 
goods of the appellant and its licensees, Mr. Douglass 
buying, as we have seen, the blanks which he makes into 
duplicate sound-records, and the other two concerns 
handling other goods of the appellant and its licensees. 
Mr. Babson is the president of the Talking Machine Com- 
pany, and Mr. Leachman is an employe of Mr. Douglass. 
The appellant filed simultaneously two bills of com- 
plaint, the one upon which this suit is based, and another 
against these same defendants joined with Seeter & Ott, 
who, it appeared at the motion for preliminary injunc- 
tion, had never had any business relations of any kind 
whatever with any one of the defendants herein, and who 
were unknown to most of the defendants. 


Accompanying these two bills were affidavits made by 
detectives, «letailing, in the most approved “Old Sleuth” 
fashion, the efforts of the detectives to find out that 
Douglass was and had been engaged in the business of 
manufacturing duplicate sound-records. And these de- 
tective affidavits contain a ground-plan of the place of 
business, and the fact is told that the words ‘‘no admit- 
tance” is written over one of the doors, and that some- 
body had marked a skull and cross-bones there, indicat- 
ing that it might be death to enter without permission. 


With these two bills of complaint and the deteetive affi- 
davits, and upon representation that the defendants were 
organized together for the purpose of secretly and surrep- 
titiously conspiring to defraud the appellant of its rights, 
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counsel for appellant went to the district judge, ex parte, 
and procured restraining orders in both suits, and an 
order for the marshal to seize the machines and goods of 
the defendants. And under this order such a seizure was 
made, This temporary restraining order, made ex parte 
and without a hearing, was of course intended by the 
court for no other purpose than to hold matters in statu 
quo and conserve the rights of all parties until a motion 
for preliminary injunction could be heard. 


When the motion for preliminary injunction came on 
to be heard, however, it appeared that the appellant had 
diligently made use of the restraining order to almost ruin 
the business of the defendants. Letters and circulars were 
written and sent broadcast to the defendants’ customers 
which frightened them and stopped their business. These 
letters were produced in court but do not appear in the 
record founded on this bill. 


In addition to this the appellant filed a bill of complaint 
in the Circuit Court under a patent to one Betinni to en- 
join Mr. Douglass from making and selling duplicate 
sound records. 


In addition to this the appellant filed another bill of 
complaint against Mr. Douglass asking for a specific per- 
formance of an alleged contract by Douglass to transfer 
to the appellant the invention above alluded to, known as 
the Concert Phonograph or Graphophone Grand, thus at 
last disclosing the real purpose of all this mass of litiga- 
tion, and this effort to break down the business of Mr. 
Douglass and prevent him from being able to fight fot his 
rights in the Patent Office. 


The affidavits are numerous, hurriedly prepared on the 
part of the defense in answer to an extended attack ujan 
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anutnber of different people, and it could not be certainly 
toll whether the burden of complaint was the making of 
the duplicate sound records, or something else under the 
numerous claims of the patent sued on, and the affidavits 
filed on behalf of the appellant were very blind in this 
regard, although otherwise surprisingly full of detail. 
Consequently, the papers in the record are voluminous, 
somewhat disjointed, very badly arranged in point of 
order, and the facts hard to get at from them. But we 
think we have above stated all that is essential. After 
a study of the facts, one is led to believe that the litiga- 
tion as a whole is not brought for the purpose of prevent- 
ing an irreparable injury to the American Graphophone 
Company by the infringement of its patent in suit; but on 
the contrary, is a wholesale attempt to embarrass and in- 
volve Leon F. Douglass, with a view to cripple him in 
such manner that he would not be financially able to suc- 
cessfully contest an interference case in the United States 
Patent Office, involving a valuable invention. And that 
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as to the ostensible purpose of the suit we think it appears | | 
that Mr. Douglass originated the art and business of mak- oe oy 
ing duplicate sound records, sold his secret to the appel- “| | 4 
lant many years ago on a royalty agreement, at a time = ey) PA 
when the business did not amount to so much as it does i 4 
now; afterward modified this agreement and accepted a on Me 
personal license in lieu of the royalty, and has been oper- 8 is hy * 
ating under that license ever since. And further that ¥ a a 
Douglass; having bought all his “blanks” of appellant and 1” ifs 


its licensees, the National Phonograph Co., and having in 
addition been assured by said licensee that he might use 
‘them to make duplicate records, would not in any event 


have invaded the appellant's monopoly even if he had not 
Fessessed the license. 
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The open, unrestricted sale upon the market of the tab- 
let or sound record blank by the patentee, and which can 
be used for no other purpose, except to write sound rec- 
ords upon it, creates an implied license to the purchaser 
to use it for this purpose, notwithstanding the patentee 
may have a claim on such blank when indented or en- 
graved with the sound record, And it is immaterial how 
or by what means the blank is consumed, that is to say, 
has the sound record written upon it, provided the means 
employed does not itself infringe upon the patent. For 
this reason the acts complained of here can constitute no 
invasion of the appellant’s monopoly or infringement of 
its patent. 


II. 


This implied license growing out of the purchase of the 
blanks from the appellant or its duly authorized agent or 
licensee, the National Phonograph Company, is rendered 
absolutely conclusive when said agent informs the pur- 
chaser that “the National Phonograph Company is glad 
to have as many sold and used as possible, and that said 
company is entirely indifferent as to the manner of their 


use, whether fot making origirial soutid tecotds or dtipli- 
cates.” 
III. . 

The defendant, Douglass, has an actual license from 
the appellant without restriction to make duplicate sound 
records, And his action complained of is, therefore, no 
infringement, and would be no infringement even if be 
did not purchase the blanks that he uses from the appel- 
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toat amdabd not have the implied ticense created by satd 


purchase 


IV. 


No reason is presented why a preliminary injunction 
should be granted in this cause, even if there was no ac- 
tual license and no implied license. Because the act com- 
plained of is no injury to the appellant and its licensees, 
still less an irreparable injury. 


V. 


It does not appear that the other defendants beside Leon 
F’, Douglass, have participated in the act complained of— 
the making of duplicate sound records—excepting Silas 
F. Leachman, who is a mere servant or employe of Doug- 
lass, and hence the other defendants should not have been 
joined with Douglass. 


VI. 


The inequitable conduct of appellant in bringing a mul- 
titude of suits against Douglass, joining a number of peo- 
ple with him as co-defendants, procuring ex parte re- 
straining orders against him and them, and advertising 
this fact to the public before any hearing was had, is a 
gross abuse of the process of the court, and of stich nature 
that the appellant is entitled to no consideration whatever 
upon such a motion as this. 


VII. 


No showing has been made that the patent in suit has 
been so sustained that this court should grant a prelimi- 
nary injunction, 
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ARGUMENT, 


THE OPEN, UNRESTRICTED SALE UPON THE MARKET, OF 
THE TABLET OR SOUND RECORD BLANK BY TITE PAT- 
ENTEE, AND WHICIT CAN BE USED FOR NO OTITER PUR- 
POSE, EXCEPT TO WRITE SOUND RECORDS UPON IT, CRE- 
ATES AN IMPLIED LICENSE TO THE PURCITASER TO USE 
IT FOR THIS PURPOSE, NOTWITIISTANDING THE PAT- 
ENTEE MAY HAVE A CLAIM ON SUCH BLANK WHEN 
INDENTED OR ENGRAVED WITIL THE SOUND RECORD, 
AND IT IS IMMATERIAL HOW OR BY WHAT MEANS THE 
BLANK IS CONSUMED, THAT IS TO SAY, HAS THE SOUND 
RECORD WRITTEN UPON IT, PROVIDED THE MEANS EM- 
PLOYED DOES NOT ITSELF INFRINGE UPON THE PATENT, 
FOR THIS REASON TILE ACTS COMPLAINED OF HERE CON- 
STITUTE NO INVASION OF THE APPELLANT'S MONOPOLY 
OR INFRINGEMENT OF ITS PATENT. : 


It is not, in fact, any invasion of the appellant's alleged 
monopoly as defined by the claims 7, 8, 10, 17 and 18 of 
letters patent 341,214 in suit, for the defendant Douglass 
to mark, indent, impress, cut, engrave, or otherwise fash- 
ion a sound record, or a copy of a sound record upon a 
blank sold to him by the appellant, and which was ex- 
pressly designed and intended, shaped and proportioned, 
and in every way constructed to be used for the identical 
purpose, and no other, of having such a sound record 
fashioned upon it, and which could be used for,no other 
purpose whatever. 


The fact that the appellant and its licensees sell these 
blanks for money, raises the conclusive presumption, they 
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fetes |} that sound reeards shall be fashioned upon them, 
Lae ise thes are oly terttsdy capable of no other use whiat- 
ever than this. 

Nor is it material to this proposition in what manner or 
by what means the sound record is marked upon said 
blank or tablet. Because it was intended that the blank 
should be consumed by the purchaser, or by his customer 
by having a sound record marked upon it, and when a 
sound record is marked upon it the blank is consumed, 
whatever the means employed for doing the marking. 
When the blank is marked with the record it is consumed, 
just as much whether the marking be done by the use of 
sound waves in one of appellant's machines, or whether 
the marking be done in a pattern lathe. 


It should be remembered that there 1s no difference 
whatever between the blank sold by the appellant and the 
sound record complete, in shape, size or appearance, in 
constitution or material, excepting only that the completed 
article contains upon its surface the indentations capable 
of reproducing sound when placed in one of the appel- 
lant’s machines which itis expressly fashioned to fit. That 
is to say, the marking of the sound record indentations is 
an intermediate operation necessary to be performed upon 
the blank or instrumentality before the latter can be em- 
ployed in the appellant’s machine for the purpose of pro- 
ducing the counterfeit presentment of the human voice 
cr other sound. The blank originates in the factory of 
the appellant or its licensee, is sold to the public, and 
finally, after being marked with a sound record, by what- 
soever means, 1s in the end and at last used only in one of 
the appellant’s machines, sold by it, or by its duly author- 
ized agents, to the public. 


It is not the intention of the patent law that the public 
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shall be placed under tribute twice to a patentee. And 
when the appellant chose to make a profit by the unre- 
stricted sale of the blank, fashioned to fit its machine, and 
ready to receive the sound record indentations, such sale 
and profit or tribute levied ends the monopoly so far as 
the particular blank sold is concerned. 


Mitchell v. Hawley, 15 Wall., 544. 
Adams Vv. Burke, 17 Wall., 453. 

Morgan Co, v. Albany Co., 152 U. S., 425. 
Hobbie v, Jenison, 149 U. S., 355. 

Keeler v. Standard Co., 157 U.5S., 244. 
Downton v. Yeager Co., 9 Fed. Rep., 402. 


And this view of the matter works no hardship what- 
ever upon the appellant, in any aspect. Because if the ap- 
pellant has any real reason to object to have an interme- 
diary put the record upon the blank, which is finally to be 
used in its own machine any way, it is perfectly easy to 
put a stop to this practice, either by refusing to sell the 
blanks any longer to Mr. Douglass, or by placing such re- 
strictions upon the sale as would prevent him from the in- 
termediate act complained of. And it does not lessen the 
weight of this proposition that the licensee of appellant, 
the National Phonograph Company, who exercises the 
right to make and sell these blanks to Mr. Douglass, and 
others, chooses to sell the same without restriction; be- 
cause the appellant should control its licensee, the Na- 
tional Phonograph Company in this respect. Or, if it has 
parted with the right to control said licensee in this re- 
gard, then the appellant cannot complain if Mr. Douglass 
continues to use the blanks said licensee sells to him, ° 


4] 


It might be a different proposition if Mr. Douglass were 
engaged in the manufacture of machines like the patented 
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gots ef the appellant and infangements upon them, 
arab was seUinge the duplicate records tor use on these ma- 


chines that infringed. In that ease, however, the appel- 


lant’s remedy would be to sue him for the infringement 
committed by the manufacture and sale of the machine; 
or if there be claims upon the combination of the machine 
and the record or tablet, to sue him for the infringement 
of these claims. Or, again, it might be different if the ap- 
pellant had a patent on the process of marking the sound 
record on the blank, which Mr. Douglass infringed upon; 
in that case the remedy would be to sue Mr. Douglass for 
infringing by the act of making. But concededly Mr. 
Douglass does not infringe upon any of the claims on the 
inechanism contained in the patent in suit; nor upon the 
combination of the mechanism with the blank or tablet or 
sound record; nor upon any process or method of marking 
sound records upon a tablet. All that he is charged with 
dcing is the marking the sound record as an intermediary 
step upon the blank made and sold for that purpose by 
the appellant, and the sale of it again to the owners of ma- 
chines purchased of appellant, the charge being against 
the completed article only. 


We respectfully submit that it should be unnecessary for 
us to go further in this argument; that to hold Douglass 
under the circumstances an infringer of the patent in suit 
would be stretching the doctrine of the patentee’s control 
of his monopoly to an utterly unjustifiable extent. The 
patent contains no description, either of the art of dupli- 
cating or of a duplicate record, nor any claim upon either, 
and to enjoin Douglass under it would be in effect con- 
struing it as covering the duplicating attachment because 


every other instrumentality used by him is licensed under 
the patent. 
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THIS IMPLIED LICENSE, GROWING OU'T OF THE PURCHASE 
OF THE BLANKS FROM TIIF APPELLANT OR ITS DULY 
AUTHORIZED AGENT OR LICENSER, THE NATIONAL 
PHONOGRAPIT COMPANY, IS) RENDERED AHSOLUTELY 
CONCLUSIVE WHEN SAID AGENT INFORMS THE PUR- 
C ASER THAT “THE NATIONAL PHONOGRAPIT COMPANY 
“IS GLAD TO HAVE AS MANY SOLD AND USED AS POS- 
“ SIBLE, AND THAT SAID COMPANY IS ENTIRELY INDIF- 
“ FERENT AS TO THE MANNER OF TIIEIR USE, WHETHER 
“FOR MAKING ORIGINAL SOUND RECORDS OR DUPLI- 
“ CATES, — 


The presumption of an implied license to Mr. Douglass 
to use the blanks purchased by him in the manner he uses 
them, growing out of the unrestricted sale of said blanks 
to him by the appellant, or its licensee, the National Pho- 
nograph Company, is especially strengthened in this case 
by the proof relating to the action of the National Phono- 
graph Company, as follows: 


“As I stated before, the sound record blanks which 
I have used in making my duplicate sound records, I 
have in every instance purchased from the complain- 
ant, or its regular licensed manufacturers, directly 
or indirectly. For a year or two I have purchased 
many of my blanks directly or indirectly from the 
National Phonograph Company, which company is 
licensed by the complainant to manufacture and sell 
these blanks under the patent sued upon, and other 
patents owned by the complainant. And the National 
Phonograph Company sells blanks to me and to 
others absolutely without any restriction as to how 
they shall be used. If any restriction upon the use of 
these blanks was intended it would be easy to put a 
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falelats the package eren the hhank, or ws W rapper, 

preggo rote te the purchaser off such restriction, 

Iiuat there is net, nor has there ever been such a label, 
notice or notification ofany kind upon or about the 
blanks or their packages or wrappers, Moreover, | 
have been assured by Mr. Gilmore, the manager of 
the National Phonograph Company, that no restric- 
tion is intended to be placed upon the use of these 
record blanks; on the contrary, that the National 
Phonograph Company is glad to have as many sold 
and used as possible, and that said company is en- 
tirely indifferent as to the manner of their use, 
whether for making original sound records or du- 
plicates. The National Phonograph Company has 
been, to my knowledge, so engaged in manufacturing 
and selling these sound record blanks for a number of 
years. And the complainant itself also sells similar 
sound record blanks without any notice or restric- 
tion as to their method of use, and has been doing so 
for a number of years. It has sold these blanks to me 
with the full knowledge and understanding that I 
intended to use them in making duplicate sound rec- 
ords. And the National Phonograph Company has 
sold me thousands of these sound record blanks, 
knowing that I was engaged in making duplicate 
sound records, and knowing that I bought the blanks 
for that purpose. And, during the past week, the 
manager of the National Phonograph Company, Mr. 
Gilmore, has offered to sell me, and stated that he 
wottld continue to sell me as many of these sound rec- 
ord blanks as I might need for the purpose of cutting 
or writing duplicate sound records on them, and 
that they were sold without any restriction, and that 
he and his company had no objection whatever to my 
using them for making duplicates.” (Affidavit of 
Leon F. Douglass, Rec., 90, 91.) 


It will be seen from the foregoing that Mr, Gilmore, 
the manager of the National Phonograph Company, has 
assured Mr. Douglass that he might use the blanks pur- 
chased of his company for making duplicate sound-rec- 
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ords, which is precisely the thing which the appellant now 
asks the court to enjoin Mr. Douglass from doing. And 
it therefore appears that the appellant is asking this court 
to enjoin Mr. Douglass from doing the very thing with 
the blanks which the authorized licensee of appellant as- 
sured Mr. Douglass that licensee would be glad to have 
him do with the blanks, and which he might do with 
them. This proceeding, therefore, is utterly without 
any foundation in equity or right. | 
Moreover, the bringing of this suit against Mr. Doug- 
lass under the circumstances, would appear to be a viola- 
tion by the appellant of the agreement of license between 
the appellant and its licensee, the National Phonograph 
Company, where Mr, Douglass purchases his supplies, A 
copy of this agreement is set forth in the affidavit of How- 
ard W. Hayes, pages 112, 113 and 114 of the Record. 


This instrument grants to the National Phonograph ° 


Company the right, under the Bell & Taintor patent, 341,- 
214, in suit, to sell not only the talking machines, but also 
the supplies. And the blanks sold by the licensee com- 
pany to Mr. Douglass, come under the designation of 
“supplies.” 

The instrument further proceeds to set forth: 

“It is further agreed that neither interest will bring 
suit against such types of apparatus or supplies as 
has been put out commercially by the other interest 
before the date of this contract, whether put out by 


either interest before or after this contract.” (Affi- 
davit of Howard W. Hayes, Rec., 113.) 


And it thus appears that this suit against Douglass is 
not only unjustifiable as being an unwarranted interfer- 
ence with the rights of the purchaser of the blanks, but 
is also in addition an act of bad faith of the appellant 
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eowantor eeurtner and heensee, the National Phone- 
grap) Company, and a vielation of its agreement with L 
i that company, by secking to interfere with the sales of i 
| its licensee by hampering and restricting: its customers t 
in the use of the goods sold. |! | 
But this, it may be remarked, seems to be of a piece 
with all the rest of the conduct of this appellant, who 
secks equity. ! 


III. 


THE DEFENDANT, DOUGLASS, HAS AN ACTUAL LICENSE 
FROM THE APPELLANT WITHOUT RESTRICTION TO 
MAKE DUPLICATE SOUND-RECORDS. AND HIS ACTION 
COMPLAINED OF IS, THEREFORE, NO INFRINGEMENT, 
AND WOULD RE NO INFRINGEMENT, EVEN IF HE DID NOT 
PURCHASE THE BLANKS THAT HE USES FROM THE AP- 
PELLANT, AND DID NOT HAVE THE IMPLIED LICENSE 
CREATED BY SAID PURCHASE. 


The proofs show that defendant Douglass has an actu- 
al permit or license froin the appellant to make duplicate 


Seg ee ee ee eee SS Se 
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sound-records without any restriction whatever, and to 

sell the same, for the granting of which license the appel- \ 
lant has already received a consideration exceeding, at * 3 
the lowest estimate, a half million of dollars. And when ! 4 





we remember that in addition to this it was concededly 
Mr. Douglass who discovered the practical wav to make 
duplicate records, and who imparted this knowledge to 
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the appellant corporation, which has so largely benefited ve : 
thereby, it seems surprising that even a corporation, or 2" f 
artificial body, organized solely for gain, could be found an 
to assume the attitude that the appellant has taken in this ed 
cause, impelled by a greed, which, to the ordinary man, ety 
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seemns appalling, and with a disregard of the usually ob- 
served proprieties, such as seems shocking. But it is over 
true that the necessary instrument of modern civilization 
known as a corporation for gain, ts, too offen, nothing 
but an organized appetite. 


We learn that this suit against Mr, Douglass is only 
one of a series of four suits brought by this same cor- 
poration against him in the Circuit Court, And when 
these four bills of complaint are all taken together, cou- 
pled with Mr. Douglass’ explanation of certain facts, it 
will be clear that the prime cause of this tremendous at- 
tack and massing of battalions against a young man with- 
out means, was not any injury growing out of the manu- 
facture of duplicate sound-records by Mr. Douglass; nor 
even a desire to harass and injure its licensee and rival 
in trade, the National Phonograph Company of Mr. Edi- 
son; but a still more vital thing to wit: the desire to ob- 
tain possession of two inventions which Mr, Douglass 
has made, and which are of the utmost value and import- 
ance in the talking machine business. Without this ul- 
terior and dominating motive, it is hard to believe that 
appellant could have been induced at all to bring this suit 
against an openly acknowledged licensee for doing that 
which he was licensed to do. But in order to accomplish 
this purpose it was necessary to crush Mr, Douglass finan- 
cially at the outset, and hence an attack the like of which 
has not often been seen in this court. 

On a motion for preliminary injunction it will, under 
the law, be sufficient to defeat the injunction if the de- 
fendant asserts that he is licensed and creates a reason- 
able belief in the mind of the court that this may be true. 
The reason of this is because the complainant on such a 


Motion is required to establish certain things beyond a 
reasonable doubt, 
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The rie in this respect is well stated by Mr. Justice 
SS Tans ie 
*\ preliminary injunction is always an extraordi- 
nary exercise of judicial powers. Its purpose is to 
preserve the existing state of things until the rights 
of the parties can be fairly investigated. It 1s not to 
be used for any other purpose. It looks forward to 
a trial, and when it 1s of no importance to preserve 
things as they are, when the injunction is asked for, 
it will not be granted. It ought never to be issued 
unless the right of a patentee is an established-or an 
admitted one, aud wnless the invasion of the right ts 
proved beyond reasonable doubt.” 


Aim. Nicholson Pavement Co. v. City of Eltza- 
beth, 4 Fisher, 189. (The italics are ours. ) 


“A license is a good defense to a motion for a pre- 
liminary injunction; and where the affidavits leave 
the existence of a valid license in doubt, a preliminary 
injunction will be refused.” 

Walker on Patents, Sec. 682, 
Beane v. Orr, 2 Ban, & Ard., 176; 2 Fed. Cas., 
p. 1163. 


The learned counsel for appellant, at pages 13 and 14 
of his brief, seems to take the view that because the burden 
of asserting the license is upon defendant, and the burden 
of proving the same upon him, that therefore defendant 
must prove the license by affidavits beyond doubt. But 
this proposition is evidently absurd, for many reasons. 
Defendant would not be required to prove his license be- 
yond a doubt at the final hearing; a preponderance of evi- 
dence would be sufficient. Still less would he be required 
to prove it beyond doubt at a preliminary injunction mo- 
tion. How can anything, indeed, be proved beyond doubt 
by mere cr parte affidavits? And the learned judge be- 
low who denied the injunction was, of course. right in 
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holding that if this question was even in doubt the in- 
junction should be denied. 


Consider a moment. The issue between the parties is 
a license asserted by the defendant and denied by the com- 
plainant. Proof is adduced tending to show the exist- 
ence of the license and corroborating the assertion of de- 
fendant, but being in the form of affidavits this proof is, 
of course, not conclusive, and possibly leaves a doubt in 
the mind of the court. Under such circumstances has the 
complainant made out such a case as to entitle it to an in- 
junction at the beginning of the suit and before the proof 
can be taken in the regular way by depositions of wit- 
nesses cross-examined by the opposite party? We sub- 
mit that there can be a little doubt, at any rate, as to how 
the court will answer this question. 


But while we advance the foregoing legal proposition 
as to the rule which should guide the court in an examina- 
tion of the imperfect proofs necessarily accompanying 
every motion for a preliminary injunction, we by’ no 
means admit that the question of Douglass’ license is left 
in doubt by the proofs in this case. That is to say, if the 
affidavits filed are to be taken as true there can be no doubt 
of the fact that Douglass has the license in question, and 
moreover that it is wholly without restriction of any kirtd 
whatever. 


The license arrangement under which Mr, Douglass 
now claims to be operating, dates back to January, 1895. 
Previous to this, however, he had also been licensed, but 
under a different arangement. 

Prior to January, 1895, and ever since March, 1892, the 
two corporations which seem to be controlled by Mr. 
Easton, namely: the American Graphophone Company, 
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ott eegeagent, the Cluinhra Phomgraph Company, 
tot teen under conttact to Mr Deaydass te pay tum 2 
cents apiece foreach duplicate sound record made or seld 

hy ether of them. These two contracts (they are called 

letters by Mr. Douglass) are dated respectively March 

r@ and March 17, 1892. They were both written by Mr. 

aston (probably in his capacity of counsel for the appel- 
lant) and were both signed on the same day by Mr. Doug- 
lass, on the one part; one of them signed by Mr. Easton, 
on the other part, and the other by the American Grapho- 
phone Company, by James G, Payne, president, and E. 
D. Easton, director of agencies. Copies of these two let- 
ters or agreements will be found at pages 92, 93 and 94, of 
the record. 

The consideration given for these two contracts on the 
part of Douglass was his disclosure to Mr. Easton’s two 
companies, or to Mr. Easton and the American Grapho- 
phone Company, of the secret method of making duplicate 
records, possessed by Douglass. And this it will be ad- 
mitted, or at least it cannot be denied, is a good and valid 
consideration. 


The consideration for the license to Douglass granted 
January, 1895, by the appellant, is the waiver by Doug- 
lass of this 2 cent royalty on each duplicate record, to the 
appellant and Mr. Easton’s other company, That this 
waiver is a valuable consideration, is sufficiently apparent 
from the following: 


“At this time, if these companies and Mr. Easton 
should pay me 2 cents for each duplicate sound record 
which they have made by means of the method I have 
disclosed to them, the amount would exceed at the 
lowest estimate a half-million dollars.” (Affidavit 
of Douglass, Rec., 85.) 
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The following is Mr. Douglass’ account of the license 
arrangement : 


“He [Easton] stated that they thought of going 
nore extensively into the business of making dupli- 
cate sound records, and asked me to waive the royalty 
of 2 cents per record, and stated that if | would waive 
this royalty to his companies they would give me a 
permanent permit or license without any conditions 
as to the purchase of master records from them to 
manufacture and sell as many duplicates as | saw fit. 
I thought this was a better arrangement in some re- 
spects than the one we were working under then, and 
therefore consented. Thereupon Mr. Easton wrote 
me a letter dated January 3, 1895, which he said 
would evidence the modification of the contract be- 
tween his companies and myself, and that its effect 
was to give me the unrestricted right to make and sell 
duplicate sound records.” (Affidavit of Douglass, 
Rec., 84. ) 


The letter referred to in the foregoing is found on page 
95 of the record, and is on a letter-head of the Columbia 
Phonograph Company: “Under authority of the North 
American Phonograph Company and the American 
Graphophone Company.” It is signed by E. D. Easton. 
It states : 

“You are hereby licensed under the patent already 
issued and are authorized to use the process covered 
by the pending application, in such way, personally, 
as you please, the consideration to me being a waiver 
of the royalty of 2 cents per cylinder, specified in 
vour contract with me of March 16, 1892.” 
(Rec., 95.) 


Mr. Douglass states that it is the process of the ‘‘pend- 
ing’ application referred to in this letter which he is now 
using to make duplicate sound records, and which he has 
been using for that purpose. So that the license covers 
precisely what is here complained of, viz: the manufacture 
cf duplicate sound records. | 
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said fetter as “pending.” Itas the machine described 
in this application which Tam using and have used to 
make the duplicate sound records complained of in 
this suit.’ (Affidavit of Leon F, Douglass, Rec., 
92.) 


A copy of the pending application referred to will be 
found at page 98, ef seq. And that it refers to the ap- 
paratus and inethod in question, will be briefly made ap- 


of said pending application : 


“According to the present invention the reproduc- 
ing and record styles are directly connected by me- 
chanical means, being so mounted and supported that 
the letter follows or copies the movements of the for- 
mer, and the invention consists broadly in the com- 
bination of the two styles with supporting devices 
and connections whereby the result above stated is 
accomplished.” (Rec., 98. ) 


And that this is also the method and apparatus em- 


’ ployed by the appellant and its other licensees is apparent 
from the following: 


“Your duplicating process has been successfully 
applied to the graphoplione, and this company has 
contracted with you for the right to its use hereafter 
on payment of a royalty.” (Letter of American 
Graphophone Company by E. D. Easton to Mr. 
Douglass, Rec., 96.) 

“All practical duplicating machines are constructed 
on the same general plan, and operate on the same 
principle. They comprise, etc.” (Affidavit of E. 
D. Easton, Rec., 19, 20.) 
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It would seem, referring to the two agreements of 
March 16th, and 17th, 1892, that royalties were paid to 


parent from the following quotation from the specification 
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Mr. Douglass under both of these agreements, by both of 
Mr. Easton’s companies, viz.: One thousand dollars was 
paid by the American Graphophone Company in the man- 
ner mentioned in the agreement of March 17th, by deliv- 
ery to Mr, Douglass of certain slot machines. And un- 
der the other agreement, dated March 16, about $16.00 in 
cash was paid by a check of the Columbia Phonograph 
Company to Mr. Douglass. (Rec,, 82-83.) Since Jan- 
uary, 1895, when the unrestricted license was given to 
Mr. Douglass, as above detailed, there has been no pay- 
ment to him on royalty account: 

‘Since the modification in the contract, dated Jan- 
uary 3, 1895, neither Mr. Easton nor the Columbia 
Phonograph Company, nor the American Grapho- 
phone Company, have ever paid me for or rendered 
me any account of the number of duplicate records 
made by either of them; nor have I demanded of 
them any accounting, nor asked for any payment on 


account of the two cents royalty for duplicate rec- 
ords.” (Affidavit of Douglass, Rec., 85.) 


The royalties, as we have seen, would now amount to 
over half a million dollars, and the business of manufac- 
turing duplicate records has become a very important one 
to the appellant and its selling agent, the Columbia 
Phonograph Company, and incidentally to Mr. Easton, 
the leading spirit in these two companies. 


In April, 1897, Mr. Easton, who had then become the 
president of the appellant, the American Graphophone 
Company, admitted, in the presence of others, the exist- 
ence of the license from the appellant to Douglass: 


“IT was present with Leon F. Douglass and E.:D. 
Kaston in April, 1897, when the Chicago Talking 
Machine Company agreed to wind up its affairs, and 
I know of my own knowledge that at this time the 
American Graphophone Company, by E. D, Easton, 
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é coords.” CAtidavit of Charles Dickinson, Ree., ; , 
1M 107.) i 


Mr. Dickinson is a gentleman of the highest standing, 
a member of the Albert Dickinson Seed Company, and a 
brother of Albert Dickinson. He is well known in Chi- : 
cago to thousands of people, as a business man of tlie ut- | 
most probity and of high intelligence. It is not at all 
likely that he could be mistaken as to what he states so \ 
positively and unequivocally. 
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Moreover, Mr. Dickinson adds to this statement the 
following: 

‘And afterwards ] was present and heard the 
American Graphophone Company, by Mr, E. D. 
Easton, its president, agree to buy of Leon F, Doug- 
lass five (5) duplicating machines which Mr. Doug- 
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lass then had, and some of which he had been using i F 
for years in making duplicate records for sale under i 
his license, as Mr. Easton at this time well knew. I eo ‘ 
know of my own knowledge that at the time Mr. a =f 
Douglass agreed to sell these five duplicating ma- hee inte « 
chines for Sicoida to The American Graphophone e 


Company, he did not agree to sell or surrender his 
license to make and sell duplicate sound records. On 
the contrary, | remember distinctly that Mr. Easton 
presented to Mr, Leon F. Douglass a paper for Mr. 
Douglass to sign, stating or acknowledging that Mr. 
Douglass’ license from the American Graphophone 
Company to make and sell duplicate sound records 
had expired. And I know that Mr. Douglass refused 
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: to sign this paper.” (Affidavit of Charles Dickin- mal 
7 son, Rec., 107.) # 
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records had dawned upon Mr. Faston, nothing was more 
natural than that he should desire, if possible, to recall 
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some manner the Douglass free license, and get him out 
of business. This explains why he employed Douglass 
first under the Columbia Phonograph Company and then 
under the American Graphophone Company for a period 
of about a year; and explains, also, why he should buy 
for the American Graphophone Company of Mr. Doug- 
lass five of his duplicating machines, so that Douglass 
might be induced, temporarily, to quit the business, And 
nothing was more natural than that Mr. Faston, at this 
time of the purchase of the machines and the employment 
of Douglass on a salary, should request Mr. Douglass to 
renounce the license and sign a paper admitting its expi- 
ration. Douglass, it should be remembered, was a sort of 
protege of Easton’s, in whom a spirit of gratitude had 
been carefully inculeated. He was that sort of protege 
which a heifer calf is in the hands of a dairyman, culti- 
vated in youth for the milk it is expected to yield. And 
Douglass had already yielded considerable milk. It was 
now hoped by Easton that he would give down again, out 
of gratitude. But Douglass refused to give up his license, 
and that was the end of it. The alleged talk over the 
telephone by Easton during this same month of April, 
1897, and referred to in appellant’s brief on page 10, is 
only a part of this scheme, which failed, as we have seen. 

To this overwhelming array of facts and circumstances, 
proving a license from the appellant to Mr. Douglass to do 
the very thing which he is now sued for doing, what an- 
swer does the counsel for appellant make? The answer 
consists in a puerile assertion that the act of granting the 
license was not the act of the appellant, but the act of Mr. 
Easton individually!!! This is the defense of appellant to 
the license. This is what Mr. Easton says. This is what 
his counsel says, and practically all that is said. 


5 





oe ee 


Raymond R. Wile 
Research Library 


4! 


Atthe bearmy below it was also urged, if we remember 
right, that the license agreement of January 3, 1895 (Rec., 
g3), dees not specifically name by date and number the 
letters patent in suit, but is merely a license to Mr, Doug- 
lass to use his own inventions, which he could not use at 
all, it is now contended, without infringing upon the ap- 
pellant’s patent in suit, and which the appellant owned at 
that time. But this is so absurdly inequitable and shallow 
that counsel seems to have abandoned it, and now rests 
upon the ground that Easton is one person and the appel- 
lant is another person, and that although Easton did give 
to Douglass what amounts to a license, such as Douglass 
claims, still that Easton had no authority from the appel- 


lant to do this, and consequently the license cannot avail 


Mr, Douglass anything, because it was not signed by the 
American Graphophone Company. 


But the facts are not consistent with this shallow pre- 
ntense and afterthought, [If Douglass had no license from 
the American Graphophone Company, why should the 
President of the American Graphophone Company admit 
that Douglass had such a license from the American 
Graphophone Company as above shown? 


If the license was not from the American Graphophone 
Company why should the president of that company seek 
to have Douglass sign a paper in 1897 stating that the 
license was expired? 


If there was no license from the American Graphophone 
Company, why was not Mr. Douglass sued years ago for 
the alleged infringement? It will not do to say that the 
appellant was ignorant of his doing, for Mr. Easton’s own 


affidavit contradicts any such proposition, Nor will it do . 


to rely upon an innuendo and insinuation of counsel that 
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appellant was too busy fighting a test case on this patent 
to bother about infringers in general. Because the appel- 
lant's affidavit of Charles A. L. Massie (Ree., 21-23) 
shows that the appellant has been very diligent in bring- 
ing suit under its patents against a great many different 
infringers, all concerns not able to fight. And the affi- 
davit of Howard W. Hayes, on the part of the appellee, 
shows that the test suit brought against the Edison Pho- 
nograph Works, which was able to fight, by appellant, was 
settled by the appellant giving the defendant in that case a 
license. 


= 


If the American Graphophone Company, appellant, has 
granted no license to Mr, Douglass, in consideration of 
Douglass waiving the two-cent per cylinder royalty, why 
has not the American Graphophone Company rendered an 
account of accrued royalties to Douglass? These roy- 
alties would now amount to something in excess of half a_ 
million dollars, deducting the one thousand dollars already 
paid on that account. 
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And if Douglass did not get a license from the Ameri- 
can Graphophone Company, why has Douglass never de- 
manded of that company an accounting of these royalties, 
which he testifies amounts to the large sum of over half a } é 
million dollars ? 


If the American Graphophone Company did not grant 
the license to Douglass, why did not the latter in April, 
1897, sign the paper which he was requested to sign by the 
president of that company, at a time when Douglass was 
offered and accepted a large salary from that company,and 
at a time when Douglass sold all his machines to that ny 
Company? Surely, at such a time Douglass would not 
be disposed to quarrel with his employer, and would be 
disposed to grant any reasonable or indifferent request. 
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Pee Vooerion Graphophone Coampany did net grant 
the leeree te Donaliss, why should the attorney of that 
company ge te Douglass at the time when Douglass was 
in the employ of that interest with an affidavit for Doug- 
lass to sign and swear to which contained a statement that 
the American Graphophone Company had granted no 
license to anybody under the patent in’ suit, and why 
should the attorney erase this statement from the affidavit 
when Mr. Douglass reminded him that he was licensed 
by the American Graphophone Company? And what was 
this curious statement doing in the affidavit, anyway, espe- 
cially in view of Mr, Easton's affidavit, which states that 
a license had been granted to Bettini, and in view of the 
further fact that a license had been granted to the National 
Phonograph Company and the Edison Phonograph 
Works? This is a curious circumstance. 


If the American Graphophone Company did not license 
Mr. Douglass, and intend that he should manufacture du- 
plicate records, why is it that Mr. Easton, who is its presi- 
dent, Mr. Cromeline, who is a vice-president of that com- 
pany, and Mr. Lyle, who ts also a vice-president, and who 
have all been at Mr, Douglass’ house, or at his place of 
business, and who have all known that he was engaged in 
the business of making duplicate records, did not make 
any protest to Douglass for doing this thing? And why, 
on the other hand, have they personally encouraged him to 
proceed in it, and seemed glad that he was making money 
out of it? (Rec., 85.) 

The license letter of January 3, 1895, signed by Easton, 
refers in terms to the contract of March 16, 1892, signed 
by Easton and Douglass, and if one is the personal act of 
Faston the other must have been likewise. But if these 
two instruments are the personal act of Easton and not 
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the act of his companies, why did the Columbia Phono- 
graph Company pay royally to Douglass under the con- 
tract of March roth? 

“And within a month or two Mr, [aston’s other 
company, known as the Columbia Phonograph Com- 
pany, gave me a check for $16.00 on account of 
royalty.” (Rec., 82, 83.) 

These, and many other circumstances, confront the ap- 
pellant. They cannot be explained upon any other theory 
than that a license or permit was given to Mr, Douglass 
tc make duplicate sound records on the apparatus de- 
scribed in his pending application for a patent, and in re- 
turn for his waiver to the appellant of the 2 cents royalty 
which the appellant had agreed to pay. 


Exactly what object Mr. Easton had in drawing the 
two contracts of March 16 and 17, 1892, and the license 
letter of January 3, 1895, in the form which they present, 
can be inferred, but that object is immaterial. It should 
be remembered that Mr. Easton is a lawyer. The word- 
ing of the contracts and letter written by himself evi- 
dences this, and, moreover, in the list of officers of the 
American Graphophone Company, given on page 122 of 
the record, he is named as “counsel.” He was dealing 
with a boy twenty-three years old, ingenious, inventive, 
and determined, perhaps, but without any business experi- 
ence, and fresh from Nebraska. He seemed to have no 
difficulty in getting Mr. Douglass’ signature to any paper 
he wanted. He wrote the papers himself. The lawyer- 
like care with which a consideration is enumerated for 
each promise shows a well-defined plan of some sort in 


_ Mr. Easton’s mind existing at the time. It may be that 


in taking in his own name the assignment of Douglass, 
inchoate right to procure patents, and granting back the 
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togene ts Deatehass in ike manner while he wrote the con- 
tract with the peraapihy pela MIC Compreyy, May ts to bind that 
company tea continued payment of the royalties, he 
thoueht he could use this situation to his own advantage. 
It is very easy to see how that could be done. For the 
graphophone company is under obligations to pay to 
Douglass 2 cents per cylinder for every duplicate record 
it makes. Now, Mr. Easton could say to the American 
Graphophone Company, I have a release from Douglass 
so far as | am concerned, and I own his patents. There- 
fore, let me make the duplicate records, pay me one cent 
per cylinder, or give me some other compensation and you 
will have your duplicate records and save all the Doug- 
lass royalty, or part of it. It will not be necessary for you 
to make any records, and you can thus ignore Douglass. 
Or, possibly, on the other hand, in drawing the papers in 
this way Mr, Easton may have simply desired to mix the 
matter up a little with a -view to get something from 
Douglass and give him nothing in return; in other words, 


it may have been a simple, cheap and nasty effort to de- _ 


fraud Douglass on account of his inexperience. Or, on 
the other hand, again, Mr. Easton may have had full au- 
thority from his companies to act as he did act, for both 
of them; he drew all the papers and conducted the nego- 
tiations, In that case, all the papers become parts of the 
same transaction, the paper of March 16, 1892, was pos- 
sibly the first draft, followed immediately by the contract 
of March 17, 1892, which, in this supposition, was to 
avoid the necessity of a transfer by Easton to the Ameri- 
can Graphophone Company. And, in such supposition, 
of course the whole thing being a single transaction, the 
license from Easton to Douglass becomes a license from 
the American Graphophone Company. 
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At any rate, and in any case, no matter what Easton's 
motive may have been, Douglass accepted the license in 
good faith as being from the American Graphophone 
Company and from proper authority, and he, and all the 
parties concerned, including the American Graphophone 

- Company, have acted under it afterwards for years, and 
it is now too late to take a different view, and, certainly, 
too late to ask for a preliminary injunction against Doug- 
lass for such long continued acts under such a title. 

It is ingeniously contended in appellant’s brief, on 
pages 23, 24 and 25, and on page 8, that the concluding 
paragraph of the license letter of January 3, 1895, is proof 
that Douglass did not at this time waive the 2 cents royal- 
ty to the American Graphophone Company, and, in short, 
that said paragraph has direct relation to the contract of 
March 17, 1892. The paragraph referred to reads as fol- 
lows: 7 

“The above is not intended to, in any way, modify. 


or affect any agreement you may have with the 
American Graphophone Company.” (Rec., 95.) 


Counsel says of this: “If Douglass were an imbecile 
he could not suppose, as he pretends, that this paper was 
a modification of his contract with the American Grapho- 
phone Company, when in terms it states that it is not in- 
tended to, in any way, modify or affect any agreement he 
may have with the American Graphophone Company.” 
(Brief, 24.) 

The answer to this ingenious proposition is simply that 
this paragraph refers to a contract of a different character, 
and not to the contract of March 17, 1892. And this is 


clear from Mr. Easton's own affidavit, in which Easton 
says: 


“4 lO . ee ee ae 


_ “The last paragraph of Exhibit D indicates the ex- 
istence of an agreement between Douglass and the 
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American Graphophone Company. [ have not been 
able to find this paper, or any copy of it; but from 
recollection | can state that its general terms were the 
employment of Douglass by the American Grapho- 
phone Company for a limited time, and included the 
use of Douglass’ then secret process for the benefit of 
the American Graphophone Company. I understand 
that the present claim of right made by Douglass is 
based upon the papers whereof copies are hereto an- 
nexed, to which the American Graphophone Com- 
pany was not a party, and which did not relate in any 
way to the patents owned by said company.” . (Rec., 
126. ) 


The character of Mr. Easton: 


Counsel for appellant, in his brief, is shocked at the sug- 
gestions of the learned judge below regarding Mr. Easton 
and his possible motives. Counsel asserts that Mr. Easton 
is “a man of the highest and purest character,” and ap- 
peals to appellees’ own witnesses in this regard, as fol- 
lows: “Notwithstanding the serious differences which 
now exist between the parties to this suit, and the bitter- 
ness naturally engendered thereby, there is not one word 
in the affidavit of Douglass reflecting upon the character 
or motives of the man who has been his consistent friend 
and benefactor.”’ 


The acts of Mr, Easton speak for themselves. 


Mr, Easton is the president of the appellant corpora- 
tion. He is responsible for the manner in which this liti- 
gation has been conducted. He caused four bills of com- 
plaint to be filed against Douglass. He, knowing all the 
time that Douglass was openly engaged, and had been for 
years in making duplicate sound records, caused such affi- 
davits as that of Cartier, True, Gibson, Moore and Hills 
to be prepared, self-evidently designed to create the im- 
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pression in the mind of the court that Mr. Douglass was 
surreptitiously and secretly engaged with a number of 
ether persons, in a back room, guarded by a chain, with 
no admittance on the door, and a skull and cross bones, in 
the dark, making “counterfeit” sound records; and repre- 
senting that unless the strong hand of the court was put 
upon Mr. Douglass, without any notice to him, he, Doug- 
lass, and his co-conspirators, might dodge away and carry 
off his machinery and hide it, and continue his “counter- 
feiting.” Mr. Easton is responsible for the application to 
the court by counsel, secretly and ec parte for the restrain- 
ing order and the seizure of Douglass’ machinery. And 
he 1s responsible for the abuse of this restraining order by 
a notification of Douglass’ customers, and the customers 
of the other defendants whereby the business of the de- 
fendants was stopped entirely in respect not only to the 
manufacture and sale by Douglass, but also the business of 


the other defendants in handling talking machines bought — 


of the appellant and its licensees, For this outrageous 
abuse of the process of the court, we are indebted to Mr. 
Easton. 


It is Mr, Easton who is responsible for filing four bills 
of complaint against Douglass with a view to hamper him 
in his fight in the Patent Office for a s patent on a valuable 
invention. 


It was to Mr, Easton some time ago that Douglass had 
explained this invention of the Concert Grand. And it 
was Mr. Easton who induced his tool, Macdonald, to file 
an application in the patent office to anticipate Douglass to 
cause an interference there. And it is Mr. Easton who, 
has caused this whole litigation ostensibly to enjoin Doug- 
lass from doing what they had permitted him to do for 
years, and really to crush him and defeat his claims as the 
inventor of the Concert Grand. 
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troy “te Pastom whe wrete the contracts of March, 
ree aint the tense of Jammary, 1895, and who admitted 
wn the presence of others that Douglass was licensed by 
the American Graphophone Company, and now seeks to 
deny it and to urge that Douglass was only licensed by 
himself, Easton, and got nothing by the license, while he, 
Easton, got everything Douglass had. This is the “bene- 
factor” of Mr, Douglass, the “man of the highest and 
purest character.” 


We do not wonder that counsel should squirm under 
such a state of facts. And we only have to say that, if Mr. 
Easton is not responsible for all of these things, it would 
be graceful for the person or persons who is or are respon- 
sible, to step manfully forward and take his or their share 
of the burden, | 


IV. 


NO REASON IS PRESENTED WHY A PRELIMINARY INJUNC- 
TION SHOULD BE GRANTED IN THIS CAUSE, EVEN IF 
THERE WAS NO ACTUAL LICENSE AND NO IMPLIED LI- 
CENSE, BECAUSE THE ACT COMPLAINED OF IS NO IN- 
JURY TO THE APPELLANT AND ITS LICENSEES, STILL 
LESS AN IRREPARABLE INJURY, 


It is a fundamental rule that the extraordinary relief of 
a preliminary injunction should not be granted unless the 
acts complained of are doing an irreparable injury to the 
complainant. This relief is intended to maintain the ex- 
isting state of things pending the litigation and until a full 
hearing is had. Preliminary injunctions are not granted 
to sustain a mere technical right, or a legal right in cases 
of damnum absque injuriam. In an application for a 
preliminary injunction it is incumbent, therefore, upon 
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the complainant to show not merely that there has been a 
technical invasion of his rights, but also further to show 
that this invasion 1s causing and inferentially will con- 
tine to cause damages which the ordinary judgment of 
the court could not compensate, 

In the present case there has been no attempt to show 
that the act complained of is doing any damage whatever 
of any kind to the appellant, or anybody else. 

We have already seen that the act sought to be enjoined 
is the purchase by Mr. Douglass of blanks from this appel- 
lant, or its licensee, which are intended to be marked with 
sound record indentations, and the marking such indenta- 
tions upon them. This cannot damage the appellant or its 
licensee, still less can it cause an irreparable damage. 


That the act complained of, so far from being a dam- 
age, is actually a benefit and a profit to the appellant and 
its licensee, is conclusively shown by the action of the Na- 
tional Phonograph Company, already above pointed out. 
This company, it will be remembered by a contract of 
mutual license, a copy of which has already been referred 
to, and which is to be found at page 112-114 of the record, 
has exactly the same right under the patent in suit as the 
appellant. If the appellant is damaged in respect to these 
riglits, it follows that the National Phonograph Company 
is in like manner, and to like extent, damaged. Yet we 
have already seen that the National Phonograph Company 
by its manager, Mr. Gilmore, has assured Mr. Douglass 
that that concern is willing he should use the blanks pur- 
chased of it in the manner he does use them, and is glad to 
have him so use them for making duplicate records! Under 
such circumstances how absurd it seems for the appellant 
to ask a preliminary injunction to restrain Mr. Douglass 
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pees reas” relating te the suppression of Douglass in 
his efforts to obtain a patent on the Concert Grand ma- 
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¥; 

IT DOES NOT APPEAR THAT THE OTHER DEFENDANTS BE- 
SIDES LFON F, DOUGLASS, HAVE PARTICIPATED IN THE 
ACT COMPLAINED OF—TILE MAKING OF DUPLICATE 
SOUND-RECORDS—FNCEPTING SILAS F. LEACHMAN, WHO 
IS A MERE SERVANT OR EMPLOYE OF DOUGLASS, AND 


HENCE THE OTHER DEFENDANTS SHOULD NOT HAVE 
BEEN JOINED WITH DOUGLASS, 


The other defendants, the Talking Machine Company 
and the Polyphone Company, have had their business 
very seriously injured by the advertisement and sending 
of circulars by the appellant after the granting of the 
temporary restraining order, and before the motion for 
preliminary injunction was heard. And we have no 
doubt that they were purposely joined with Mr, Douglass 
as co-defendants, to bring about precisely this injurious 
result. 

The proof adduced by way of affidavits, even on behalf 
of the complainant-appellant, did not show, or indicate 
any joint infringement committed by Mr, Douglass and 
these other defendants. Taking the fact as it is, and the 
statements at their worst, the most that can be said of 
either one of these two companies is that they bought 
some of the duplicate sound-records which Douglass had 
made, and sold these sound-records again to their custom- 
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ers. And even so much was proved, and is the fact, with 
reference to only one of these two companies, viz.: of the 
Talking Machine Company. As to Silas I’, Leachman, 
he is a mere employe of Mr. Douglass. And as to Henry 
B. Babson, he is only an officer of one of the corporations 
defendant. 

Now, if it be admitted, for the purpose of argument, 
that Douglass, by making and selling duplicate sound- 
records to the Talking Machine Company, did an act of 


infringement, still it does not follow that the sale by the - 


Talking Machine Company is the same act of infringe- 
ment. On the contrary, it is quite evident that such a 
sale by the Talking Machine Company is a new and dif- 
ferent act of infringement. Hence it follows that in no 
case could Douglass and the Talking Machine Company 
be joint infringers, or properly co-defendants in the same 
suit. If the appellant desired to sue the Talking Machine 
Company or the Polyphone Company, it should have filed 
separate bills against them, as even upon their own show- 
ing these improperly made co-defendants are not joint 
infringers, and unless joint infringers they could not be 
sued together. 
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‘ ' 
VI. | | 
THE INEQUITABLE CONDUCT OF APPELLANT IN BRINGING 4 | 
A MULITUDE OF SUITS AGAINST DOUGLASS, JOINING A i “ 
NUMBER OF PEOPLE WITH HIM AS CO-DEFENDANTS, Mat { 


C 


: wget 
_—" 4 oe , 
is sl i Sp he gcd 


PROCURING EX PARTE RESTRAINING ORDERS AGAINST 
HIM AND THEM, AND ADVERTISING THIS FACT TO THE 
PUBLIC REFORE ANY HEARING WAS HAD, IS A GROSS 
ABUSE OF THE PROCESS OF THE COURT, AND OF SUCH 
NATURE THAT TILE APPELLANT IS ENTITLED TO NO CON- 
SIDERATION WHATEVER UPON SUCH A MOTION AS THIS. 


a il 


When the American Graphophone Company of West 
Virginia and Washington, D. C., came humbly into this 
court, on the equity side thereof, and prayed for a sub- 
poena and that it might have equity, said company by that 
very act, and as a condition precedent, promised to do the 
right thing by the defendants and by the court. 


Let us see what it has done, 


After Mr. Douglass had explained to Mr. Easton, the 
president of appellant, a very valuable and revolutionary 
invention relating to talking machines called the Concert 
Grand, and which is so desirable an improvement that the 
makers are far behind their orders for it, though it sells 
for several times the price of an ordinary phonograph and 
costs but little more to make, said Easton procured a tool 
of his named Macdonald, to file in the Patent Office an 
application for a patent on this invention. Then he en- 
deavors to get Douglass to disclose the date when he 
5 made the invention, which could have no other purpose 

except to provide for the interference contest in the Pat- 
ent Office between Douglass’ application and that of said 
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Macdonald, the issue to be tried in which interference 
being which one of these two was the first inventor. Up 
to this time the relations between Mr. Douglass and Mr. 
Easton had heen perfectly friendly. Mr. Easton and the 
other officers of the American Graphophone Company 
knew perfectly well that Douglass was engaged in the 
business of making duplicate sound records; they had 
been in his place of business and had seen him making 
them, and they knew that he had been doing this for years, 
And they had encouraged him in it and had seemed glad 
that he was making money. But Mr. Douglass refused to 
state his dates of invention and reduction to practice of 
this valuable invention of the Concert Grand. Immedi-. 
ately all is changed, there are no longer friendly relations. 
The greedy corporation must and will have this inven- 
tion. Mr. Easton well knew that the Polyphone Com- 
pany was not infringing upon any of appellants’ patents ; 
that the Talking Machine Company was not infringing; 
that Leachman was not infringing; that Secter and Ott 
had no business relations with these defendants, nor with 
Douglass; and that Douglass claimed to have a license 
from the American Graphophone Company to make 
duplicate sound records. In spite of all this Easton was 
bold enough to swear to two bills of complaint, charging 
infringement broadly by all of these defendants of the 
letters patent in suit. And although it appears from his 
own affidavit as well as everything else in the case, that 
Easton himself knew precisely what Douglass was doing, 
and himself could have made affidavit thereto, he pro- 
cures a lot of detectives, who shadow the defendant, and 
who make long detailed affidavits seeking to make it ap- 
pear that the defendants were engaged in a secret con- 
spiracy to infringe upon appellant's patents. And to give 
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ferther odor to this Mr. Easton (page 128) pretends 
that he employed these detectives on the “ne cure no pay” 
plan; that they went into it as a speculation, With these 
two bills of complaint and these detective affidavits Mr. 
aston, by his counsel, went before the judge ex parte 
and without any notice to the defendants, and by repre- 
sertations which can be imagined, procured a temporary 
restraining order against all of the defendants in both 
suits, and also an order for the marshal to seize their 
property, so that the defendants might not spirit it away. 
This order of course only held good until a motion for a 
preliminary injunction might be heard. Mr. Easton, 
being a lawyer himself, well understood this, and also 
that it was incumbent upon his company and himself to 
do nothing which would injure the defendants until they 
could be heard by the court. But without waiting for 
this Mr. Easton, to crush Douglass, begins at once to 
write letters to the trade and send circulars, concerning 
this restraining order, Mr, Charles Dickinson testifies 


concerning the business of the defendant: 

“That this business is being very greatly inter- 
fered with and will soon be ruined by the restrain- 
ing order heretofore issued in this case if the same is 
not vacated; that already the complainants have 
written to our customers and have frightened them 
so that they are canceling orders for our goods.” 


( Rec., 59-60. ) 


On a motion to vacate this restraining order, some of 
these circulars were shown to the court. They did not 
get into the record in this particular cause, but their 
authenticity will not be denied and cannot be. And we 
quote from them: 


“Notice is hereby given that on May 24, 1899, in 
the United States Circuit Court for the Northern 
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District of Illinois, a restraining order was issued 
against Leon I’. Douglass, The Polyphone Com- 
pany, The Talking Machine Company, Henry B. 
Babson and others, prohibiting them from infring- 
ing our patents by duplicating and by the manu- 
facture of counterfeit phonographs and grapho- 
phones. 

The above order was granted on evidence shown 
that the parties named were not only manufactur- 
ing inferior duplicate records and selling them as 
genuine Columbias, but that they were exclusively 
manufacturing and marketing counterfeit phono- 
graphs and graphophones. 

We take this means of notifying all dealers selling 
infringing material, and others handling same that 
they are liable to us in damages, and that we propose 
to vigorously protect our patent rights. 

(Signed. ) CoLUMBIA PHONOGRAPH Co.,, 

— (Gen’l.) 


“To Our Dealers: We notified you Saturday of 
a restraining order issued May 24, 1899, in the United 
States Circuit Court for the Northern District of Mh- 
nois, against Leon I’, Douglass, the Polyphone Com- 
pany, The Talking Machine Company, Henry B. 
Babson and others, prohibiting them from infringing 
our patents by duplicating and by the manufacture of 
counterfeit phonographs and graphophones. 

It is extremely important that these parties and 
their connections, should be shut off entirely from 
opportunity to purchase our goods at a discount. We 
will not sell them directly under any consideration, 
and ask you to kindly scrutinize carefully all orders 
received with a view to preventing their supply from 
any source. 


For the interest of all legitimate dealers, and our | 


own protection, you are instructed not to sell etther 
directly or indirectly to any of the above named.. 
Hoping that we will have your cordial co-opera- 
tion in this matter, we are, 
Yours very truly, 
(Signed) CoLtuMBIA PuonocraPn Co. 
: (Gen'l.)" 
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"To Dealers. 

Dear Sins: We are glad to inform you that the 
United States Circuit Court for the Northern Dis- 
trict of Lilinois has issued a restraining order against 
Leon F. Douglass, the Polyphone Company, The 
Talking Machine Company, Henry B. Babson, and 
others, prohibiting them from infringing our patent 
by duplicating, and by the manufacture of counter- 
feit phonographs and graphoplrones. All parties who 
handle any of the infringing material are liable to us 
_indamages. — 

We would thank you for any information you may 
be able to give us to dealers who purchase goods from 
the Polyphone Company. 

Yours very truly, 
(Signed) CoLUMBIA PuonoGRaPH CoMPany,” 
“To Dealers. 

GENTLEMEN: L., F, Douglass, Henry B. Babson, 
The Talking Machine Company, and the Polyphone 
Company, of Chicago, and their connections, should 
be shut off entirely from opportunity to purchase our 
goods at a discount. 5 

Will you please scrutinize carefully all your orders 
to this end, and not sell directly or indirectly to any 
of the above named, and oblige 

Yours very truly, 
(Signed. ) CoLUMBIA PHONOGRAPH Co., 
(General. )” 


“Mr, Dunk, 


Care Montgomery Ward & Co., City. 

Dear Sirk: it is important that Mr. L. F, Doug- 
lass, Henry B. Babson, The Talking Machine Co. 
‘and the Polyphone Co. of Chicago, together with 
any of their connections, should be shut off entirely 
from opportunity to purchase our goods at a dis- 
count, 

Will you please scrutinize carefully all your orders 
to this end, being very particular not to sell either 
directly or indirectly, to any of the above named. 

This course is required in view of the late develop- 
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ments in connection with the style of business they 
are carrying on, and we request that you be prompt 
and watchful in this matter, and by so doing you 
will oblige. 
Yours very truly, 
(Signed. ) CoLUMBIA PHoNoGRAPH Co., 


(Gen'l.)” 


In addition to this abuse of the process of the court 
with a view to crush Mr. Douglass and hamper him finan- 
cially, so that he should not be able to defend his rights 
in the Patent Office, the appellant filed two additional 
bills against him personally, one for an infringement of 
the Bettini patent and the other bill for specific perform- 
ance of an alleged contract to assign to the complainant 
this very Concert Grand invention, which is the real end 
and aim of this entire litigation. It is needless to say that 
neither of the bills have any foundation in equity or right, 
as will appear in due course and proper place. 

In‘view of such conduct as this and such an abuse of 
the process of the court, we submit that the appellant has 
no standing to ask the extraordinary relief of a prelim- 
inary injunction, which has evidently been sought not to 
prevent irreparable injury, but simply for the purpose of 
harassing, embarrassing and crushing the defendant. 
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NO SHOWING HAS BEEN MADE THAT THE PATENT IN 
SUIT HAS BEEN SO SUSTAINED THAT THIS COURT 
SHOULD GRANT A PRELIMINARY INJUNCTION, 


This court is called upon to construe the complainant's 
patent and decide whether the duplicate sound records i me 
made by the defendant Douglas on licensed blanks in- 
fringe the claims of the patent sued upon. The general 
rule has been that after a patent has been construed and 
its validity determined, after a full hearing on the merits, 
a Circuit Court of another circuit will grant a prelim- 
inary injunction against other infringers, considering 
itself constrained to adopt the rulings of the other circuit, 
That rule does not, however, obtain in regard to the Cir- 
cuit Court of Appeals. The complainant’s counsel urges 
in his behalf that this court should put itself in the place 
of the Circuit Court and grant a preliminary injunction 
if an adjudication in regard to the patent is shown which 
the Circuit Court would have felt itself bound by, On 
page 38 of his brief, complainant’s counsel assumes that 
this court is bound by the decision of the very court from 
which this appeal is taken. The law, however, is well 
established to the contrary. On an application for a pre- 
liminary injunction, this court must not only require that 
the complainant show adjudications on final hearing es- 
tablishing the validity of the patent and construing the 
claims to cover the alleged infringing devices, but it also 
must be satisfied of the correctness of those adjudications. 
Those are the two necessary pre-requisites for a prelim- 
inary injunction. If there is any doubt as to the exist- 
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ence of either of them, this court should refuse the mo- 
tion. 


This rule of law has been repeatedly held in the Circuit 


Courts of Appeal, and has been affirmed by the United 
States Supreme Court. 


American Paper Pail Co. v. National Folding 
Box. Ca, 2 C. C..C., TOPE st Pe. 220: 

Curtis v. Overmann Wheel Co., 7 C. C, A,, 
493; 58 Fed., 784. 

Thomson-Houston Co, v. Hoosick Ry. Co., 27 
C. C. A., 419; 82 Fed., 461. 

Stover Mfg. Co. v. Mast, 89 Fed., 333. 

Smith v. Vulcan Iron Works, 165 U.S., 518. 


In the case of the American Paper Pail Co. v. The Na- 


tional Folding Box Co., the opinion of the court is as fol- 
lows: 


“The appeal calls upon this court to state its posi- 
tion as an appellate court in regard to motions of this 
character, and particularly with respect to the weight 
which is to be given to the previous adjudication, 
which is generally the foundation of a preliminary 
injunction. The Appellate Court is to examine the 
interlocutory decision of the Circuit Court in the 
light of the affidavits and of the history of the patent 
and the adjudications thereon which were repre- 
sented to that court. The adjudication upon which 
the motion for preliminary injunction was based not 
being the subject of the appeal, it is to have the same 
weight which it should have before the Circuit 
Court; but while the Circuit Court, upon a motion 
for an injunction, might deem itself constrained, 
contrary to its own judgment, to adopt the rulings of 
another circuit court upon questions of law made at: 
final hearing, this court is at liberty to re-examine 
such rulings, dispose of the questions of law con- 
formably to its own convictions, and accord to the 
former adjudications such weight as, in its own 
judgment, it was entitled to upon the motion.” 
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fn the Thomsen-Ehousten case, the Court of Appeals 
referred to the above quoted opinion, and reversed an 
order granting a preliminary injunction, on the ground 
that the patent was invalid, such invalidity appearing on 
the face of the papers which were before the court. This 
decision was rendered notwithstanding the fact that the 
patent had theretofore been declared valid in the Circuit 
Court against a similar defense. 


In the case of the Stover Mfg. Co. v. Mast, there 1s a 
very lucid explanation of this rule of law, and we cannot 
do better than to quote from that opinion: 


“The decision touching the practice on appeals 
from interlocutory orders, under the judiciary act 
of 1891, have not been in entire harmony; but in the 
recent case of Sitth v, Vulcan Iron Works, 165 U. 
S., 518, 17 Sup. Ct., 407, where the decisions touch- 
ing the subject are collected, the Supreme Court has 
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defined clearly the scope of the review which the act saree 

was intended to authorize. After declaring that the = 134 

appeal, which by section 7 of the act may be taken i | 

from an ‘interlocutory order or decree granting or Bint 
continuing such injunction,’ is an appeal ‘from the ye 
whole of such interlocutory order or decree, and not fay 2 
from that part of it only which grants or continues y.. gh 
an injunction, the Court proceeds to say that the . sd! Spey yee he 
manifest intention of the provision was ‘not only Be ee bei 
to permit the defendant to obtain immediate relief | 

from an injunction, the continuance of which e ms 


throughout the progress of the cause might seriously 
| affect his interest, but also to save both parties from 
: the expense of further litigation, should the Appel- 
late Court be of opinion that the plaintiff was not en- 
titled to an injunction, because his bill had no equity 
to support it. The comprehensive terms of this ex- 
| pression forbid the suggestion that tt does not apply 
) when the appeal is from an order made upon afi- 
davits, and not from a decree ordering both an in- 
junction and an accounting, entered as the result of — 
a hearing upon full proofs. If there is ground for a 
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distinction in that respect, tt ts in favor of the appeal 
from a preliminary order made upon ex parte and 
imperfect showings at the commencement of litiga- 
tion, rather than an appeal from an injunction per- 
petual in terms granted after a full hearing, which 
is called interlocutory only because there remains to 
be taken an accounting, upon which the evidence ad- 
duced cannot ordinarily affect the injunction. This 
being the scope of the appeal, the logical inference 
would seem to be that every application to a circuit 
court for an injunction or temporary restraining or- 
der should be considered on its merits, and that a 
ruling or opinion of another court upon any question 
involved should be given only just and reasonable 
weight according to the circumstances. The statute 
gives the right of appeal; the Supreme Court has de- 
termined that the review, so far as may be, shall ex- 
tend to the merits; and it is not consistent to say that 
the decision of an inferior court must be pronounced 
on one basis and reviewed on another.” 


In this case the Court of Appeals for the Seventh Cir- 
cuit, on a motion for a preliminary injunction, declared 
invalid a claim of a patent which the Court of Appeals for 
the Eighth Circuit had held valid on final hearing. 


These decisions, supporting and extending’, as they do, 
the uniform practice of this court in cases of this kind, 
are conclusive to the effect that this court may fully and 
freely investigate all the questions necessary properly to 
determine the points in issue so far as they may be de- 
termined from the papers that are before the court. This 
court, therefore, must decide the matter according to its 
own judgment, and must not be bound by prior decis- 
ions, except so far as they commend themselves to the 
judgment of this court; and especially this court must not 
confine its deliberations to determining whether the dis- 
cretion of the court below has been properly exercised, 
but it is its duty to administer such full relief as equity 
demands. 
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we wsiieos show thie eouet clearly that the plaratifl 
fotaan te thoef the requisites necessary for at te obtain 
a preliminary injunction against the defendants. 

There has never been an adjudication on the pots 
now raised in regard to whether the patent in question 
covers duplicates. If any adjudication already made can 
be so twisted as to appear to cover those points, we will 
show that such adjudication was wrong tn law. 


In this case we do not now dispute the validity of so 
much of the patent as covers a record cut on a waxlike 
tablet by the direct action of sound waves on the 
diaphragm which vibrates cutting style. That question 
is now in litigation in a case brought by this complainant 
in the New Jersey Circuit, and in the limited time allowed 
the defendants in this case to prepare their affidavits for 
the court below it was impossible to present that issue sat- 
isfactorily. What we do claim, however, is that Bell & 
Tainter’s patent No. 341214 does not cover duplicate 
sound records, and that if it does cover duplicates the sale 
by the complainant’s licensee of blank tablets without re- 
striction as to their use entitles the purchaser to put sound 
records on them in any manner which does not infringe 
other claims of the complainant’s patent. 

The adjudications already made on the patent in suit 
are as follows: 


In this Circuit Judge Grosscup, in the Amet case, 74 


Fed., 789, decided that claims 19, 22, 23 and 24, for the 


combination of a reproducer with the cut wax record de- 
scribed in the patent, were valid, it being admitted by the 
defendants that the cut wax record was novel and was 
invented by the patentees. 


In the Loring Leed’s case, 87 Fed., 873, the novelty of 





nat ee 


ee 


ce eee 


| 





Raymond R. Wile 
Research Library 





7 
| 
: 
| 
i 
iY 
_ | 
j 
| 
ay 


O4 


the cut wax record of the patent was sustained after a 
contest, and the same claims were sustained that were 
considered in the Amet case, In neither of these cases 
was there a suggestion that a cut sound record might be 
made by means other than those designated in the patent. 


The case against Walcutt, 87 Fed., 556, has more of a 
bearing on this case, and it is upon that decision that the 
complainant based its application to the court below for a 
preliminary injunction. In that case it appeared that 
Walcutt made duplicate sound records by the use of 
licensed phonographs to which additional mechanical at- 
tachments had been added. The decision of Judge 
WHEELER was that the sale of a phonograph did not au- 
thorize it to be used in a way foreign to its normal in- 
tended use, and that such foreign use would be restrained, 
provided, that such use was an infringement of the com- 
plainant’s patent. Jn that case it was admitted by the 
defendants that such use was in itself an infringement of 
the patent. That proposition we now deny, As it was 
admitted before Judge WHEELER, he did not pass upon it 
at all, and so the question here is res integra, The aff- 
davit of Howard W. Hayes (Rec., pp. 115, 116) makes 


this clear. His explanation of that case and the points . 


involved therein are in dispute. He says (p. 115): “The 
only defense interposed in the case was that the copies 
of the sound records made by the defendants were made 


‘by them by means of phonographs purchased from 


licensees of the complainants to which the defendants had 
added additional mechanical attachment.” 


The counsel for the defendants in that case, Mr. West, 
has deposed to the same effect. He says (p. 115): “The 
only question raised in the testimony or the briefs in the 
case was as to whether the use of phonographs to make a 
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es 
ey of acsound record was outuade of the normal use of 
[ the phonograph se that such tse was net covered by the 
leense rumpled by the sale of the mstruments.” And on 
p rid: “Tt was also taken for granted that patents Nas. 
ai4.2t4 and 314.288 covered cylinders capable of pro- 
ducing sound, whether made in the manner described in 
the patent or otherwise. 


Judge WHEFLER’s opinion on the final hearing in this 
case is not printed in the Federal Reporter, but in subse- 
quently instituted contempt proceedings he explained his 
former opinion. This opinion is printed in 86 Fed., 468. 
In it he says: 

“The claims of this patent that have been sus- 
tained cover sound records as manufactured. The 
defendants have phonographs acquired from the 
American Phonograph Company, which that com- 
pany had a right, acquired from owners of this pat- 
ent, to use for making such sound records, and this ‘ 
right came with the phonographs to the defendants. 
* * * There does not appear to be any differ- 
ence between the originals and duplicates when 
made. The former are understood to be made by the 
operation of sound waves of speech or music in the 
air upon the phonographs, which are made thereby 
to record them. The latter are understood to be 
copied by machines from the former, and not to be 
made by sound waves in the air. The latter cannot 
be made by using the phonographs which the defend- 
ants have a right to use alone. Other means are, 
and necessarily must be, employed in making them. 
The defendants are strictly limited to what their 
phonographs, so procured, are actually made to do; 
the use of those existing things only being what is 
free from the monopoly of the patent to the defend- 
ants. The right to make sound records by the use 
of certain phonographs does not include a right to 
make like sound records by other means, or by the 
use of the phonographs and other means, necessary 
to accomplish the making of them.” 





Raymond R. Wile 
Research Library 


ee ee ee 


66 


Tt is evident that Judge Wiereter had in mind only 
the question as to what rights the purchase of a phono- 
graph gave the vendee, and that the questions as to 
whether the patent covered records made otherwise than 
as indicated in the patent, and whether the unrestricted 
sale of blank tablets carried with it a license to put rec- 
ords on them, were not considered by him. 


The only other case relied upon by the complainants is 
American Graphophone Company v, Jones and the West- 
ern Phonograph Co. That was an application in this cir- 
cuit for a preliminary injunction to restrain the making of 
duplicate sound records. It was based on the patent in 
suit. Judge Grosscup granted the application on the au- 
thority of Judge WHEELER’s opinion in the Walcutt case. 
We quote from his decision: 


“T concur, both through comity and upon reason, 
with the conclusion of Judge Wheeler in the con- 
tempt proceedings of American Graphophone Co. v. 
Walcutt et al. The sound-records in that case were, 
in effect, counterfeited by means of intervening 
mechanism from the original records. The license 
implied in a sale can, by no implication, be made to 
include a license to counterfeit what otherwise would 
not be permissible.” 


It seems, therefore, that the only question decided in 
that case was that the purchase of a sound record from 
the complainant did not of itself license the purchaser to 
make and sell copies (called by Judge Grosscup “counter- 
feits’) of that record, it being admitted that the making 
of such copies was in itself an infringement of the com- 
plainant’s patent. No question was raised as to whether 
the patent covered duplicates, nor as to whether the, pur- 
chase of unrestricted licensed blanks gave the right to the 
purchaser to put copies of records on them. The ques- 
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tormeonentered, which was quite similar to the one before 
ludee Wheeler, was merely as to the riyghts acquired by 
sive purchase of licensed sound records. Notwithstand- 
ing the statement on page 38 of complainant's brief, to 
the contrary, it did not appear in that case that the dupli- 
cates complained of were made on blanks purchased from 
the complainant. 

We have no fault to find with either of these decisions, 
so long as they are limited to the questions actually pre- 
sented to and decided by the court. But we insist most 
strenuously that neither decision covers the issues raised 


in this case. 


The only other decision that the complainants refer to 
is that of Judge Dallas, in the Eastern District of Penn- 


_ sylvania. That suit also was brought to restrain the mak- 


ing of duplicates, and in that case, as in the others re- 
ferred to, the defendants admitted that eighteen dupli- 
cates on licensed blanks infringed the complainant’s pat- 
ent, In that case Judge DALLAs says: 

“The validity of the patent, and that the un- 
licensed making of such sound records would violate 
it, being conceded, there is no room for question that 
this sale of this machine constituted an infringe- 
ment.” 

The foregoing analysis of the decisions heretofore ren- 
dered proves clearly the first proposition which we pre- 
sented, viz. : that there has been no sufficient adjudication 
on which the court below could rightfully grant the com- 
plainant’s motion for a preliminary injunction. 

Now as to the merits of the complainant’s claim that 
making duplicate sound records on licensed blanks in- 
fringes their patent. } 

In order to make this question entirely clear to the 
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court, if will be necessary to refer to patents other than 
the one sued on. Bell & Tainter, under whom the com- 
plainant claims, took out at the same time three patents 
related to talking machine: No, 341,214 (the patent in 
suit), No. 341,287 and 341,288. These two latter pat- 
ents are referred to in the affidavits in this case. We 
therefore, in order to make the matter as clear as possible 
for the court, hand up copies of them with this brief. In 
this branch of the argument we wish to present and main- 
tain two propositions: 

1. The claims of patent No. 341,214 do not cover a 
sound record made in any way other than by means of a 
cutting style vibrated by the direct impact of sound 
waves. 


2. The unrestricted sale of the tablets described in 
patents Nos. 341,214 and 341,288 carries with it a license 
to the purchaser to put a record on that tablet in any way 
that does not infringe the other claims of those patents. 


I. 


To understand the patent suit, No. 341,214, we must 
always bear in mind the scope of the three patents. No. 
341,214 covers the principle of cutting in wax, the neces- 
sary mechanism, and the product of the machine. No. 
341,288 covers the wax tablet and certain improvements 
in the cutting mechanism. No. 341,287 covers the meth- 
od of duplicating by mechanical transfer. The word 
“mechanical” is used in this case and generally in 'the 
art, as distinguished from “acoustical,” to mean a record 
made by a copying lathe as distinguished from one made 
by vibrating a style by the direct action of sound waves. 
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roe clams of patent gateng. which the defendant 
Pecsotyasas said toanfringe, are Mes. 7.8, ra, 97 and 98, 
Of these 7 is the broadest, and it will be sufficient, as the 
complainant has done (complainant's brief, page 2), to 
consider that claim alone, as, if complainant cannot suc- 


ceed on that claim, it certainly cannot on the others. We 


do not, however, agree to the absolutely gratuitous as- 


sertion in the complainant’s brief that “there is no dis- 


pute that the sound records made by defendant Douglas 
embody the invention of the claims.” Not only is there 
a “dispute” as to that, but it is one of the vital points of 
the case. This attempt on the part of the complainant’s 
counsel to ignore the main question of the case when it 
happens to be a troublesome one 1s quite characteristic 
of the complainant’s learned and astute counsel. 


That claim, No. 7 (upon which the complainant must 
stand or fall), is hereinbefore quoted, but we quote it 
again for convenience, as follows: 


te 


A sound record consisting of a tablet or 
other solid body having its surface cut or engraved 
with narrow lines of irregular or varied form cor- 


responding to sotnd waves, substantially as de- 
scribed.” 


This claim is for a cut sound record made substantially 
as described in the specifications of the patent. The 
phrase “substantially as described” has a very pertinent 
bearing: on this case, Its unquestioned effect is to limit 
the claim to the mechanism described in the specifications. 

Campbell Printing Press v. Duplex Printing 
Press, 86 Fed., 315, 334. 

Brown vy, Davis, 116 U. S., 251. 

Sargent v. Burgess, 129 U. S., 19, 26. 


Pope Mfg. Co. v. Gormully, 144 U. S., 248, 
252. 
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In the first above quoted case, the opinion expresses 
very clearly and concisely the general rule. It says, page 
od i 

Both claims 5 and 10 are also carefully limited by 
the use in each of the phrases ‘substantially as de- 
scribed’ and ‘substantially as and for the purpose set 
forth.’ This restricted him to the mechanism de- 
scribed and marked by reference letters and shown 
in the drawings.” 


Now bearing in mind the limitations thus imposed by 
the inventors themselves on the claim in the patent, let 
us consider the specifications of the patent and construe 
the claim as the inventors themselves have construed it. 

The question is, What is the character of the sound 
record which the patentees have invented and “substan- 
tially described” in their patent? Quotations from the 
specifications of the patent sufficiently answer this ques- 
tion, and show conclusively that the patent was intended 
to cover only sound records made by a cutting style vi- 
brated by the direct action of sound waves. 


We quote from the patent, page I, line 15: 


“The invention consists, first, in the formation of 
the record or ‘phonogram,’ as it has been called, by 
means of a cutting-style which is vibrated by the 
sound-waves or sonorous vibrations to be recorded.” 


Page 2, line 55: 

“The invention consists, tenthly, in combining 
with a sound-recorder or recording-instrument of 
any suitable description, and specially with one hav- 
ing a cutting-style, a tube or hollow standard on 
which the recorder is mounted, and through which 
the sound-waves are conveyed to the same.” 


. 4 
Page 2, line 73: 
“The invention consists, eleventhly, in comtamnng 
with the recorder a mouth-piece so shaped as te tne 
clude the nose of the user.” 
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Page 2. line Wr: 
“Pipure pois a plan view of an apparatus con- 
structed in accordance with the invention, arranged ! 
for recording.” 


It is unnecessary to quote further. An examination of ) +4 
the drawings and specification by which claim 7 is limited ry 
shows clearly that the claim covers, and is intended to ia 
cover, only a sound record made by the direct action of 
the sound waves on a diaphragm which actuates a cut- 
ting’ style. 
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The accurate use of the English language by the pat- 
entees must be commended. All through the patent the 
cutting’ style that makes the record is referred to as a 
“vibratory” style. The word “vibratory” describes ac- 
curately the style of the patent, while the cutting style 
of the defendant’s duplicating machine is an “oscillating” 
style. The distinction between the two words, which is 
a distinction in substance as well as in sound, is well 


shown in the Century Dictionary. Under the head of 
“vibration” it says: 
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“When the reciprocating movement is compara- 
tively slow, as that of a pendulum, which is produced 
by the action of gravity on the whole mass of the 
body, the term oscillating is commonly used, while 
the term wbrating is generally confined to a motion 






with rapid reciprocations or revolutions, as that of an 
a sonorous body which proceeds from the attractions o 
(with perhaps some repulsions) of the molecules of see ei 
the body on each other when a disturbance takes 7 pe 
place in their state of equilibrium.” ae i 
. a * si : 7 . 
It is therefore evident that the cutting style of the pat- ip.) 
ent “vibrates” in the sense that that word is used in the : ie 


patent, while the cutting style of the Douglas duplicating 
machine does not vibrate, but oscillates. This is not a 
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play upon words, nor an attempt unfairly to minimize 
the patent. The language of the patent evidently was 
carefully considered and chosen by the patentees’ solici- 
tors, admittedly the most expert in this country, and the 
fact that they used the word “vibratory” to describe the 
cutting style shows conclusively that “oscillatory” was 
not intended. 


This patent did not intend to cover the mechanical 
copying by sound record. That is sought to be covered 
by patent 341,287, of the same date. This patent 341,287 
covers in its claims the machine used by the defendant, 
and if the defendant is an infringer at all, he is an in- 
fringer of that patent and not of the one in suit. We do 
not, however, admit the validity of that patent. If any 
suit on it shall be brought against the defendant Doug- 
las and questions concerning it raised in that suit, we 
shall answer them there. The complainant must find re- 
lief, if it is entitled to any, under that patent, and not 
under the patent in suit. 


There is another very strong reason why the above 
indicated construction should be given to the patent in 
suit. In construing a patent, the question as to what a 
patent is should be kept in mind. A patent is a contract 
between the government and the inventor, and is subject 
to the same rules of construction as any other contract. 
It is a grant to the inventor of certain rights, and the con- 
sideration of the grant is the work done by the inventor 
in making the invention. The.claims of the patent ate 
really grants. It is as if the patent started out with a 
recital of the specifications, and was followed by apt 
words of grant: “Now, therefore, in consideration there- 
of, the United States grant, etc.,” and then should follow 
the substance of the claims. The special rule, fur con- 
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Bs the cufes of the Patent Cite the same patent nay net 
include distinet and unconnected inventions, and- the 
fullest extent to which any inventor may go is to include 
in one patent a machine and a product in those cases in 
which the product is the necessary result of the operation 
of the machine, and the product cannot be produced ex- 
cept by the operation of the machine. The following de- 
cisions substantiate this proposition: 


Ex parte Wintherlich, 16 O. G., 404, 808. 


The rule there laid down is that a machine and _ its 
product can be joined only when they are so related that 
the former cannot operate without producing the latter, 
and the latter can only be produced by the former. The 
same rule is laid down in ex parte Cable, 16 O. G., 175, 
and these decisions were followed in ex parte Bancroft, 
20'O. G., Sec, 893. 


It may be suggested by the complainant’s counsel, for 
we wish to present this side fully and fairly, that the 
rulings of the Patent Office are for its own guidance, and 
are largely discretionary, and that if the commissioner 
allows a patent the courts are apt to sustain him even 
though it seems to appear that his action is inconsistent 
with the established rules of the office. 

That contention would have weight, but is not ap- 
plicable here. — 

What we urge is that if the claims of a patent are sus- 
ceptible of two constructions, one of which would make 
its allowance consistent with the established rules of the 
department, and the other a flagrant violation of them, 


a -- 


a 


te, bi ie dn bee 





pe en a 


x Te int a 
BA ook taal 
grt 


==) ge. Be 


a 


= lle 


le" 


r 


Tf tar tet 


ey esl 


: 
os 





= 
ae ed 
S00 Fe 






Raymond R. Wile 
Research Library 


74 


the court would give the claim the former construction. 
It is the same as the question of the construction of a 
contract, and the effort a court always makes to ascertain 
the intention of the parties. In the case of the grantor, 
the government, it must be presumed that its representa- 
tive, the commissioner, did not intend to depart from the 
spirit of the law and the long established policy of the de- 
partment. 


In this patent there are claims for the machine and for 
its product, the sound-record. That sound-record is the 
necessary result of the operation of the machine, and can- 
not be made in any other way. If the claim for the sound- 
record is limited to the one produced by the machine the 
claims for the machine and its product come within the 
rules of the department, and the patent in that respect is 
seen to be no longer objectionable. But if it is sought to 


extend the claims for a sound-record to a tablet having on. 


it indentations capable of producing sound, but’ which 
were made by means other than by the machine described 
in the patent, the patent is in violation of the above-men- 
tioned rule, and should not have been granted. 


Between these two constructions of the claims, one of 
which destroys the government’s grant and the other up- 
holds it, this court cannot hesitate. To the defendant it 
is really a matter of indifference, as, if the claim included 
only actual sound-records, the defendant has not in- 
fringed the patent, and if the claim includes the so-called 
duplicates the patent is void and the defendant goes free. 

This construction of the patent is not disputed by the 
complainant. | Le 

It was suggested for the first time in the case in the 
District of New Jersey, and the complainant then prompt- 
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Ts 


Iyowethefress theme metron fer “ preliminary ingunetion an 
iat case. ‘That was over a vear ago, and that case lis 
not vet been brought toa hearing. In this ease this pean 
was suggested in the defendant's affidavit and urged he- 
fore the court below. Yet in the complainant's brief filed 
in this court not a word is said in regard to it. It is hard 
to see how this court can grant a preliminary injunction 
against the defendant when his acts have never been de- 


cided hy any court to be an infringement of the complain- 


ant’s patent, and the complainants themselves do not , 


claim that their patent covers the defendant’s devices. 


IT. 


If patent 341,214 covers duplicate sound records 
made with an oscillatory cutting-style without the direct 
agency of sound waves, still the unrestricted sale of tab- 
lets by the complainant or its licensee entitles the defend- 
ant to engrave sound records on such tablets by any me- 
chanism that does not infringe the patent in suit. It ap- 
pears by the affidavits in the case that the complainant 
gave to the National Phonograph Company a general 
license under the patent in suit and under another patent 
of complainant of the same date, No. 341,288, and that 
the defendant bought the blank tablets tpon which the 
duplicates complained of were made from that licensee. 
Those patents describe the licensed patented article in 
these terms: 


PATENT 341,214. 


“Claim 13. A tablet or body for recording sound 
vibrations consisting of a paper or paste-board foun- 
dation and a surface coating of beeswax and par- 
affine compound, substantially as described.” 
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PATENT 341,288. 


“Claim tr. A recording tablet for a phonograph, 
consisting of a hollow cylinder provided with a wax 
or wax-like coating for receiving the sound record, 
substantially as described. 

“Claim 2. A recording tablet consisting of a hol- 
low cylinder of paper provided with a wax or wax- 
like coating, substantially as described. 


“Claim 3. A recording tablet consisting of a hol- 
low paper cylinder coated with a composition of 
beeswax and paraffine, substantially as described. 


“Claim 4. A tubular cell sustaining tablet for re- 
cording sound or sonorous vibrations, substantially 
as described.” 


The complainant has received its royalty, the patented 
article has come out from under the monopoly of patent. 
How then can the complainant complain if the blank is 
used for recording sound or sonorous vibrations, so long 
as no other claims of the patent in suit are infringed? If 
the complainants claim that the duplicate sound record in 
question infringes the claims of patent 341,287, we reply 
that that question is not before the court in this suit. 


The effect of the unrestricted sale to the defendant of 
blank tablets by the complainants’ licensee, the National 
Phonograph Company, is of more importance than the 
scant allusion to this point in the complainants’ brief 
would seem to indicate. We cannot understand the cur- 
sory allttsion to this important proposition in the corn- 
plainants’ brief, except on the assumption that the com- 
plainants’ counsel realized that a full discussion of it 
would necessarily be fatal to his case, and therefore seeks 
to withdraw it from the attention of the court. 


The rule is well established that if a patentee or his 
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general Heensee sells a patented article the purchaser 
takes a full title to it, and can wee it for any purpose or 
in any way indicated in any part of the patent. 

The tendency of the latest decisions of the federal 
courts in patent cases has been to give the patentee an 
unlimited power in regard to the restrictions he can by 
contract put upon the patented article he sells. The com- 
mon-law rules as to the incidents which can be impressed 
upon chattels by contract have been entirely ignored, and 


the courts seem to hold that, as the patentee has an abso- ° 


lute monopoly, he may part with just so much of it in 
any one case as he pleases. The only question is as to 
whether a subsequent purchaser has notice of the restric- 
tions or conditions imposed on the title. One of the first 
of those cases was the well known cotton-tie case, in 
which a buckle on a band to put around cotton bales was 
sold to be used but once, and a notice to that effect 
stamped on it. It was held that a subsequent purchaser 
was bound by the limitations imposed upon the original 
sale, ‘The latest and most extreme case is one where a 
patented machine for making shoes was sold with the 
restriction that it should not be used except with rivets 
manufactured by the patentee. This rivet was not pat- 
ented, but the profit in the business was in making the 
rivets, not the machine. Another manufacturer made 


these unpatented rivets, and sold them to persons who 


had purchased the machine with that restriction, This 
manufacturer of rivets was sued for contributory in- 
fringement in assisting the owner of the machines to vio- 
late the restrictions imposed upon the machines. The suit 
Was sustained, and an injunction granted. 


We refer to this principle of patent law and these de 
cisions in support of the proposition that if a patented 
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article is sold without restriction the widest latitude as 
to use is given to its purchaser. The greater the power 
given by law to the patentee to restrict the use by con- 
tract, the greater must be the latitude of use implied 
where no contract is exacted. 


As stated before, the blanks used by the defendants 
are licensed under patents 341,214 and 341,288. The 
former contains claim 13 for “a tablet or body for record- 
ing sound vibrations,” and the latter contains claim 4, “a 
tubular self-sustaining tablet for recording sound or 
sonorous vibrations.” These blanks, therefore, were sold 
to the defendant for the purpose of having recorded upon 
them sounds or sonorous vibrations. 


The complainant now seeks to prevent these blanks 
from being put to the very use for which they were pur- 
chased. It seeks to receive its royalty for its patented ar- 
ticle, and then to prevent the purchaser from putting the 
article to the very use for which its patent says it was 
intended. The complainant tries to read into those two 
claims a limitation that the sounds or sonorous vibrations 
should be recorded on the tablets only by the machine 
covered by other claims of the patents. In other words, 
a patentee sells an article expressly for a certain purpose, 
and the purchaser applies :‘ to that purpose by means of 
an unpatented mechanism, and the patentee claims that 
using the patented article for the purpose for which he, 
sold it is an infringement of other claims in the same pat- 
ent, and asks this court to prevent the purchaser from 
getting the intended benefit from the article he has pur- 
chased. 


If the complainant or his licensee wishes to impress 
any such restrictions on the use of the patented article, it 
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wold bea sample matter te ceil the hank with a restric- 
trom tit ap owas te he used ently in comneetion with the 
machine deseribed in the patent. Under the cases we 
have quoted such a restriction would be operative and en- 
forceable, and a notice stamped on the blanks that they 
were licensed to be used only on the complainant's ma- 
chines would have given the complainant the protection 
it asks for. But these blanks were sold without restric- 


tion, and the purchaser is entitled to the widest latitude in 


their use. 


This point was first presented at the hearing of the 
motion for a preliminary injunction in the case against 
U. S. Phonograph Company in the New Jersey Circuit. 
That case is in all respects similar to this one, and is now 
pending. Immediately after that point was raised, the 
complainant adopted the course of putting on the pack- 
ages in which it ships blank tablets a printed notice that 
the tablets cannot be used for duplication. ‘This simple 
precaution accomplishes everything that the most expen- 
sive litigation can procure. Now let the complainant re- 
quire its general licensee, the National Phonograph Com- 
pany, to sell the blank tablets made by it with the same 
restrictions, and all duplication will stop; excepting, of 
course, cases like the present one, where a personal license 
to duplicate has been given by the complainant. The sug- 
gestion in the complainant’s brief that a decision of 
Judge Grosscup in this circuit has disposed of the ques- 
tion of the effect of the purchase of blank tablets from 
the complainant or its licensee, has been disposed of in a 
former portion of this brief. 

RECAPITULATION.—In addition to our defense of 
license which Judge Kohlsaat’s opinion sustains in an un- 
answerable manner, we present these points with the hope 
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that the court may pass upon them and so put an end to 
the litigation, without further expense to the defendant. 
The points are four: 

a. This court will not grant a preliminary injunction 
unless the question at issue has been decided favorably 
to the defendant on final hearing in a bona fide contested 
case, and that decision is approved by this court on its 
merits. 

b. No decision has ever been made in a bona fide con- 
tested case on the propositions here in question. 


c. The complainant's patent in suit, 341,214, does not 
cover the defendant’s alleged infringing device. 


d. The unrestricted sale of blank tablets by the com- 
plainant’s licensee carries with it the right to record on 
the tablets sounds and sonorous vibrations in any manner 
not an infringement of the patent in suit. 


The letters patent in suit are for several distinct sub- 
jects-matter, as will be seen by reference to the claims of 
the patent. And while the appellant has obtained some 
decisions (against people little able to fight), in which 
some portions of the patent were sustained as valid, it has 
had only one case in which the validity of its claims upon 
the sound record—which ‘s the thing here in controversy 
—was involved. This is the case against the Edison 
Company. And in this case the appellant settled the mat- 
ter out of court by giving to the Edison concern a free 
license. See affidavit of Howard W. Hayes, Rec., r11- 
124. 

The suggestion in appellant’s brief that the defendants 
herein and especially Mr. Douglass, because the latter is 
claiming a license under the patent sued on, cannot be 
heard to deny the validity of this patent, is of course ur- 
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woind with respect to all of the defendants except Doug- 
lass, and unsound as to him also, because the appellant ts 
denying the existence of this license and Mr. Douglass 
expects to deny the validity of the patent. Counsel can 
take either horn of the dilemma he pleases. But Mr. 
Douglass, who is sued here as an infringer, 1s, in any 
event, at liberty to set up both his license and the inva- 
lidity of the patent, there being nothing inconsistent in 
the two defenses. 


National Mfg. Co. v. Meyers, 7 Fed. R., 355. 


VIII. 


IN CONCLUSION. 


Wherefore we have to urge that the appeal seeking a 
preliminary injunction shall be dismissed for want of 
equity. Because: 

First—The making of duplicate sound records upon 
blank tablets purchased of the appellant and its licensee, 
and selling the same to be used in machines also pur- 
chased of appellant and its licensee, is not an invasion of 
the appellant's monopoly, as it does not increase the num- 
ber of sound records, beyond the number which the sale 
of such blanks implies conclusively was intended. And 
this presumption or implied license is greatly strength- 
ened by the statement to Mr. Douglass of the authorized 
licensee who sold him the blanks, that he might use them 
to make duplicate sound records upon. 

Second—Mr. Douglass is licensed by the American 
Graphophone Company, the appellant, without restric- 
tion, and has been for years, to make duplicate sound 
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records without regard to whether the blank tablets are 
purchased of appellant and its licensees or not. 


Tiuird—No reason is shown in any event why the ex- 
traordinary relief of a preliminary injunction should be 
granted. 

Very respectfully submitted. 
Joun, W, Munpay, 
-“Howarp W. Hayes, 
Tr 2tey os ~~ Of Counsel. 
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IN THE 
| United States Circuit Court of Appeals 
FOR THE SEVENTH CIRCUIT. 
OcTosBEeR Term, A. D. 1899. 
No. 618. 
- AMERICAN GRAPHOPHONE CoO., 
‘ Appellant, 
vs. 
TALKING MACHINE CO. er at., 
: Appellees. 
BRIEF IN REPLY FOR APPELLANT. 

: In the following pages we will comment upon certain 
, | passages of the brief for appellees, and will discuss, briefly, 
Ph the seven points upon which the argument of counsel 1s 
- , | based : 
. 3 On page 2, we read: 

| “The complainant sells a machine called a phono- 

graph, or graphophone, which uses these tablets. The 


tablets are made of proper size and shape to fit this 
machine, and when placed in the machine the whole 
| apparatus becomes a complete talking-machine.” 


This is an accurate statement of the selling transactions 
of appellant and its agents. The “complete talking- 
machine” consists of the graphophone, and the blank tab- 

7 | let, which is sold to be used therewith. This fact in itself 
is sufficient to dispose of the contention that complainant, 
in selling blanks, sells therewith a license to manufacture 
duplicate sound-records. 
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On page 6, it is questioned whether the so-called “me- 
tallic soap” blank, now generally used, is within the scope 
of those claims of complainant’s patent, which are limited 
tu a “wax or wax-like material;”’ and defendants’ counsel 
say: “This, however, has never been decided by the court 
in a controverted case, that we can find.” 


| 
In the Leeds case (87 Fed., 874), Judge SHIPMAN ex~ 
pressly ruled on this point. Syllabus 4 reads: 
“The so-called ‘metallic soap record’ for grapho- 
phones * * * is within the claims of the patent 
describing a sound-record, formed of a waxy or am- 
orphous or slightly cohesive substance,” etc. 


In this case Judge Shipman reviewed the entire art, 
upon a record of about 800 pages, presented, on behalf of 
the defendants, by counsel of the highest ability, and con- 
trasting the invention with the prior abortive and unfruit- 
ful efforts of Edison and others to record and reproduce 
sounds, the learned judge said: 

“Bell and Tainter made an actual living invention, 
which the public are able to use, and a court is net 
called upon to struggle to decipher an anticipation in 


the unfinished work and the surmises of earlier stu- 
dents of the same subject.” 


-_ — —— = 


On page 11, counsel say: 
“In July, 1892, pending the existing agreement 
with appellant, Mr. Douglass was licensed by appel- f 


lant to manufacture duplicate sound-records upon 
certain terms and conditions.” 


Douglass’ statement regarding this July, 1892; agree- , 
ment is quoted, and it will be observed that counsel never 
quote the documents themselves, but always what Doug- | 
lass says about them. The attempt at this point is to show 
that Douglass had a license to manufacture duplicate rec- 
ords from July 31, 1892, to January 3, 1895, the latter be- 
ing the date of the alleged “existing agreement.” 
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But this July, 1892, agreement is in evidence ( p. 130, 
Ex. C), and it clearly appears therefrom that appellant 
was not a party to it. It is an agrement by Douglass to 
purchase $50 worth of original records per month from 
the Columbia Phonograph Co., and it refers to a license 
granted by E. D. Easton to the Chicago Central Phono- 
graph Co., under the Douglass patent, No. 475,490. 


The court will have to exercise great caution in reading 
the brief and affidavits of defendants, to avoid being mis- 
led, for “appellant” is repeatedly referred to as a party in 
transactions with which it had absolutely nothing to do. 

On the same page (11), the brief says: 

“Under this arrangement Mr. Douglass continued 
to operate until January, 1895, when a modification 
was made, which is stated by Mr. Douglass, as fol- 

‘ lows” (quoting Douglass’ version of the 1895 agree- 

ment) : 

Naturally, we would infer from this guarded statement 
that the ‘modification’ referred to was one of the agree- 
ment between Douglass and the American Graphaphone 
Co., and so it would appear from Douglass’ ambiguous 
references throughout the quoted statement to “Easton 
and his companies.’ 


We have already shown 1 extenso that this is a modifi- 
cation of the prior agreement between Easton and Doug- 
lass, and states in express terms that it is not intended to 


modify or affect amy agreement between Douglass and the 
complainant. 


On pages 13 and 14 reference is made to allegations 
by Douglass and Dickinson to the effect that in April, 
1897, Mr. Easton “admitted and acknowledged that Leon 
F. Douglass had a license from the American Grapho- 


phone Company to make and sell duplicate sound- 
records.” 
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Easton’s letters to Douglass in that very month (April, 
1897), stating that he “‘never had a license” under the 
graphophone patents, show the impossibility of any such 
“admission” having been made. If the license were a 
fact, it would be susceptible of proof without alleging 
pretended recollections of oral admissions. 


On page 15 statements of Douglass are quoted in al- 
leged proof of the assertion that his manufacture has 
been open and notorious. Defendants have had ample op- 
portunity to contradict the affidavits proving that, when 
Douglass resumed duplicating, in the latter part of 1898, 
he did so with the most elaborate precautions against dis- 
covery. Not a word of contradiction is uttered in the 
mass of words that defendant has put into this record. 
But Douglass, in his shifty and disingenous way, says that 
“since my license” (7. e., since 1895), Easton and others 
had direct knowledge of his duplicating. So they had, 
and puta stop to it in 1897. The attempt here is to lead 
the court into the error of supposing that Easton knew of 
the duplicating operations complained of in this suit. This 
attempt is repeated at several points, particularly on page 
54, complainant’s knowledge of Douglass’ duplicating in 
1897, when he practiced no concealment, being referred 
to as if it were knowledge of the covert operations of 


1899. 
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the APPELLEE'S POINTs. 
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ea 
‘ing * It is contended that the open, unrestricted sale of blank 
tablets conveys an implied license to the purchaser 

al- | to manufacture duplicate sound records. 

has ‘ In the argument of this proposition we find nothing 
op- more than an assertion that the unrestricted sale of blanks 
hen does create the license alleged, and in order to meet this 
398,~ proposition we have not to refute any argument, but sim- 
dis- | ply to exhibit the accepted doctrine of implied license and 
the to note its limitations. 
ord. Under the claims of the patent here sued on the en- 
that graved sound-record of commerce is complainant's exclu- 
hers sive property during the lifetime of the patent. Any 
had, sound-record, not made and sold by complainant or its oh 
lead licensees, is prima facie an infringement of these claims. 
. of But the complainant sells, and any one desiring it may 
This purchase, what defendant's counsel (on page 2) aptly 
29 terms “a complete talking-machine, 1. ¢., a graphophone 
gin. 





and a blank tablet. Here we see a clear application of 

the doctrine of implied license. The person who, by 

means of this complete talking-machine, produces a sound- | 

record, is licensed by implication to make and use that 

| sound-record, for the reason that it is the product of 
instrumentalities purchased from complainant. 


og 
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On the other hand, the duplicate sound-records lack 
‘ that essential thing which creates the implication of a li- 
. cense in respect of original records, for they are not and i 
cannot be the product of instrumentalties purchased from 
complainant. 
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Defendant Douglass himself has said (page 76): 


“No duplicate records could have been made by the 
use of a graphophone, phonograph, or like machines 
furnished by the American Graphophone Company, 
or other authorized concerns, for the reason that all 
such machines are designed and adapted for making 
original sound-records only, and the making of dupli- 
4 cate records bythe use of such machines is tmpossible 
| without such changes therein or addition thereto as 
would make practically new and different machines.” 


7 We do not wonder that nowhere in appellee’s brief is 
: found a statement of the doctrine of implied license, and 
an attempt to fit that doctrine to the facts of this case. 


The doctrine is clearly stated by the Supreme Court in 
Adams v. Burke (17 Wall., 453), as follows: 

“We have repeatedly held that where a person had 
purchased a patented machine of the patentee or his 
assignee, this purchase carried with it the right to the 

4 use of that machine so long as it 1s capable of use. 
4 * * * The true ground on which these decisions 
rest is, that the sale by a person who has the full right 
to make, sell, and use such machine, carries with it 
the right to the use of that machine to the full extent 
- to which it can be used in point of time.” 
s It is clear that the doctrine of implied license fits the 
a machines (and even the product of machines) sold by 3 
| complainant; and it is equally clear that it cannot by any 
4 construction be made to fit sound-records that are neither 2 
‘ purchased from complainant, nor made by machines pur- 
4 chased from them. 
It is conceded by counsel for appellees that complainant 
could, by a simple notice to that effect, restrict the use of 
the blanks so as to make the manufacture of duplicate 
sound-records unlawful. On page 26 we read: 
“It is perfectly easy to put a stop to this practice, 
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either by refusing to sell the blanks any longer to 
Mr. Douglass, or by placing such restrictions upon 
the sale as would prevent him from the intermediate 
act complained of.” 


Complainant does not wish to restrict the use of a blank 
as part of a “complete talking machine,” and the confu- 


‘sion in the mind of counsel consists in confounding the 


use of a blank with the manufacture of a patented sound- 
record by unlicensed instrumentalitics, which 1s a very dif- 
ferent thing; but what we here wish to emphasize is the 
conceded right of complainant, by a simple notice, to pro- 
hibit the employment of blanks in manufacturing duplicate 
sound-records. Inasmuch as the remedy here sought is 
simply an injunction, it is conceded that complainant has 
only to give notice of the prohibition and the court will 
enforce it. 


Now the record shows that this notice and prohibition 
have been given to Douglass directly and repeatedly. Be- 
ginning with January, 1897, he was notified and com- 
manded to desist from making duplicates, and after some 
resistance, he did so. He then entered complainant’s em- 
ploy, and not only knew that complainant published widely 
its prohibition against duplicating, and prosecuted all who 
did not respect the notice, but he actually participated in 
suppressing this unlawful business in several suits in his 
district, where injunctions were issued and are now in 
force. In his first affidavit in the Boswell case he refers 
to the making of duplicates as an “illegitimate business.” 
He shows in those affidavits the wide publicity given by 
complainant to its prohibition, and his own special knowl- 
edge of it. Therefore, at least in the case of Douglass and 
his associates, complainant has done all that appellees’ 
counsel say is necessary to entitle them to an injunction, 
so far as any inferred or implied license bars the way. 
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Furthermore, on page 79 of their brief, counsel have 
brought to the notice of the court the fact (which does 
not appear in the record) that complainant has, in addition 
to its other notices to dealers and the public, adopted 
the course of putting on packages in which blanks were 


shipped a printed notice that the tablets cannot be used 


for duplication. We quote: 


“This point (implied license) was first presented 
at the hearing of the motion for preliminary injunc- 
tion in the case against the U. S. Phonograph Com- 
pany in the New Jersey Circuit. That case is in all 
respects similar to this one, and is now pending. /im- 
mediately after that point was raised, the complain- 
ant adopted the course of putting on the packages in 
which it ships blank tablets a printed notice that the 
tablets cannot be used for duplication. This simple 
precaution accomplishes everything that the most 
expensive litigation can procure.” , 


The date of the motion referred to was May, 1898 
(Hayes’ affidavit, p. 116), so that, during the whole 
period of infringement here complained of, complainant 
has done all that could be required to warn the public 
against making unlawful use of blank tablets. 


| 


If the doctrine of implied license could possibly have 
any application to the infringement here complained of, 
the considerations presented above would dispose of it 
completely ; but the second point (p. 28) recites that the 
National Phonograph Company, which is licensed to man- 
ufacture and sell blank tablets, does not put any restriction 
on the sale of its blanks, and hence the doctrine of implied 
license recovers its vigor, at least so far as blanks made 
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9 
ve by the National Phonograph Company are concerned. It 
es * . is even said by Douglass that the National Phonograph 
mm 4 Company does not object to such use of its blanks, but 
ad that, on the contrary, its manager, Mr. Gilmore, stated 
re. that “he and his company had no objection whatever to 
od | my using them for making duplicates.” 


The remedy for this state of thing's is suggested by ap- 
ed pellees’ counsel, in these words (p. 79) : 


ic “Now let the complainant company require its 
ge general licensee, the National Phonograph Company, 
all to sell the blank tablets made by it with the same re- 
” strictions [as those admittedly adopted by complain- 
Alia ant] and all duplication will stop.” 

in 

he. The answer to this contention is that the statement 
ms imputed by Douglass to Gilmore, even if true, does not 


pass any right or title under complainant's patents. The 
right to make duplicate records enjoyed by the National 
98 Phonograph Company ts “a shop right,”’ and “limited to 


le use at a single shop” (p. 5). That company could not, by 
int a formal act, much less by an apochryphal remark imputed 
lic 


oo | to one of its employes, grant any license or right whatever 
under complainant's patents; and what tt cannot do 
directly it cannot do by implication. 
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The third point is the alleged actual license to Doug- 
lass, which we need not further discuss; but under this 
head counsel take issue with our proposition of law touch- 
ing the burden of proof ona plea of license set up in oppo- 
sition to a motion for preliminary injunction. They cite 
Walker on Patents, § 682, who, in turn, cites Beane v. 
Orr (2 B. & A., 176), to support the proposition that 
“where the affidavits leave the existence of a valid license 
in doubt, a preliminary injunction will be refused.”’ 

It is true that the carelessly drawn syllabus of the case 
asserts this unsound proposition; but the case itself does 
not support it. On the contrary, the reasoning supports 
our contention. It appears from the decision that the exe- 
cution and existence of the license were fully proved and 
admitted, and, moreover, that the patentee had accepted 
the licensee’s note in full payment of royalties to the end 
of the life of the patent. Shortly thereafter defendant be- 
came a bankrupt, and the plaintiff thereupon claimed that 
there was an “oral bargain,” to the effect that the terms of 
the license were only suspended for four months, and that 
if the note were not paid the right of revocation revived. 
The existence of the license was not in doubt at all, but 
was conceded. Plaintiff thereupon assumed to prove an 
“oral bargain,’’ and consequently the burden of proof 
shifted to him. , 


= 


Our proposition of law, therefore, is renewed with 


greater confidence after perusing the decision of Judge 


LOWELL. 
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ae On page 35, counsel say: 
¥ | “The consideration for the license to Douglass 
granted January, 1895, by appellant, is the waiver by 
Douglass of this 2-cent royalty on each duplicate rec- 
re ord, to the appellant, and Mr. Easton’s other com- 
is? pany.” 
\- . 
Apart from the misleading reference to appellant as Mr. 
= * * 
Easton’s company—a not commendable device resorted to 
€ + , > 
i by appellees’ counsel throughout the brief and affidavits— 
: we again call attention to the fact that the alleged waiver 
. : | . 
K “to appellant” never occurred, and the document 1n ques- 
on” tion (the agreement of January 3, 1895), conclusively 
proves this. 
é 4 = CT * 
Counsel do not quote the instrument itself to support 
s ‘ fs 
‘ . their assertion, but say, “The following is Mr. Douglass’ 
account of the license arrangement.’” Mr, Douglass’ ac- 
F count is always, and for obvious reasons, preferred to the 
1 documents themselves. Our original brief (pp. 16-29) 
F deals comprehensively with the question of pretended 
license. : 
t« 
ff} IV. 
. hie It is contended that there is not sufficient showing of 
injury to complainant to justify an injunction. We are 
t fully aware that, in cases where the validity of a patent is 
ee in doubt, and where there have been no sustaining adjudi- 
cations, questions of relative injury are weighed by the 
court. But in this case the simple question is whether or 
! not Douglass is appropriating complainant’s property. Lf | 
ae , so, the question whether or to what extent the later is in- | 
jured thereby is one that calls for no discussion. It, how- 
ae ever, abundantly appears that the manufacture of dupli- | 
cate records is valuable. Douglass prefers waiving ac- 
r 
a 
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crued royalties of half a million dollars to relinquishing 
his pretended right to that manufacture. 


V. 


The other defendants are business associates of Doug- 
lass, participating in the use and sale of the infringing ar- 
ticles, and are properly joined as co-defendants. 


VI. 


Under this heading, and elsewhere throughout the 
brief, studious effort is made to divert attention from the 
issues of fact and law presented, by endeavoring to excite 
sympathy for Douglass and prejudice against the appel- 
lant. 


The specifications of the charges against appellant are 
that it has filed bills of complaint in this court, charging 
Douglass with the infringement of three patents owned 
by it. Appellant hag thereby submitted its cause to the 
judgment of this court, believing that justice will be done 
between the parties. Unless it be a reprehensible and 
odious thing for a person or corporation to appear as a 
suitor in this court, the feigned indignation of counsel will 
not excite the court to sympathy with Douglass or preju- 
dice against complainant. 

The most grievous outrage laid at the door of complain- 
ant is the charge that Douglass invented a machine known 
as the Graphophone Grand; that “Easton procured a tool 
of his, named Macdonald, to file in the Patent Office an 
application for patent for this invention;” that Easton 
then endeavored to learn the date of Douglass’ alleged in- 
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vention, and that complainant finally committed the atro- 
cious act of filing a bill of complaint against Douglass de- 
manding specific performance of his contract to assign all 
his inventions, made during his term of service, to com- 
plainant. 


We do not see how the court is to investigate this 
charge, and we think it will be suspected that counsel for 
appellees have an unavowed but easily divined motive for 
desiring to create a digression from the merits of this case. 
If the matter is pertinent it will do no harm to state a few 
facts. 


Long after Mr. Thomas H. Macdonald, who is one of 
the foremost inventors in this art, had invented the Graph- 
ophone Grand; long after it had been exhibited to learned 
societies, had excited the wonder and admiration of men 
of science, and of Mr. Douglass, and had been sold ex- 
tensively upon the market, Douglass’ claim to be the in- 
ventor appeared in a Chicago newspaper. He was at that 
time employed by complainant to experiment and invent, 
and receiving $5,000 a year and his expenses, under con- 
tract to communicate and assign all his inventions to com- 
plainant. 





Naturally, complainant inquired of its employe, Doug- 
lass, concerning this surprising claim. It was his clear 
duty to communicate the facts to them; but instead of do- 
ing so he filed an application for his own benefit, and the | 
question of priority between him and Mr. Macdonald (de- | 
scribed in the inimitable and elegant style which character- | 
izes the brief for appellees as a “tool of said Easton”), is 
pending in the Patent Office. 


Sympathy for Douglass would be sadly misplaced. He 
has fared exceedingly well at the hands of complainant. 
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His first transaction with it resulted in the acquisition by 
him of $1,000 worth of machinery, for which it received 
in return absolutely nothing. His last transaction gave 
him a princely salary, on the promise that he would make 
and assign to it useful inventions. He may have made in- 
ventions, and he certainly drew the salary with punctual- 
ity, but as to assigning any patent or application, com- 
plainant has yet to hear of it. 


VIL. 


Under this heading counsel states the rule on an appli- 
cation for a preliminary injunction in this circuit to be as 
follows: 

“This court must not only require that the com- 
plainant show adjudications on final hearing estab- 
lishing the validity of the patent and construing the 
claims to cover alleged infringing devices, but 1t also 
must be satished of the correctness of those adjudi- 
cations.” 

We have not been able to find this rule in, or to deduce 
it from, any decisions of this court. We are well aware 
that this court does not hold itself bound to follow the 
judgment of another court, where its own judg- 
ment upon the same proposition of law or fact does 
not concur therewith; and if evidence were presented here 
tending to show that plaintiff's patent is invalid, doubtless 
the court would consider such evidence, even though it 
had been passed upon in other circuits. But in the absence 
of any attack on the patent, or any reason to doubt its 
validity, we do not think this court will take it for granted 
that the previous adjudications on these points were erro- 
neous, or require complainant to produce proof of their 
correctness. 
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We are quite certain that no such misapprehension as 
exhibited under this heading of the argument for appellees 
could be fairly justified by anything in the decisions of 
this court cited and quoted from on pages 60 and 61. 

Beginning on page 68 is an argument which certainly 
has the charm of novelty, whatever else it may lack. This 
argument, concisely stated, is that claim 7, which 1s for a 
sound-record (a product or article of manufacture) termi- 
nates in the words “substantially as described;” that the 
“unquestioned effect” of these words is “to limit the claim 
to the mechanism described in the specifications;” that de- 
fendants’ sound-records are not made by mechanism such 
as described in the patent, and therefore are not infringe- 
ments. Counsel quotes from a decision stating that cer- 
tain exceedingly narrow claims for mechanism substan- 
tially as described, are limited to “mechanism substantially 
as described,” and argues, ergo a claim for a “product 
substantially as described,” is limited to a mechanism for 
making that product, and does not cover identically the 
same product (which is a stronger expression than “sub- 
stantially” the same product), if made by.a different mech- 
anism. 

We did not expect to be called upon to argue that a 
claim for a product covers that product, however made, 
and we cannot suppose that the court will desire us to 
argue it. It is as well settled as anything can be. 

Goodyear v. Ry. Co., 2 Wall., Jr., 356, Grier, J. 
Merrill v. Yeomans, 1 B. & A., 47. 

Cochrane v. Badische, 111 U. S., 293-310. 
Merrill v. Yeomans, 97 U. S., 568. 
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In the latter decision the Supreme Court say: 


“Tf appellant’s patent were for a new oil, defend- 
ants may be liable, for they bought and sold an oil 
almost, if not quite identical. If only for a new 
process, then defendants have not infringed, because 
they did not use that process.” 

“Tf the article was the discovery which he sought 
the exclusive right to make, use and sell, he was enti- 
tled to that monopoly, however produced.” 


The elaborate introduction to this concluding argument 
of the brief for appellees indicates that counsel regard it as 
important to produce some new point which has not been 
advanced in previous litigation and disposed of. They 
challenge us to produce a case on this patent in which the 
argument that a claim for a product is limited to the means 
or method described for its production was ever raised. 
We take the greatest satisfaction in saying that the pres- 
ent case is the first, under this patent or any other, in 
which we have heard that argument advanced. 


In the brief for appellees reference is made to certain 
alleged circulars and to patents and other matters which 
are not before the court, and which, for that reason, we 
have not discussed. 

Respectfully submitted. 
PHILIP MAURO, 
C. CLARENCE POOLE, 
TayLor E. Brown, 


Of Counsel for Appellant. 
Cuicaco, Oct. 7, 1899. : 
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IN THE 


UNITED STATES CIRCUIT COURT OF APPEALS 
FOR THE SEVENTH CIRCUIT. 


No. 618. 





AMERICAN GRAPHOPHONE CoO., 
Appellant, 


vs, 


TALKING MACHINE CO. ET AL., 
Appellees. 
SUPPLEMENTAL BRIEF FOR APPELLEES. 


HOWARD W. HAYES, 
JOHN W. MUNDAY. 





Baas & Mee Print, OHoseo, 
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| 
: IM THE 
| United States Circutt Court of Appeals 
, FOR THE SEVENTH DISTRICT. 
| 
7 | AMERICAN GRAPHOPHONE CO., 
7 Appellant, 
vet No. 618. 
| TALKING MACHINE CO. er at., 
Appellees, 
| SUPPLEMENTAL BRIEF FOR APPELLEES. 
: STATEMENT OF CASE. 
| Zi 
| Leon F. Douglass, who is the real defendant in this 
| case, bases his chief defense to the suit on three proposi- 
os tions. 
; | One.—That he has a license from the complainant to 
| do the thing which is claimed to be an infringement of the 
| complainant’s patent. 
| Two.—That the claims of the patent in suit do not 
cover the “duplicate” record made and sold by Mr. Doug- 
| lass. —_ 
| Three.-—That the unrestricted sale of blanks by the 
| complainant licensed Mr. Douglass and every other pur- 
chaser to cut records upon them in any way that does not 
| infringe the other claims of the patent in suit. 
| 
# | 
; + 
- 
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This license to Douglass is found on page 131 of the 
record. It licenses him “to use the process covered by the 
pending application.” This “pending application” is one 
for a patent for a duplicating machine, and the process 
described in the application is the one used by Mr. Doug- 


lass. This application is set out at length in the record, \ 
and it is admitted that the machine used by the defendant. 


is identical with the one described in the application. The 
only question that arises is as to whether this license was 
or was not granted by the complainant. It 1s signed by 
Mr. Easton, who was at that time the Vice President and 
general manager of the complainant. We claim that Mr. 
Easton in executing that license, did so for the Grapho- 
phone Company. The complainants claim that it was a 
personal license given by Mr. Easton. It was demon- 
strated at the hearing, from the papers themselves, that 
this license was the act of the corporation, and not the 
personal act of Mr. Easton; but for the convenience of the 
court we will repeat, in outline, that demonstration. This 
license of January 3, 1895, refers to the contract of March 
16, 1892, and must be construed in relation to that con- 
tract. At the hearing the counsel for the complainant ad- 
mitted that if the contract of March 16, 1892, was the 
contract of the corporation, and not the personal contract 
of Mr. Easton, then this license of January 3, 1895, must 
be the license of the corporation and not a personal license 
from Mr. Easton. 


An examination of the contract entered into in March, 
1892, interpreted in the light of admitted facts, shows 


conclusively that either Mr. Easton was using Mr. Doug- 
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lass as a tool, by which to defraud the corporation, of 


which he was a director, or else that those contracts were 
the contracts of the corporation. The admitted facts are 
that Mr. Douglass invented a process for copying sound- 
records. That process consisted in two parallel shafts re- 


’ volving synchronously, upon one of which was placed the 


record to be copied, and upon the other a blank tablet. 
Against the record to be copied was placed a reproducing 
style; against the blank tablet was placed a cutting style. 
These two styles were connected and the shafts revolved. 
By that means the irregularity in the surface of the record 
moved the reproducing point, and that same movement 
was communicated to the cutting point, and a copy of the 
original record was made on the blank tablet. This is the 
ordinary operation of the well known copying lathe. This 
process had two manifestations. In one of these the con- 
nection between the following style and the cutting style 
was an enclosed column of air; in the other it was a rigid 
bar. 

Mr. Easton, in March, 1892, was the director of 
agencies of the American Graphophone Company, and 
also a director of that company, and evidently from the 
information furnished by the record was one of the chief 
moving spirits of that corporation. At his request Mr. 
Douglass came to Washington, and on March 12 had an 
interview with the directors of the American Grapho- 
phone Company, and showed them the duplicates made 


by his process. They were pleased with it. (Rec., p. 82.) 


This was on a Saturday. On the following Monday Mr. 
Douglass made his first agreement with Mr. Easton. That 
agreement, in effect, provides that Mr. Douglass should 
sell to Mr. Easton his duplicating process in considera- 
tion of five machines, valued at $500, and a royalty of two 
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cents on each duplicate. It further provides that Mr. 
Douglass should execute such further agreements as 
might be necessary to give Mr. Easton a COMPLETE MO- 
NOPOLY of the Douglass process. Three days afterwards, 
on the seventeenth, Mr. Easton gets Mr. Douglass to sign 
two new agreements. One purporting to be with him 
personally, and the other purporting to be with the Amer- 
ican Graphophone Company. This latter agreement was 
signed by the president of the company as well as by Mr. 
Easton. 


a a — 


Adopting for the time the theory of the complainant’s 
counsel, that this agreement signed by Mr. Easton was a 
personal contract with him, the following state of facts 
appears: These two agreements, dated on different days, 
were both signed on the 17th, but Mr. Easton’s agree- 
ment appears to be the earlier on account of the fictitious 
date. This “personal” agreement, on March 16th, is simi- 
lar to that of March 14th, except that the provision that 
Mr. Easton is to give Mr. Douglass $500 worth of ma- | 
chines is omitted. It contains, however, an agreement 
that Mr. Douglass shall give Mr. Easton a COMPLETE 
MONOPOLY of his process. The agreement with the cor- 
poration provides that the corporation shall give to Mr. 
Douglass the five graphophones originally contracted for 
by Easton, but omitted in the later contract, and also five 
additional machines, the whole valued at $1,000, in con- 
sideration of Mr. Douglass licensing the corporation un- 
der his process. In addition to that, the corporation had 
to pay Mr. Douglass the two cents royalty agreed by the 
earlier agreement to be paid by Mr. Easton. In other 
words, if Mr. Easton was acting on his own behalf in 
these agreements, he secured for himself the ownership 
of the invention, and induced his corporation to pay Mr. 
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Douglass $1,000 in machines for a license under a process 
which Mr. Douglass did not then own, having already 
parted with it to Mr. Easton—an evident and gross fraud 
upon the corporation on the part of one of its directors. 


If, on the other hand, we consider that Mr. Easton 
was acting honestly (which we claim to be the case), and 
in his negotiations with Mr. Douglass was acting on be- 
half of the corporation, a very different state of affairs 
develops. It is, however, quite usual for a corporation, 
when it wishes to acquire rights of any kind, to have an 
officer or agent of the corporation acquire the rights per- 
sonally, and then transfer them to the corporation. It is 
generally easier in that way to get property on fair terms 
than if the negotiation is professedly in behalf of the cor- 
poration itself. Under this latter construction these con- 
tracts seem to be perfectly fair and intelligent agreements 
between Mr. Douglass and the corporation. 


Another point suggests itself; a personal ownership of 
the Douglass process would have been of no benefit what- 
ever to Mr. Easton. The Douglass duplicating method 
is expressly covered by the claim of one of the patents of 
the American Graphophone Company, No. 341,287. 
Claim one of that patent is as follows: 

“4. The method of copying sound-records by causing 
the record which is to be copied to impress movements 
corresponding to the recorded sound waves upon the cut- 
ting tool and thereby engraving or cutting out a similar 
record in the surface of a suitable duplicate, substantially 
as described.” 

Mr. Easton, therefore, could not personally have made 
any use of this process; but on the other hand the process 
would be a valuable one to the complainant, because it 
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could lawfully use it. These facts were in the mind of Mr. 
Douglass.and Mr. Easton at the time the contract was 
made. Mr. Douglass in his affidavit says that Mr. Easton, 
just prior to the making of these agreements, explained 
to him that the patents of the Graphaphone Company cov- 
ered duplicating. In regard to that Mr. Douglass says on 
page 82 of the record. ‘‘Mr. Easton then said that these 
patents covered broadly everything in the duplicating art 
and that his company owned it. I told him that it looked 
to me as thoygh that was so, that it owned the patents, 
but that the machine of the Tainter patent, 341,287, could 
not do the work and was utterly impracticable (which 1s 
now the well known fact). Moreover, that he did not 
know how to do the work, and nobody else knew how, 
except me; that if he had the patents I had the practical 


process and machinery, and nobody else knew the secret 
of it.” 


If, then, we assume that the contracts of March, 1892, 
were with the corporation, and not with Mr. Easton per- 
sonally, then it follows as a matter of course that the 
license of January 3, 1895, was a license from the corpo- 
ration, and not from Mr. Easton. For if the license of 
January 3, 1895, was a personal contract with Mr. Easton, 
then the agreements of March 14th and March 16th, 1892, 
were personal contracts with Mr. Easton, and he was en- 
gaged in a scheme to defraud his corporation. 


In addition to that, a construction that turns the license 
of January 3, 1895, into a personal license from Easton, 
not only makes out Mr. Easton a knave, but also makes 
out Mr. Douglass a fool. While there is no law against 
one man being a knave and another being a fool, still if a 
contract is capable of two interpretations, one of which 
would make a man like Mr. Easton, whom the complain- 
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ant’s counsel admits is a man of the highest and purest 
character, a knave; and a successful business man like Mr. 
Douglass, a fool; while the other interpretation would re- 
lieve both of these gentlemen from these imputations, the 
latter construction certainly is to be preferred. If the 
license of January 3, 1895, was personally from Mr. 
Easton, Mr. Douglass gave up evervthing and got noth- 
ing. He executed an application for a patent for Mr. 
Easton’s benefit, and released to Mr. Easton the royalty 
contract, and in exchange got from Mr. Easton a license 
which both parties knew was worthless, for both parties 
dealt with each other upon the understanding that the 
Graphophone Company’s earlier patents covered the dupli- 
cating art, and that Douglass’ process could not be used 
except with the permission of the American Graphophone 
Company. 

In considering this contract,—this license of January 3, 
1895, we should also consider the circumstances under 
which it was given. Mr. Douglass went to Washington 
at Mr. Easton’s request, and signed an application for a 
patent on the mechanical manifestation of his duplicating 
process, and released his right to the royalty under it, and 
in return was promised by Mr. Easton, a license to use that 
process. He left Washington for Chicago with that prom- 
ise, and this license in question was sent to him by Mr. 
Easton, by mail. He expected to get a valid and effective 


license to use this process, and this is what he got. He act-- 


ed under this license and supposed it to be valid and ef- 
fective until this suit was brought. For four years he had 
acted under it, believing it to be valid. 


Complainants’s counsel has suggested that the agree- 


ment of March, 1892, referred only to the air method of 
duplicating. That is disproved by the agreement of July 
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31, 1892. (Rec., 130.) In that agreement Mr. Doug- 
lass releases his royalty for the process described in the 
patent No. 475,490, which is the air method; and in the 
contract of January 3, 1895, he releases his right to royal- 
ty under the mechanical method. If only one method was_ 
presented by him in March, 1892, certainly these two sep- 
arate releases of royalty would not have been required. 
It might be suggested, however, that when the agreement 
of January 3, 1895, was signed, Mr. Easton had forgotten 
the release of July 31, 1892, and so took another release. 
This hypothesis is, however, disproved by the endorse- 
ment which appears at the foot of the agreement of July 
31, 1892. That endorsement was made by Mr. Easton 
on January 2, 1895, which proves that the day before he 
signed the agreement of January 3, 1895, he had in his 
hands the release of July 31, 1892. This endorsement in 
the release of July 31, 1892, is instructive in that it shows 
that Mr. Easton was in the habit of signing personally 
contracts for the corporations in which he was an officer. 
In this case he evidently was acting for the Columbia Pho- 
nograph Company, and yet signed the waiver personally. 

The only other suggestion made by the complainant in 
regard to this license of January 3, 1895, is in regard to 
the clause which says that the license is not intended to 
modify any agreement which Mr. Douglass may have 
with the American Graphophone Company. The complain- 
ant’s counsel say that this is an allusion to the contract of 
March 17, 1892. On our part, we claim that the agree- 
ment with the American Graphophone Company referred 
to, is the agreement, in virtue of which, Douglass was 
then acting as the sales agent of the American Grapho- 
phone Company, in Chicago; and that Mr. Easton took 
the precaution to put in this clause, so that the then ex- 
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isting business arrangement, between Mr. Douglass and 
the American Graphophone Company, should not in any 
way be disturbed by this license of Mr. Douglass’ dupli- 
cating process. It appears in Mr. Douglass’ affidavit at 
the bottom of page 71, that the Chicago Talking Machine 
Company, of which he was the manager, was such sales 
agent of the American Graphophone Company. Mr. Eas- 
ton in his affidavit has explained this clause in another 
way, saying that it refers to an agreement for the em- 
ployment of Mr. Douglass by the American Graphophone 
Company for a certain time. (Rec., 126.) Mr. Easton’s 
explanation is rendered plausible by a letter dated July 
15, 1892 (Rec., 96), in which it appears that Mr. Doug- 
lass was in the employ of the American Graphophone 
Company. Whichever one of these two explanations of 
that clause is accepted by the court, it is evident that the 
clause has no relation to the contract of March 17, 1892, 
as claimed by complainants’ counsel. 


At the hearing it was suggested that if the case was 
merely one of the construction of a contract, the court 
could pass upon it as well on a motion for preliminary 
injunction as on final hearing. That, of course, would be 
true 1f there were any question in issue as to the construc- 
tion of the contract, but in that particular the parties are 
not at variance; both agree that the license of January 3, 
1895, covers the use of the duplicating machines by the 
defendant. The real question in issue is as to whether 
that agreement was made by Mr. Easton personally or on™ 
behalf of his company. The defendants, therefore, are 
entitled to show (if there is any doubt as to the fact) that 
Mr. Easton was not acting for himself, but on behalf of 
the company. It is like the case of an undisclosed prin- 
cipal, whose existence can always be shown by parol evi- 
dence. 
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In conclusion, we would like to call the attention of the 
court to the peculiar form of this license. It is not a li- : 
cense under any specific patent, but it is an agreement on 
the part of Mr. Easton, on behalf of the American Graph- Q 
ophone Company, that Mr. Douglass may continue to use 
‘a duplicating machine of the character described in the "4 
application for the patent signed by him. 


II. 


THE SOUND-RECORD DESCRIBED IN CLAIM 7 OF COMPLAIN- 
ANTS’ PATENT IS NOT THE SOUND-RECORD MADE BY THE 
DEFENDANT. 


That claim by its terms and by reference to the specifi- 
cations, is limited to a sound-record, made in the method 
described in the specifications. This point has been set 
forth sufficiently fully in the briefs already filed, except 
that the court’s attention was not called to the effect of the | 
other patents taken out at the same time, by Bell and 
Tainter, upon the construction of the patent in suit. 


Bell and Tainter took out three patents on the same 
date, No. 341,214 (the patent in suit), No. 341,387, No. 
341,288. Of these No. 341.214 and No. 341,288 cover the 
graphophone as a machine, the method of making sound 
records by vibrating a cutting point by means of the im- ¢ 
pact of sound waves; and the product of the machine, 
namely, a sound-record formed by the action of ‘sound , 
waves vibrating a diaphram to which the cutting style 
it attached. Patent 341,287 covers the process of making 
duplicates by copying the original record. Its broad claim, 
which we have quoted before, 1s as follows: 


‘4. The method of copying sound-records by causing 
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he ~ | the record which ts to be copied to impress the movements 
li- tz corresponding to the recorded sound waves upon a cutting 
on | tool, and thereby engraving or cutting out a similar record 
he in the surface of a suitable duplicate substantially as de- 
sé scribed.”’ 
he ' What we claim is, that the sound-record covered, and 
intended to be covered by claim No. 7, of patent 341,214, 
is a sound-record made in the manner described in that 
patent, and not a sound-record made in the manner de- 
scribed in patent 341,287. It is evident that the patentee 
we? intended to cover only a sound-record made in the manner 
iE described in the specifications of patent 341,214. An ex- 
, | amination of that patent will show that it is skillfully 
5 : drawn and that the patentees are most careful not to limit 
yd” themselves to the devices specifically described, but extend 
et their invention as broadly as possible. The court will find 
ot that they continually make this clear. For instance, at the 
ei bottom of the first page, and the top of the second page, 
id. of the patent, a combination is described, and they go on 
. ee: to say: “This combination ts specially claimed; but 1t may 
lad also be usefully employed in connection with other forms 
P. of record.”’ If the patentees had wished to cover a sound- 
2 record made in any other way than the method described 
ss in the specifications they would have said that it was not 
i their intention to limit the invention to a sound-record 
i" made in that way. At the time this patent was taken out 
d they knew of mechanical duplicating methods, as their _ 
hy : duplicating patent was taken out at the same time. 
if | _ The cases cited in the complainant's brief in regard to 
a, the product of the patent is not applicable here. What we 
~ claim is that the patentees limited their claim to the prod- 
; uct of their specific machine, and do not claim a similar 
s article if manufactured in another way. The citations are 
. 
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of cases where the patentee has discovered a new machine 
and manufacture and has patented the product; and the 
alleged infringer manufactures the same product by a new 
means. In'the present case we claim that this patent 
covers, not the product generally, but the product made 
by the machine of the patent. A “duplicate” is not a 
“sound-record. It is not a record of sound. Sound did 
not make it. It is merely an irregular surface capable of 
vibrating a point in contact with it in such a manner that 
sound will result. It is no more a “sound-record” than 
the barrel of a music box is. It differs from a music box 
barrel only in that the latter vibrates a number of styles 
in the same manner, while the former vibrates a single 
style in a varying manner. If the defendants’ “duplicate” 
is covered by the claim of the patent, a “record” made with 
a penknife also would be covered. Yet the complainant’s 
counsel would hardly claim that such a “record’’ would 
come within the claim in question. 

The “duplicates” made and sold by the defendant are 
not the product described in the complainant’s patent. If 
they were, we might admit that the manufacture and sale 
of them would constitute an apparent infringement of the 
patent. That is the doctrine laid down in the Goodyear 
cases. If claim 7 of the patent in suit were for “a tablet 
having cut on tts irregularities capable of vibrating a re- 
producing style and thereby producing sounds,” we would 
admit that it covered “duplicates.” But the point we 
make and strenuously urge upon the attention of this 


court is that the claim in question is intended to cover 


only sound-records, viz : records made by the direct action 
of sound waves upon a cutting style, as described in the 
specifications of the patent. In other words, the article 
made and sold by the defendant is not the article which 
the patentees claim the exclusive right to make and sell. 
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THE UNRESTRICTED SALE OF BLANK TABLETS LICENSES, 
NOT ONLY MR. DOUGLASS, BUT ALL THE PUBLIC WHO 
BUY THEM, TO PUT SOUND-RECORDS UPON THEM, IN 
ANY WAY THAT IS NOT AN INFRINGEMENT ON OTHER 
CLAIMS OF THE PATENT IN SUIT. 


This proposition has been presented fully in the defend- 
ant’s brief, and it only remains now to comment on the 
argument by which the complainant tries to escape the 
force of this point. The complainant's counsel quotes the 
statement in defendant’s brief that the Graphophone Com- 
pany now pursues the practice of putting notices on the 
duplicates sold by them, “that they are not licensed to be 
used for duplication;’’ and also claims that the personal 
notice to Mr. Douglass directing him not to duplicate has 
the same effect as such a notice to purchasers. While 
neither of these points has any present bearing on this 
case, we wish to state what the rule of law is, 


The question of notice is purely one of contract be- 
tween the patentee and the purchaser, and the notice is 
merely a means of calling attention of subsequent pur- 
chasers to the original contract. We admit, that if in the 
original sales of the blank tablets the Graphophone Com- 
pany required the purchaser to agree not to use them for 
duplicating, the purchaser could not use them for that pur- 


pose; and that any subsequent purchaser who had notice - 


of the original agreement would be bound by it. The notice 
placed on the blanks when sold may have that effect; but 
on the other hand a personal notice to Mr. Douglass in 
regard to what theGraphophone Company might or might 
not want him to do with the blanks they sold, can have no 
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possible effect. If the blanks themselves were sold to the 
original purchaser without restriction, Mr. Douglass or 
or any other subsequent purchaser would acquire all 
the rights of the original purchaser regardless of what 
claim the Graphophone Company might make, or what 
notice they might give. As a matter of fact, as appears 
by the record, Mr. Douglass bought all his blank tablets 
from the National Phonograph Company, the general li- 
censee of the complainant. 


The argument of complainants’ counsel in regard to the 
licenses to the National Phonograph Company is disin- 
genuous. The brief quotes from the bill of complainant 
(not from depositions) to prove that the license to the Na- 
tional Phonograph Company is only a “shop right,’”’ while 
Mr. Easton's affidavit on page 125 of the record says that 
the complainant has never granted a license under the pat- 
ent in suit to make duplicate sound records, except to the 
Edison Phonograph Works. The license to the National 
Phonograph Company is in evidence. The shop-right re- 
ferred to in the bill of complaint is an entirely different 
agreement, covering a method of making duplicates de- 
scribed in patent 341,287, and is not in evidence. We 
make this statement, which of course is not borne out by 
any testimony, in order that the court may not be de- 
ceived by the allegation in the complainants’ brief. The 


license to the National Phonograph Company appears on — 


page 113 of the record. It isa general license to manufac- 
ture and sell talking machines and supplies therefor, under 
the patent in suit. Jt is not limited as to time nor place. 
If the complainant has granted to the National Phono- 
graph Company a full right to sell blank tablets without 
restriction, a purchaser from that company, without 
restriction, acquires as full a right as that company had to 
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grant. In other words, he takes the tablet absolutely free 
of the monopoly, and no amount of notice or objection on 
the part of the American Graphophone Company can in 
any way affect his right. 


The reply brief urges two alleged reasons why Mr. 
Douglass should have no benefit from this defense. J"irst, 
it is urged that the doctrine of implied license does not 
apply to the present case. And, second, if it does apply, 
that Mr. Douglass should have no benefit from it because 
he was notified by the appellant not to infringe upon the 
patent in suit and prohibited from making duplicate 
sound-records. 


We beg to offer a few suggestions in respect to these 
two propositions. 


AS TO THE FIRST PROPOSITION. 


It is quite true, as suggested, that when appellant sold 
the blanks expressly fashioned to fit the certain machine 
sold by it and expressly constructed and designed to be 
used to cut sound records on, and useful for no other pur- 
pose, such sale created an irrevocable license to the pur- 
chaser to use the blanks in that machine. Thus far we 
entirely agree with counsel. The result is that the owners 
of such machines who may purchase duplicate sound- 
records made by Douglass on blanks purchased by him of 
appellant have an undoubted right to use them in the ma- 
chine to reproduce the sound recorded. 


But it does not follow because of this that the purchaser 
of the blank tablet may not also, if he chooses, employ 
other means to cut the intended record on the blank. Be- 
cause the blank is intended by appellants to be made into a 
sound-record and is concededly sold for that purpose. If 
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used at all it can only be used to cut by some means a 
sound-record on it. So it follows that the sale of the blank 
tablet implies that at least one cut sound-record is released 
from the monopoly covered by claim 7 of the patent in 
suit. The particular manner in which the record shall be 
cut, or the means employed to cut it on the blank tablet 
does not multiply the number of tablets; that remains still 
the same, one tablet sold one record made, two tablets sold 
two records made, and so on. It therefore cannot make 
any difference to the question of a release from. the mo- 
nopoly of claim 7, how or by what means the cutting of 
the record is done. 


At the bottom of page 5, counsel practically admits our 
contention by suggesting— 
“the duplicate sound-records lack that essential thing 
which creates the implication of a license in respect 
of original records, for they are not and cannot be 
the product of instrumentalities purchased from com- 
plainant.” 


But it will be seen that Douglass’ duplicate records do 
not lack this “essential thing.” On the contrary this “es- 
sential thing’’ is precisely what they possess. Every one 
of them is a product of a blank tablet made and sold by 
complainant and expressly designed to have a sound rec- 
ord cut upon it. 

The quotation in the reply brief from the Supreme 
Court (Justice Grier), on page 6 (Adams v. Burke, 17 
Wall., 453), as follows: ‘ee 

“The true ground on which these decisions rest is, 
that the sale by a person who has the full right to 
make, sell and use such machine, carries with it the 
right to the use of that machine to the full extent to 
which it can be used in point of time,” 


is extremely unfortunate for appellant, as will be apparent 
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if we substitute “blank tablet” for “machine” in the read- 
ing, and remember that the “use’’ of a blank tablet is to 
have a record cut upon it. 


It seems to be conceded even by appellant’s counsel that 
the sale of the blank tablets, which can only be used for 
making cut sound-records, implies a license to the pur- 
chaser to make sound-records on them in some manner; 
the contention being, however, that they are thus licensed 
to be used only in the particular manner where the cutting 
is done by the impact of sound waves or sonorous vibra- 
tions. But we contend that if the unrestricted sale of the 
blank tablets constitutes a license to use them for the 
manufacture of cut sound-records in any manner, that 
such license must extend necessarily to al/ manners. And 
this seems to be the view of Justice Grier, of the Supreme 
Court, upon a similar question, which arose in Washing 
Machine Co. v. Earle, 3 Wall. Jr., 320; 29 Fed. Cases, 332, 
No. 17,219. In that case Goodyear licensed exclusively 
the Washing Machine Company to use his patented India 
rubber for wringer rolls, and licensed the Boston Belting 
Company to make of the India rubber “hose, pipe and 
tube,”’ and “no further.” Earle bought rubber pipe of the 
Boston company, and putting it on an iron spindle made a 
wringer. Thereupon the Washing Machine Company 
sued him for infringement, contending that he had no 
right to divert or change the use for which the pipe was 
lawfully sold to a different use. And the court will see 
that 1s precisely the contention here in the aspect of the 
case at bar which appellant’s counsel especially requests 
the court to regard as the only aspect properly to be con- 
sidered. Said Justice GRIER: 

“The right of the Boston Belting Company to 
manufacture pipes or tubes is not disputed. They 
pay a certain tariff per pound for the right to use the 
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patented process; the material thus manufactured by 
them belongs to them, and not to Goodyear. Any 
covenant between them and him that they will not 
manufacture certain articles, may be valid as be- 
tween the parties, but it does not run with the rubber, 
like a covenant on land. Colley & Co., when they 
purchased their tubes are absolute owners of them, 
and may convert them into rolls for wringers to their 
washing machines, or put them to any other use. 
They might have bought belting or overshoes, or any 
other article made by the licensees of Goodyear, and 
converted the material to any purpose that suited 
them. I may purchase a tobaco pipe made of this 
material, but I am not bound to smoke with it, and 
may convert it into an inkstand. The agreement be- 
tween the licensees that A shall make all the pipes, 
and B all the inkstands, gives neither of them a right 
to the interference of a chancellor to compel me to 
smoke with my pipe, or to put ink alone in my ink- 
stand. They cannot oblige me to use, in subservience 
to their arrangements, that which has become my 
property. 3 

But, say the complainants, although it 1s true that 
a “tube” is defined to he a hollow cylinder, yet it is 
generally used to convey water, and is called a water 
pipe. In addition, the Boston Belting Co. pav a tar- 
iff of but two cents; whereas, the complainant corpo- 
ration pay three cents, and therefore ought to have a 
monopoly of making rollers. The perfect answer to 
this ts, that the complainants have no patent or ex- 
clusive monopoly of making rollers of vulcanized 
rubber. Goodyear, by virtue of his patent, might 
have manufactured it all himself, and sold it for such 
price as he could get; but his patent gives him no pow- 
er to contro! the use which persons who purchase mav 
make of it. Vulcanized rubber may be applied to a 
thousand purposes, from a tube to a steam engine, but 
the patent gives no power to the patentee to parcel 
out his monopoly into a thousand sub-monopolies. He 
may make any covenant he pleases with his licensees, 
and by that means may dispose of his special licenses 
to great profit, but he cannot compel the public to no- 
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tice or regard such agreements, or the right conferred 
or reserved by them. If his licensees do not perform 
their agreements, his remedy is by action against 
them on his covenants, and not by recourse to a chan- 
cellor to restrain third persons who have purchased 
vulcanized rubber from his licensees from using it, 
when it is theirs, for any purpose they please.” 
(Washing Machine Co. v. Earle, 29 Fed. Cases, 


334-) 


And so, too, in this case, if Douglass by the purchase 
acquired a right to use the blanks for making cut-records, 
it does not matter how he may choose to cut them, wheth- 
er by the aid of sound-waves and sonorous vibrations on 
the one hand, or by the aid of a duplicating machine on the 
other. 


The following extract from an opinion by Judge Wal- 
lace, in Holiday v. Mattheson, 24 Fed. Rep., 185, contains 
a clear-cut statement of the law applicable to the case at 
bar: 

“When the owner sells an article without any res- 
ervation respecting its use, or the title which is to 
pass, the purchaser acquires the whole right of the 
vendor in the thing sold; the right to use it, to repair 
it, and to sell it to others; and the second purchasers 
acquire the rights of the seller, and may do with the 
article whatever the first purchaser could have lawful- 
ly done if he had not parted with it. The presump- 
tion arising from such a sale is that the vendor intends 
to part with all his rights in the thing sold, and that 
the purchaser is to acquire an unqualified property in 
it; and it would be inconsistent with the presumed 
understanding of the parties to permit the vendor to 
retain the power of restricting the purchaser to using 
thething bought in a particular way,or in a particular 
place, for a limited period of time, or from selling his 
rights to others, It is quite immaterial whether the 
thing sold is a patented article or not; or whether the 
vendor is the owner of a patent which gives him a 
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monopoly of its use and sale. If these circumstances 
happen to concur the legal effect of the transaction is 
not changed, unless by the conditions of the bargain 
the monopoly right is impressed upon the thing pur- 
o chased; and if the vendor sells without reservation or 
restriction, he parts with his monopoly so far as it can 
in any way qualify the rights of the purchaser. 

The purchaser does not acquire any right in the 
monopoly, but he does acquire the right of unrestrict- | 
ed ownership in the article he buys as against the ven- 
dor, including, as an inseparable incident, the right 
. to use and enjoy it, and to transfer his title to others. | 
4 Bloomer v. McQuewan, 14 How., 549; Goodyear v. , 
‘ Beverly Rubber Co., 1 Cliff., 348; Washing Machine | 

Co. v. Earle, 3 Wall., Jr., 320; Bloomer v. Millinger, 
t Wall, 340, 351; Mitchell v. Hawley, 16 Wall., 544. 

q 548; Paper Bag Cases, to5 U. S., 770; Day v.. Union 
7 Rubber Co., 3 Blatchf., 494; McKay v. Wooster, 2 
> Sawy., 373; Wilder v. Kent, 15 Fed. Rep., 217. 
; The cases like Hatch v. Adams, 22 Fed. Rep., 434, | 
4 and Societe, etc., v. Tilghman’s Pat. Sand Blast Co., 

| 25 L. J., Ch. 1, relied on by the complainants, have no 
F application to a case like this. When the owner of a 
¥ patent sells the patented article under circumstances 
A which imply that the purchaser is not to acquire an 
‘ unqualified property in the thing purchased, as where a 
a license accompanies the transfer, the purchaser’s 
rights are limited to the extent of the monopoly | 
granted to him. Those cases involved the extent of 
the monopoly acquired in a patented article under a 
license or territorial right from the owner of the pat- 
ent, the article having been originally sold under the 
license.” 


(Holiday and others v. Mattheson and others, 
24 Fed. Rep., 185.) 
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AS TO THE SECOND PROPOSITION. 


On page 7 of the reply brief it is asserted that we have 
“conceded” that appellant has the right by a simple no- | 
tice to prohibit the employment of blanks in making dupli- 
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cate sound-records. And this is followed by the asser- 
tion that “this notice and prohibition have been given 
Douglass directly and repeatedly,” etc. 


Obviously we have made no such concession. What 
we have said is plain enough—that appellant might have 
“placed restrictions upon the SALE” of the blank tablets, 
and might have done this by simply printing a label on the 
thing sold. 

The point we make is that appellant and its licensee, 
the National Phonograph Company, sold Douglass the 
blank tablets without any restriction on the sale. The 
sale, in other words, was absolute and without condttion. 


Under such circumstances what difference can it make 
whether or not outside of the contract of sale of the blank 
tablets appellant may or may not have prohibited Doug- 
lass from making duplicate records, or employing “blanks 
in manufacturing duplicate sound-records?” Such a pro- 
hibition and notice not to infringe is conclusively pre- 
sumed from the very grant of the patent itself containing 
the claim 7, and is made no stronger by personal notice. 
When the blank tablets, however, are sold to Mr. Doug- 
lass without restriction or condition in the contract of sale 
such a sale, of course, amounts to a waiver of all rights 
that are inconsistent with the sale, and of all notices and 
prohibitions not expressly made in the contract of sale. 
So proof of a general prohibition, such as suggested, 
would be of no avail if it existed in the record. And we 
may add incidentally that in Douglass’ case it actually 
does not exist, notwithstanding the assertions in the reply 


brief. 


If, at the time of the sale of the blank tablets and as a 
condition of the sale thereof, the sellers had insisted that 
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‘ 4 Douglass should not use the particular blank tablets sold 
for making duplicate sound-records, then Douglass in 
: E such a case would take the property subject to whatever 
: 4 rights the seller might have in the future control of its 
: use. But that is not this case. On the contrary, if any 
such condition had been attached to the sale, possibly 
7 Douglass might have declined to purchase, as he had no 
other use for the blanks than to make duplicate sound- 
: records. - 
q Respectfully submitted. 
ries 4 Howarp W. Hayes, 
4 Joun W. Munpay, 
| : Cuicaco, October 13, 1899. 
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a7? _ Create Court of Appeals, Seventh Circuit, January 2 A) +i as irs: hE ii 
— Ma GBencid pe pets ees ag: POET 
Parenrs—Sorr FOR IXWRINGEMENT—PRELIMINARY. IngURCTION.. - * , , ive ate a | 
A complainant is not entitled to a preliminary injunction against in- eat Hhe<7) .{ 
fringement of a patent by defendant where the proofs establish prima Se V4 paste eat 
facie that defendant Is manufacturing the articles claimed to infringe a casey cig ahs So tee ! 
under a license given by a contract made by the president of the com- ef eve hig 
plainant corporation, in making which he acted, as was supposed ‘by brates gi) 
defendant, and so far as shown by the ants cannes amma, wit of CR ed gat 
re > Ben cetrad it | 
Appeal from the Circuit Court of the United States for the North: ht f et raf 3: f | 
ern Division of the Northern District of [linois. — aa gd _ th. eeeen ag ‘ Hey 
Philip Mauro, for appellant. — ees a een oe 33 | 
Howard W. Hayes and John W. Munday, for appetices,” i je, Sie EY | 
; as ir 
Before WOODS, Circuit Judge, and BUNN and SEAMAN, District f eed RL % i : | 
Judges. | Moan, , ts Getic i a | 
” = * * a oe : , _ * shy : J Paes Ss i 
SEAMAN, District Judge. This appeal is from an order ieaglee : ver { § f 
the complainant's motion for a preliminary injunction in a suit for +d es * | 
infringement of letters patent No. 341,214, issued May 4, 1886, to Th eels og | | 
Bell and Tainter, now owned by the complainant, for “an improvement rg ! 
in recording and reproducing speech and other sounds,” being one i tad eB | 
form of the instrument known as the “graphophone.” The patent ee FE 
specifies 47 claims, which purport to cover both the mechanism for 4) eae Stee Neg 
* making the “sound record” and its product; and the alleged in- Sey ig & E | 
fringement consisis in making duplicates of the product, but by a Nea Ay i} | 
different means, except that the copy is made on the blank tablets Baaat t | Ht : 
manufactured by the complainant and its licensees for sale, sold - Beto PE | 
in open market, and not covered by the patent in suit. The action | Lees PE Aah 
is founded on claims 7, 8. 10, 17, and 18, of which claim 7 is the eye a Ui 2 
broudest, and reads as follows: gos FE ! 
‘i7) A sound record. consisting of a tablet or other solid body, having its iG, 4th r. ‘ | ‘| 
surface ¢ut or engraved with narrow lines of irregular or varied form, corre- “ oy t n Wn Ln 
sponding to sound wavea, substantially as described.” . Bed he re i ¥ 
* . ‘ ot ha ts iF Hy 
The validity of the patent has been sustained on various claims in: ‘ ty 3 b: aE. vit 
several adjndications, of ‘which the reported cases are: Grapho- PN ii ES | Ha 
phone Co. v. Amet (C. C.) 74 Fed. 789; Same v. Walcutt (C. C.) & “ae t: =p Hy | 
Fed. 468; Same vy. Leeds (C. C.) 87 Fed. 873,—and the bill avers that arg 1. E § { 
the claims in question were expressly sustained, and like infringe- etna gg E , | 
ment adjudged, in the Walcutt Case on final hearing. On the other arab E Bh) 
hand, the defendants contend that no issue was raised in either of Laer ¢ FE 
the cases respecting the validity or application of these claims in ertol bE | 
ihe patent, that thev are not, in terms, applicable to the duplication Te 4 § | | 
of sound records by other means not conflicting with that described Ce ie i | 
in the patent, and that such use is expressly covered by a separate es As 
patent, No. 241,287, granted to the saine patentees, of even date -, oe | 
with the piteut in suit, and not referred to in the bill. The main wont bs, 
contention, however, in the arguinents upon this appeal relates to a | 
special defense of license for the alleged infringe¢ment,—the ground my: | 
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Paar | on which preliminary injunction appears to have been refused by 4 
: re at *% the district judge; and, if the order is sustainable on that basis, it is P| 
MERE Sh unnecessary to consider, before final hearing, the fundamental in- ; 
shi fF ater quiry as to the scope of these claims. i 
13 Bry vat, The affidavits -and exhibits in the record show substantially the « 
} ts , : 4) o following facts: The complainant is the owner of several patents re- ~ 
| A af lating to graphophones and phonographs, including the patent in : 
ne es: suit, and as such was extensively engaged in the manufacture and ‘ 
' pity: = Bee sale of such instruments in 1892, and before and since that year, 
th +h He with its headquarters at Washington, D. C.; but its devices for . 
Pa” Bet. making duplicates of sound records were unsuccessful, and the com- 
a a oe pany was seeking other means to that end. The principal defend- - 
le ee, : ant, Douglass, prior to 1892, had devise“ methods and constructed _ 
beat | “sabi o€ apparatus for the purpose, and was engaged in making duplicate 
int Seti ANE sound records, at Chicago, which were sold to and through the Chi- 
PENG t eago Central Phonograph Company, a licensee of the complainant, 
Srio eh of which Douglass was superintendent; and he also claims to have t 
| eng iM. a sold them to the complainant. FE. D. Easton was then “director of 
Pict ae agencies” and one of the directors of the complainant, and subse- 
i ete OS. quently became its president. On March 3, 1892, Easton ealled upon 
cas ee Douglass, in Chicago, in reference to the means so devised, which - 
| re a vie ‘. ) the latter held as a secret, and refused to divulge, and the meeting % 
| aes. ott resulted in the acceptance by Douglass of an invitation to visit - | 
| ‘ie ORY ih Washington for negotiations, where he made samples of his records, 
| jen gas }. which were exhibited to the directors of complainant. On March 
| | Pt ‘s ait! ‘ 14, 1892, an agreement in writing was made between Douglass and 
| Bs Br aa | Easton, providing for transfer to Easton of the process, in consid- ; 
| Sick 5 ho eration, besides other matters, of certain royalties to be paid to 
| a i ie Douglass; and Douglass was to make improvements, aid in pro 
- | ise Bgl 4 _ curing patents to be assigned to Easton, and meantime not to com 
| seks eu YY | i municate the process to others. Provision was also made to execute 
| i ecg BF 4 further agreements to carry out such purposes.’ Subsequently this 
se Es eft agreement was made more specific in a writing between the same | 
be | parties, bearing date March 16, 1892; and another agreement, with 
Bix Tie like provisions, which was prepared by Easton, and is stated to 
Ree ae | have been signed at the same time, although bearing date March 17, - 
swift ty bi 1892, was executed between Douglass and the complainant, whereby : | 
‘ ; alk’ the invention of the former and the desire of the company to use 
| his process are recited, and Douglass agrees, for substantially the | 
4 same considerations named in the Easton contract, to disclose his 
‘ method to the president and to the directors of agencies, and pro- | 
cure the apparatus therefor at the expense of the complainant. 
Thereupon Douglass entered the service of the complainant in Wash- 
ington, and so remained until his return to Chicago, in July, and sub- 
= sequently there were other contract relations between them from 
| time to time, of which the details do not appear. Application for a 
patent for the Douglass process was made in accordance with the | 
: | agreements, and letters patent No. 475,490 were issued to him May 
| 5 om 24, 1892, but it is asserted that the process thus described was not 
eer he successful. Improvements were afterwards made by Douglass, as a 
| 4 contemplated by the agreement, were furnished to Easton, and are - 
| i” w af all 
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alleged to have been employed by the complainant, to have proved 
successful, and to constitute the deyices used in making the alleged 
infringement. When these improvements were thus turned over, 
aston was president and general manager of the complainant, and 
Douglass claims that it was his understanding that Easton’ repre. 
sented the company in all the transactions, and especially on this, 


occasion, and that Easton stated their: wish to enter more exten- | 
sively into the manufacture of duplicates, and suggested an arrange- © 


ment for the waiver of royalties by Douglass on the granting to him 
of a permanent license for like manufacture and sale; that.this pro- 
posal was satisfactory to Douglass, and Easton agreed to send him 
an agreement to that effect, and sent by mail the following letter 


as such modification: ' 
“Jan. 3rd, 1895. "° 


“Mr. Leon F. Donglass, No. 98 Madison St. Chicago, Iis.—Dear Sir:.Refer ~ 


ring to the contract of March 16th, 1892, this is to evidence a modification of 
said contract as follows: Application is now pending for a patent for an im- 


. Provemcut In your process for duplicating, and you have assigned the same to 


ine before. issue. You are hereby licensed under the patent already is- 
sued, and are authorized to use the process covered by: the pending applica- 
tion in, such way, personally, as you please, the consideration to me being 
4a wilver of the royalty of two cents per cylinder specified In your contract 
with me of March 16th, 1892. It is understood that this is a personal license; 
that it is not assicnable, nor salable; but that you may make, for sale, as Many 
Phonograph records as you please under this license. The above is not intended 
to in any way modify or affect any agreement.you may bave wilh the Ameri- 
can Graplophone Company, 3 ; 

- “Yours, truly, : E. D, Easton.” 


On this final arrangement the defendant Douglass entered into 
the manufacture of duplicates, the other defendants being employés; 
und it is manifest that the defense of license is clearly presented, 
and even established prima facie, if the action and agreement oi 
Easton is attributable to the complainant. The concluding clause 
in ihe agreement, that it is not intended to “modify or affect any. 
ugreement you may have with the American Graphophone Com- 
pany,” is explained by undisputed testimony as referring to collateral 
contracts not involved in this controversy, and so conceded by the 
affidavit of Easton, although counsel for the complainant do not 
recognize this distinction’ in their argument. No satisfactory ex- 
planation appears for making independent contracts, one with Eas- 
ton individually and the other with his company, each with like 
provisions, which necessarily conflict unless treated as identical in 
purpose; and in the face of the relations existing between Easton 
and the complainant, and of the evident understanding on the part 
of Douglass that Easton acted on behalf of his company throughout, 
it cannot, be presumed, from the mere separate form of the con- 
tracts, that the transactions were independent and antagonistic. If 
facts existed and entered into the understanding of the parties on 
which the agreements may be so construed, they do not appear in this 
record, and any issue thereupon must be left for determination at 
final hearing. A fundamental requisite is wanting, therefore, to 
establisa the right to a preliminary injunction, and the motion was 
properly denied. The order of the circuit court is affirmed, with costs. 
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